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United States Court of Appeals for the 

District of Columbia 


a. District Court of the United States for the liistrict 

of Columbia. i 

No. 61423 In Equity | 

I 

John Jensen and Moetimee Bye, Plairvtiffs, 

vs. 

Anthony J. Loeenz, and Maek H. Wodlingee, Defendants. 

United States of Ameeica, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned the following papers; were 
filed and proceedings had, in the above-eptitled 
cause, to wit:— 

1 Bill of Complaint 

Filed May 12, 1936 

In the Supreme Court of the District of Columbia, 
Holding an Equity Court 
Equity No. 61423 

John Jensen and Moetimee Bye, Plaintiffs. 


I 

Anthony J. Loeenz, and Maek H. Woduengee, Defef^nts. 

To the Judge of the Supreme Court of the District of 
Columbia: 

John Jensen, who is a citizen of the State of Ohio, resid¬ 
ing in the city of Cincinnati in the said State, and MoHimer 
Bye, who is a citizen of the State of Ohio, residing in the 
city of Cincinnati in the said State, bring this their bill 
against Anthony J. Lorenz, who is a citizen of the S|ate of 
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California, residing in the city of Los Angeles in the said 
State, and Mark H. Wodlinger, who is a citizen of the State 
of Dlinois, residing in the city of Chicago in said State, and 
complain and say: 

1. That the grounds upon which the jurisdiction of this 
Court depends are that the parties defendant are residents 
of different States, and that this suit is in equity under Sec. 
4915 R. S. of the Patent Laws. 

2. That the plaintiff, John Jensen, one of the interfering 
parties in an interference proceeding declared in the United 
States Patent Office, and being numbered 63,598, was prior 

to April 21, 1930, the first, original and sole inventor 
2 of the improvements described and claimed in the an¬ 
nexed specification; that he does not know and does 
not believe that the same was ever known or used before 
his invention or discovery thereof, or patented or described 
in any printed publication in any country before his inven¬ 
tion or discovery thereof, or more than two years prior to 
this application, or in public use or on sale in the United 
States on an application filed by him or his legal represen¬ 
tatives or assigns more than twelve months prior to this ap¬ 
plication, and that no application for said invention has 
been filed by him or his legal representatives or assigns in 
any country foreign to the United States; that said appli¬ 
cation was filed in the United States on April 21,1930, and 
was given serial number 446,175; that profert of a duly cer¬ 
tified copy of said application is made herewith; that it was 
duly examined by the Primary Examiner, and on the 2nd 
day of April, 1932, the Commissioner of Patents adjudged 
that it interfered with defendant Anthony J. Lorenz’ appli¬ 
cation for Letters Patent Serial No. 545,367, filed June 18th, 
1931, that profert of a duly certified copy is made herewith 
in respect to the following counts of claims, to-wit: 

Count 1. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incorpo¬ 
rated therein an anti-rachitic factor having beneficial der¬ 
matological properties, the soap being compatible with the 
anti-rachitic factor to retain and make available such prop¬ 
erties upon use. 

Count 2. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incorpo- 
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rated therein a sterol activated by means of ultra violet 
light and having beneficial dermatological properties., the 
soap being compatible with said activated sterol to r<itain 
and make available such properties upon use. 

Count 3. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having in- 
3 corporated therein an irradiated sterol having Ipene- 
ficial dermatological properties, the soap being Com¬ 
patible with said irradiated sterol to retain and make a vail¬ 
able such properties upon use. 

Count 4. A new composition of matter for use with -vrater 
for hygienic purposes, comprising a soap having hicor- 
porated therein an activated ergosterol having beneficial 
dermatological properties, the soap being compatible [with 
said activated ergosterol to retain and make available [such 
properties upon use. | 

Count 5. A new composition of matter for use with T^ater 
for hygienic purposes, comprising a soap having incJ^rpo- 
rated therein an irradiated ergosterol having beneficial der¬ 
matological properties, the soap being comptaible with said 


irradiated ergosterol to retain and make available such 
properties upon use. 

3. That plaintiff, John Jensen, has assigned part of said 
invention and application for patent by an instrument in 
writing, to Mortimer Bye, the other party plaintiff t^ this 
action, and the entire right, title and interest in and td said 
invention and the letters patent to be issued therefor are 
now vested in said plaintiffs, John Jensen and Moriimer 
Bve. 

4. That defendant, Anthony J. Lorenz, has assigned part 

of said invention and application for patent by an instru¬ 
ment in writing, to Mark H. AVodlinger, the other parw de¬ 
fendant to this action. i 

5. That the plaintiff John Jensen was the first invenior of 
the two by reason of having first conceived and firikt re¬ 
duced to practice the invention stated in the above quoted 
claims, and by reason of having first applied for j latent 
thereon; and plaintiff, John Jensen is entitled to the stward 
of letters patent upon the said claims. 

6. That upon proceedings duly had in accordance with 
the rules of practice of the United States Patent Offic<}, evi- 
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dence was taken by the respective parties, and the case 
having come on for hearing before the Examiner of 

4 Interferences, and having been duly argued, it was 
adjudged by the Examiner of Interferences that said 

defendant, Anthony J. Lorenz, was the prior inventor of the 
aforesaid counts. 

7. That upon further proceedings duly had in accordance 
with the rules of practice of the United States Patent Office, 
the plaintiff, John Jensen, appealed from the decision of 
the Examiner of Interferences to the Board of Appeals; 
that upon evidence and arguments submitted by the respec¬ 
tive parties, the Board of Appeals affirmed the decision of 
the Examiner of Interferences and wrongfully awarded 
priority of said counts to the defendant, Anthony J. Lorenz, 
and wrongfully adjudged that the defendant, Anthony J. 
Lorenz, was the prior inventor thereof. 

8. That no appeal to the Court of Customs and Patent 
Appeals is pending, and none has been taken and decided by 
that Court. And now, in accordance with the provisions of 
Sec. 4915 R. S., the plaintiffs bring this bill in equity to ob¬ 
tain a patent. 

WHEREFORE, the plaintiffs pray that John Jensen be 
adjudged the first, original and sole inventor of the afore¬ 
said counts and entitled to receive a patent therefor; and 
that this court authorize and order Conway P. Coe, the Com¬ 
missioner of Patents or his successor in office, to issue the 
patent to the plaintiffs for said invention, and that they be 
given judgment for their costs and such other relief as 
equity may require. 

JOHN JENSEN 
MORTIMER BYE 

CHAS. E. RIORDON 
MURRAY AND ZUGELTER 
Counsel for Plaintiffs, 

5 State of Ohio 

County of Hamilton ss: 

John Jensen, being duly sworn, says that he is one of the 
plaintiffs in the foregoing bill of complaint; that he has 
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read said bill and knows the contents thereof; that said bill 
is true to his own knowledge and belief. 

JOHN JENSEN 
Sworn to before me this 9 day of May, 1936. 

JOS. F. ZIJGELTER 

(Notarial Seal) Notary Public, Hamilton Co,, Ohio, 

State of Ohio i 

County of Hamilton ss: 

Mortimer Bye, being duly sworn, says that he is one of 
the plaintiffs in the foregoing bill of complaint; that he has 
read said bill and knows the contents thereof; that s^id bill 
is true to his own knowledge and belief. 

MORTIMER BYE 

Sworn to before me this 9 day of May, 1936. 

JOS. F. ZIJGELTER 

(Notarial Seal) Notary Public, Hamilton Co.,, Ohio, 

6 Motion for Bill of Particulars 

Filed June 8, 1936 

• •*«**«« 

Now come the defendants, and move the court tor an 
order directing the plaintiffs to furnish further andj better 
particulars as to certain matters stated in the Bill of Com¬ 
plaint, to wit: j 

(1). With respect to the allegation in paragraph eight (8) 
of the Bill of Complaint, “That no appeal to the Court of 
Customs and Patent Appeals is pending, and none heis been 
taken and decided by that Court’’. State what papers, if 
any, (other than a petition for rehearing of the Patcmt Of¬ 
fice Board of Appeals decision of January 31, 1936) were 
filed by the plaintiffs or either of them in connection with 
the Interference Proceedings No. 63,598 since the date of 
said decision of Patent Ofi&ce Board of Appeals, and prior 
to the filing of the Bill of Complaint herein. 
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(2) . If any such papers as referred to in the foregoing 
paragraph were filed in the United States Patent Office, in¬ 
clude with the Bill of Particulars copies of all such papers, 
together with copies of any and all communications received 
from the Patent Office with respect thereto. 

(3) . State whether the following paper of Exhibit “A’’ 
attached hereto is a true and complete copy of a paper filed 
in the Patent Office on behalf of plaintiff Jensen in Inter¬ 
ference No. 63,598; Paper No. 140, Pages 12 to 15. 

(4) . State whether the following paper of said Exhibit 
‘‘A” is a true and complete copy of a letter from the Pat¬ 
ent Office in said Interference 63,598. Paper No. 143, page 
24. 

(5) . State whether the certified copies constituting said 

Exhibit ‘^A” are true and complete copies of all 
7 papers filed in the Patent Office and Court of Cus¬ 
toms and Patent Appeals in connection with the 
counts of said Interference No. 63,598 subsequent to March 
24,1936, (date of decision by the Patent Office Board of Ap¬ 
peals on plaintiff’s Jensen’s request for reconsideration of 
the Patent Office Board of Appeals’ decision of January 31, 
1936) and prior to the filing of Bill of Complaint herein. 

Defendant further moves that an order be entered herein 
continuing the time for defendant to answer the allegation 
of said Bill of Complaint for a period of five (5) days sub¬ 
sequent to the filing by plaintiff of Bill of Particulars prayed 
for in this motion. 

CHARLES W. HILLS 
of Counsel for Defendants 
; THOMAS J. MacKAVANAGH 

Attorney for Defendants 

June 8,1936. 


Notice 

Now come the defendants, Anthony J. Lorenz and Mark 
H. Wodlinger, by their attorneys, and give notice to the 
plaintiffs of the filing of their motion for a Bill of Particu¬ 
lars herein, filed of even date herewith, and of their motion 
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to Continue the Hearing on the Motion to Dismiss jBill of 
Complaint, also filed of even date herewith. 

ANTHONY J. LORENZ AND 
MARK H. WODLINGER 
By THOMAS J MACKAVANAGH 

their Attorneys 

CHARLES W HILLS 
Of Counsel 

June 8,1936. 

8 Affidavit of Service, 

City of Washington, 

District of Columbia, ss: j 

S. B. Emerson, being duly sworn, deposes and say^; that 
she served copies of the attached papers, to wit: j 
Motion for a Bill of Particulars 


Motion to Continue the Hearing on Motion to Dismiss 
Bill of Complaint 

upon the plaintiffs herein by placing the same in an enve¬ 
lope properly addressed to plaintiffs’ attorney, Charles E. 
Riordon, National Press Bldg., Washington, D. C., ^nd de¬ 
positing the same in the Post Office at Washingtoh, with 
proper postage and registry fees prepaid, on the ^th day 


of June, 1936. j 

S B EMERSON j 

Subscribed and sworn to before me, a Notary Public, this 
8th day of June, 1936. 

HILDA SCHOENTHAL 
(Notarial Seal) Notary Public, j|[). C. 


(Here follows photostat marked page 9) 
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10 Intf. No. 63,598 Paper No. 138 
Board of Appeals Feb 29 1936 U. S. Patent Ofl&ce 

In the United States Patent Office 
Before the Board of Appeals 
Patent Interference No. 63,598 
John Jensen, Appellant^ 

V. 

Anthony J. Lorenz, Appellee. 

Motion for Rehearing 

JOHN JENSEN, 

' By MURRAY & ZUGELTER, 

ALLEN & ALLEN, 

' Counsel for Jensen, 

' Senior Party and Appellant. 

Copy served on opposing party. 

ALLEN & ALLEN 
Attys for Jensen. 

11 In the United States Patent Office 

Before the Board of Appeals 
Patent Interference No. 63,598 
John Jensen, Appellant, 

Y. 

Anthony J. Lorenz, Appellee. 

Motion for Rehearing 

Now comes party Jensen and prays the Board of Appeals 
to reconsider and rehear their decision in the above-entitled 
interference dated January 31,1936. The grounds on which 
this prayer is presented are the following: 

1. The result of the decision is to award priority to the 
first man to make a written description of a new composi¬ 
tion of matterj instead of the man who first reduced it to 
practice. 
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2. The result of the decision is to place invention as be¬ 
tween the parties upon the understanding of the full bene¬ 
ficial effects of the use of the invention, rather than upon 
the invention itself, not coupled up with proven knowledge 
of the full beneficial effect. 

3. The decision does not take into considesration 

12 the fact that the discovery of a new use may involve 
a patentable distinction, whereas merely appJreciat- 

ing added advantages of an old use is not a patentable dis¬ 
tinction, and hence the decision, contrary to all the weight 
of authority, makes ‘‘thoughts,” not “actions,” the test 
of invention. 

It is not believed that the Board of Appeals will desire 
a decision to stand which rules as above noted, and that a 
short explanation will show that party Jensen is jjistified 
in asking for this rehearing on the above grounds. 

Let us take Count 1 of the Interference which r^ads as 
follows: 

“A new composition of matter for use with water for 
hygienic purpose, comprising a soap having incorporated 
therein an anti-rachitic factor having beneficial dermato¬ 
logical properties, the soap being compatible with tte anti¬ 
rachitic factor to retain and make available such proper¬ 
ties upon use.” I 

As viewed by the Board, the knowledge of dermatological 
properties of the anti-rachitic factor was first had or ex¬ 
pressed by Lorenz; hence he was awarded priority. How¬ 
ever, they omitted to consider that the reduction to ])ractice 
of the invention stated in the count, could be made without 
knowledge of the dermatological effects, if the mateipial was 
made up for application to the skin and used on the skin, 
since this is a dermatological use. | 

The question then as to reduction to practice between the 
parties must be based on the question of which c^ne first 
incorporated an anti-rachitic factor in soap for us^ on the 
skin. 

The facts as stated in the record are these: Lorenz tried 
lanolin in soap, which lanolin he had irradiated with a mer¬ 
cury vapor lamp. This was not reduction to pracjtice, be¬ 
cause (a) anti-rachitic development in lanolin, as Isuch, is 
impossible; (b) mere irradiation of a suhstance, 

13 whether it can develop anti-rachitic qualities or not. 
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will not necessarily produce them, because over-irra¬ 
diation destroys whatever qualities may be primarily de¬ 
veloped; (c) if Lorenz were to do again what he claims to 
have been the first to do, there is no proof or inference that 
the composition of matter which he made would be of 
dermatological interest. 

This act of Lorenz was the first to take place. Next 
Jensen made up some compatible soap (shampoo), into 
which was mixed some anti-rachitic material. There isn ^t any 
question that the ground up “Oscodal” tablets did possess 
the anti-rachitic factor, that the shampoo was compatible, 
and that such a composition of matter used on the skin 
does have beneficial properties. If Jensen had proposed his 
composition of matter as an internal medicine, then the sit¬ 
uation would be different. This is not the fact, however, 
and Jensen’s proVen acts must have been because his prod¬ 
uct was made for and its only value was in use on the skin 
or the scalp. This was the purpose of its manufacture, 
and if it had dermatological effects, thev were found to be 
developed in its normal use. 

This was the second event. 

The third event was a written statement by Lorenz which 
has been the subject of controversy as to its genuineness 
as of the date noted upon it, but whether it was drawn on 
the date in question or not, it came after the Jensen re¬ 
duction to practice. 

The Board has accepted this written statement as the 
first appearance of the invention because it evidenced 
knowledge, as far as external application to the skin was 
concerned, of the anti-rachitic factor specifically having 
dermatological properties. It found Lorenz to have been 
diligent from the date of said written statement until, as 
junior pairty, he filed his application for patent in- 
14 volved in the interference. 

Therefore we have this situation: A claim iu- 
volving the use on the body of soap (any soap is compati¬ 
ble) into which anti-rachitic factor is mixed, said claim con¬ 
taining a statement that the anti-rachitic factor promotes 
dermatological effects. Since there is only one such fac¬ 
tor, to wit. Vitamin D, the statement is as to an effect of a 
given or particular substance, as distinguished from a term 
which calls for selection among a number of substances. 
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The only purpose of a soap with such a substanije in it 
is for application of the same to the skin, or “dermis,” 
and hence it would necessarily produce such effecljs as it 
might have on the skin or dermis, whether in addition it 
permeated the skin and assisted in bone development also. 
Accordingly, the decision of the Board of Appeals in this 
matter would go so far as to hold that Jensen might have 
been making and selling toilet soap containing Vitiimin D 
for twenty years, and yet Lorenz, by an application which 
stated that said Vitamin had dermatological effects, would 
have a right to a patent on what Jensen had been doing, 
and stop Jensen. 

Here, to be true, Jensen had only been making this soap 
for a period of a year and a half, or thereabouts, [but the 
rule is the same. j 

It is believed that the Board will not require citation of 
authorities to develop that a man who first reduces an 
invention to practice cannot be deprived of the right to a 
patent thereon because some one else subsequently discov¬ 
ers why the use for which the first man proposed hiis inven¬ 
tion had additional beneficial results. Those cases] having 
to do with accidental reduction to practice do not eniter into 
consideration. Here Jensen deliberately placed Vitamin D, 
in a recognized available form, into soap for use on the body 
with water. This was a complete reduction “o prac- 
15 tice of the invention because he made the composition 
of matter and proposed it for use in the manner as 
limited in the claim. 

We believe that the Board fell into error by attempting 
to follow the line of reasoning of the Primary Esfaminer, 
who felt that because Bye had said that Vitamin 1) had a 
bone-developing effect when applied in soap foruji to the 
skin, and considered this the valuable feature of ^he dis¬ 
closure, therefore Jensen did not reduce the invention to 
practice because the claim called for the anti-rachitic factor 
having dermatological properties. 

Sometimes it is of assistance to consider parallels. Let 
us suppose that A gets up a shoe blacking confaiining a 
certain ingredient X, and sells this blacking to others. Let 
us suppose that B then files an application on this same 
blacking containing the ingredient X, which he understands 
also has preservative properties for leather. Can it be said 
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that in an interference betwen A and B, that B can sncceed 
because A can be shown to have considered X to be an 
agent which only added luster to the polish, and did not 
know of the preservative effect? 

We certainly do not believe so, and we think the two 
cases are exactly parallel. 

The Board knows that when dealing with vitamins, their 
production and use, men of science are not agreed as to 
their properties,' and that changes in concepts are taking 
place rapidly^ Under such circumstances, there is either 
no invention in this matter, or Jensen is the first inventor. 
He admittedly filed first; he admittedly performed acts 
which show reduction to practice first. 

If the Board wishes to permit it, party Jensen prays 
leave to file a brief reviewing the authorities in support of 
its position herein, and again reviewing the facts 

16 only as they relate to the precise point made on this 
motion for rehearing. 

Respectfully submitted, 

' JOHN JENSEN 

! By MUREAY AND ZIJGELTER 

ALLEN AND ALLEN 
' Senior Party and Appellant, 

17 Board of Appeals Mar 4 1936 U. S. Patent Office 

In the United States Patent Office 

Before the Board of Appeals 

Patent Interference No. 63,598 

John Jensen, Appellant 
vs. 

Anthony J. Lorenz, Appellee 

Objection on the part of Lorenz to the setting down for 
hearing of the Motion brought by Jensen for rehearing. 

Hon. Commissioner of Patents: 

The party Jensen has filed a motion asking that the 
Board of Appeals reconsider and rehear their decision in 
the above entitled interference, dated January 31, 1936. 
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mid 
for 

rehearing that were not fully and adequately considered by 
both the Examiner of Interferences and by the Board of 
Appeals. 

More specifically, the party Lorenz opposes the motion 
for rehearing and objects to the setting down of thi^ mo¬ 
tion for hearing on the following grounds: 

1. Jensen’s motion is predicated upon the assumption 
that Jensen was the first to reduce the invention in issue to 
practice. Neither the Examiner of Interferences no^ the 
Board of Appeals found that Jensen had even conceived 
the invention in issue prior to his filing date, so thatl Jen¬ 
sen has only his application itself as establishing construc¬ 
tive reduction to practice. Lorenz, however, as found by 
both the Examiner of Interferences and the Board o; Ap¬ 
peals, was the first to conceive and was diligent just before, 

at the time of and subsequent to Jensen’s entry into 
18 the field, so that in accordance with well estabfished 
interference practice, Lorenz was entitled an 
award of priority even conceding Jensen to be the fijrst to 
constructively reduce the invention in issue to practice. 

2. The Jensen record does not establish that jjensen 
ever successfully used a soap such as defined by the counts 
in issue and found it to possess any beneficial proi^rties 
whatsoever not possessed by any ordinary soap. Jeipen’s 
motion overlooks the fact that reduction to practice of the 
invention in issue requires a use of the soap of said mven- 
tion and a finding that such use accomplishes the pippose 
or function intended for it and ascribed to it by the ^unts 
in issue. As a matter of fact, the Jensen record dobs not 
show that Jensen ever determined by actual use of a soap 
embodying the invention in issue that such soap had any 
additional utility or any beneficial effect not possessed by 
the commonplace toilet soap available on the market. 

3. The Jensen motion is based upon the erroneotus as¬ 
sumption that the one first to incorporate an anti-rkchitic 
factor in soap for use on the skin is necessarily tl^e first 
to reduce to practice the invention in issue. Here [again, 
the party Jensen overlooks the requirement that sulch use. 
must be a successful use in order to constitute reduction 
to practice and that in this case, only an extend^ test 


This request is opposed by the party Lorenz on the gr(| 
that the party Jensen raises no points in his motion 
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could establish success for the purpose set forth in the 
counts in issue. 

The party Jensen states in his motion that had Jensen 
proposed his composition of matter “as an internal 

19 medicine, then the situation would be different”. Just 
why it would be different is not apparent, since from 

the entire record it appears that Jensen considered his 
composition of matter as having antirachitic properties 
only, the effects‘of which are known to be internal, as in the 
case of vitamin D preparations for internal use. 

Jensen’s position begs the question. He states that if 
his soap had dermatological effects, then they were found 
to be developed in its normal use. The question is: did 
Jensen know prior to the filing of his application for pat¬ 
ent that his soap possessed beneficial dermatological prop¬ 
erties. 

Jensen’s reasoning is that if his soap had a bone devel¬ 
oping effect, then it was immaterial whether the soap also 
had a beneficial dermatological property. However, as we 
have already pointed out, Jensen never even established 
that his soap had a bone developing effect, nor any other 
single property not possessed by ordinary soap itself. 

4. The Jensen motion is replete with inaccurate, mis¬ 
leading and unfoxmded statements and conclmjions. On 
page 4 of the motion, Jensen raises the question of the ef¬ 
fect of prior public use of a soap containing vitamin D 
upon the patentability of the same soap because of its der¬ 
matological effects, and makes the statement that: 

“Here, to be true, Jensen had only been making this soap 
for a period of a year and a half or thereabouts, but the 
rule is the same.” 

There is nothing in the Jensen record to establish that 
Jensen ever made a soap containing vitamin D, yet 

20 the inference from the quoted statement would be 
that he has been making it for a period of a year and 

a half before Lorenz filed his application. 

On page 5 of his motion, Jensen states that he “admit¬ 
tedly performed acts which show reduction to practice 
fibrst”. Where in the record does Jensen find this admis¬ 
sion and by whom was it made? 
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In all of Jensen’s contentions with regard to beiiig the 
first to reduce to practice, he overlooks the essential re¬ 
quirements of reduction to practice, which are, fir^t, an 
actual use of the invention in issue, and, secondly, ^ suc¬ 
cessful testing of the invention in issue to establish its 
utility and its possession of the property ascribed to it and 
set forth in the counts in issue. 

For the foregoing reasons, it is respectfully sub]|nitted 
that the party Jensen is not entitled to have his ihotion 
for rehearing set down for argument, but that it Should 
be summarily dismissed. j 

A copy of these objections have been served uponj coun¬ 
sel for the party Jensen. 

Respectfully submitted, 

ANTHONY J. LORENZ^ 

By CHARLES BDUi, 
Counsel for iL^orem, 

21 Mail Division Mar 16 1936 U. S. Patent O^ce 
Docket Division Mar 16 1936 U. S. Patent jlffice 
In the United States Patent Office 
Before the Commissioner of Patents 
Patent Interference 63598 
Irradiated Soap Preparation | 

John Jensen j 

V. j 

Anthony J. Loeenz I 

Notice of Appeal | 

And now” comes John Jensen, by Murray and Ziigelter, 
his attorneys, and gives notice to the Commissioner of Pat¬ 
ents of his appeal to the United States Court of Ciustoms 
and Patent Appeals, from the decision of the Bpard of 
Appeals, rendered on or about the 31st day of J^uary, 
1936, aw’arding priority of invention to Anthony J. jLorenz^ 
in the above entitled case, and assigns as his reasons of 
appeal, the foUowmg: 

The Patent Office Board of Appeals erred: 
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1 . 

In awarding ]^riority of invention of the subject matter 
in issue to the junior party, Anthony J. Lorenz. 

2 . 

In denying to the senior party John Jensen, an award 
of priority of invention of the subject matter in issue. 

3 . 

In finding that Lorenz exhibit 10, a document of ques¬ 
tionable character, constitutes conception on the part of 
Anthony J. Lorenz. 

22 4 . 

In finding that knowledge or appreciation of an al¬ 
leged beneficial dermatological property of the composition 
of matters specified in the counts, is essential to entitle a 
party to this proceeding to prevail. 

5. 

In ignoring the fact that vitamin D, irradiated ergo- 
sterol, and/or the antirachitic factor incorporated in the 
soap called for by the counts in issue, has been qualified 
by prior art of record in the applications of both parties 
in suit, as having beneficial dermatological properties. 

6 . 

In holding that something additional is necessary to the 
completion of a composition of matter, to effect a reduc¬ 
tion to practice and which finding is contrary to the decision 
of the United States Supreme Court in Corona Cord Tire 
Company v. Dovan Chemical Corporation, 276 U. S. 358, 
383, and which composition of matter was completely com¬ 
posed by the senior party, Jensen, prior to the date of con¬ 
ception awarded to the junior party herein. 

7. 

In finding that the prosecution by the junior party of an 
application for patent and which application is insufficient 
to support the counts in interference, constitutes diligence 
from a time prior to the filing of the senior party’s applica- 
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tion until fourteen months thereafter, at which timie the 
application of the junior party in interference was [filed. 

23 8. ! 

In finding that Lorenz exhibit 10 adequately discloses the 
invention of the counts, whereas said exhibit 10 is more ob¬ 
scure and meagre as to the invention of the counts, ttan is 
the Lorenz patent application serial number 403,1171, and 
which application serial number 403,117 was succesjsively 
held to be inadequate and insufl&cient to support or dijsclose 
the invention of the counts. I 

9. I 

In finding that the evidence adduced by the senior! party 
Jensen fails to establish Jensen’s conception and requction 
to practice at a date prior to the filing of the Jensen | appli¬ 
cation. j 

10. I 

In finding that the evidence adduced by the senior party 
Jensen fails to establish Jensen’s conception and reduction 
to practice at a date prior to any date or dates to which the 
junior party Lorenz may be entitled. 

11 . 

In affirming the Examiner of Patent Interference^ in the 
matter of the Examiner of Patent Interferences’ denial of 
Jensen’s motion to amend his preliminary statement. 

12 . 

In affirming the Examiner of Patent Interferences in the 
matter of the Examiner of Interferences’ denial of Jen¬ 
sen’s motion to strike testimony of the junior party, Lorenz. 

24 13. I 

In failing to recognize the rule of law that the biirden of 
proof is upon the junior party Lorenz, whereas th^ Patent 
Office officials have indicated in their respective qpinions, 
that the burden is otherwise, and in which regard, thje Board 
of Appeals referred to an earlier filed application of the 
junior party Lorenz, previously referred to as being insuf¬ 
ficient to sustain the counts in interference, as bemg part 
of the disclosure of the invention, to wit: “The Lqrenz ap- 
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plication is a continuation in part of a co-pending applica¬ 
tion serial 403117.”, contrary to concurrent decisions of the 
Patent Office Law Examiner and the Patent Office Exam¬ 
iner of Interferences, to the effect that the said Lorenz ap¬ 
plication serial 403117, is inadequate to sustain the counts 
in interference. 

14. 

In deciding this cause contrary to the law and against 
the clear import of the evidence. 

Respectfully, 

JOHN JENSEN 

' By MURRAY AND ZUGELTER 

Attorneys 

3/14/36 

A copy of this Notice of Appeal has been mailed to coun¬ 
sel for Lorenz. 

FLZ:LB 3/10/36 

25 Man Division Mar 20 1936 U. S. Patent Office 

Board of Appeals Mar 2 1936 U. S. Patent Office 
Docket Division Mar 21 1936 U. S. Patent Office 

Intf. No. 63598 Paper No. 141 

In the United States Patent Office, 

Before the Board of Appeals 

Patent Interference No. 63598 

John Jensen, Appellant, 
vs. 

Anthony J. Lorenz, Appellee, 

Re: Motion for Rehearing, 

Since appellant filed his motion for rehearing, and since 
the filing of objection on the part of Lorenz thereto, there 
has come to counsel’s attention the decision in Harry 
Swan vs. Ralpli E. Thompson, etc., 28 U. S. Pat. Q. 77, de¬ 
cided January 6,1936, by the Court of Customs and Patent 
Appeals. 

Since the issues determined in the above referred to case 
by the Court of Customs and Patent Appeals have direct 
bearing on the reasons which formed the basis for appel¬ 
lant’s motion for rehearing, the attention of the Board is 
respectfully called to the Swan vs. Thompson case. 
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In the referred to case, the Court of Customs and Pat¬ 
ent Appeals considered a similar state of facts as e:dst in 
this case and clearly expounded the controlling legal prin¬ 
ciple which has been brought up and urged by appelljant in 
his motion for rehearing, and the Court decided this] ques¬ 
tion in the same way in which appellant is urging the PBoard 
to decide this case in reconsidering their former deci¬ 
sion. 

26 In the Swan vs. Thompson case. Swan who had 
been denied priority by the Board of Appeals, had 
been the first to make a certain type of razor blade which 
read squarely on the counts in the interference. The Ex¬ 
aminer and the Board held that since there was no proof 
that Swan understood and appreciated the functional rela¬ 
tionship of his razor blade with respect to a cap and guard 
member, that he had not constructively reduced the inven- 
tion to practice. 

‘‘Swan having completed the structure embodying the 
issue of the counts and disclosed it to others and found it 
to be useful for any purpose should not be deprived of the 
benefits flowing therefrom because another entering the 
field later has found that additional beneficial result^ could 
be obtained from it. Weis v. Woodman, 20 C. C. P. A. 
(Patents) 1211, 1218, 65 F. (2d) 274; In re Smith, 17 C. C. 
P. A. (Patents) 644, 36 F. (2d) 302. The law in this lespect 
is quite analogous to that declared in numerous cases to the 
effect that one cannot claim a patentable monoply for an old 
process because with it he has been enabled to produce a 
new article. Brown et al. v. Piper, 91 U. S. 37; Lovell Man¬ 
ufacturing Co. V. Cary, 147 U. S. 623; Arlington Mfg. Co. v. 
Celluloid Co., 97 Fed. 91; In re Braselton, 51 App.| D. C. 
31, 273 Fed. 759. The courts have frequently stated!that a 
patentee is entitled to make every use of which his paltent is 
susceptible whether this use was known or unknown 1:o him. 
In re Downs et al., 18 C. C. P. A., (Patents) 803, 807, 45 F. 
(2d) 251; In re Metzger, 18 C. C. P. A. (Patents) 808, 811, 
45 F. (2d) 918; Braren v. Horner, 18 C. C. P. A. (Patents) 
971, 982, 47 F. (2d) 358; In re Abrahamsen, 21 C. C. P. A. 
(Patents) 828, 831, 68 F. (2d) 569.’’ 

In the objections to the setting down of the motion for 
rehearing Jensen states under Ground (1): 

“* * * in accordance with well established ir^terfer- 

ence practice, Lorenz was entitled to an award of j^riority 
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even conceding Jensen to be the first to constructively re¬ 
duce the invention in issue to practice. ’ ’ 

In appellant’s motion, the facts stated therein are, con¬ 
trary to the unauthenticated denial of appellee, 

27 drawn verbatim from the opinion of the Board of 
Appeals. The date of the constructive reduction to 

practice of Jensen, without complete appreciation of all the 
functions of his improvement, is stated to be June 2nd, 
1928. The proof of conception credited to Lorenz is stated 
to be the Lorenz Exhibit 10, dated October 15th, 1929. Thus 
the reduction to practice of Jensen was 17 months before 
Lorenz’ conception even admitting, for the purpose of ar¬ 
gument, that the various mismatched papers forming Lor¬ 
enz Exhibit 10 constituted an original document. 

Had Lorenz conceived the invention prior to the reduction 
to practice of Jensen, the circumstances would of course, 
be different, and there might be some point to a discussion 
of whether or not Lorenz’ activities constituted diligence. 

Lorenz states that the Board did not decide that Jen¬ 
sen’s reduction to practice was inadmissible as a controlling 
date because there was no proof that Jensen’s composition 
was understood by Jensen to have dermatological proper¬ 
ties. This is exactly what the Board stated. Each refer¬ 
ence by the Bo^rd admits the manufacture of the vitamin 
D containing preparation, but discounts this evidence be¬ 
cause of what if considered was also necessary namely, that 
further proof was required to show knowledge by Jensen 
of the dermatological properties of his composition. 

Thus we have in the opinion the following from page 6: 

‘‘Also, Frederick A. King, a druggist, testified that he 
made a shampoo with Oscodal tablets on June 3, 

28 1928, at the suggestion of W. E. Groniger, a friend of 
Jensen’s whom he saw on June 2, 1928, at the wed¬ 
ding of a friend of Jensen’s. He said that Groniger told 
him that Jensen was trying to get a patent on that material 
and that after a few days he sent the mixture to Groniger 
at Cincinnati, Ohio. Groniger testified that he used this 
specimen but did not say he was satisfied with it or what 
were the results. 

Another witness, A. W. Neally, testified that about No¬ 
vember 1,1928, Jensen showed him some preparations sup¬ 
posed to have been made in accordance with Jensen’s idea 
containing vitamin D. Neally took a sample of the cold 
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cream home, which he experimented with but he ga^e no 
statement as to the results.'*^ | 

The appellee on page 3 of his Memorandum, states i 

‘‘The question is: did Jensen know prior to the filing of 
his application for patent, that his soap possessed beneficial 
dermatological properties. ’ ’ 

Thus appellee acknowledges that Jensen had mad^ “his 
soapbut questions his knowledge of an appreciation bf the 
beneficial dermatological properties. 

That concisely is the chief grounds for appellant’s Mo¬ 
tion for Eehearing, viz., that it was not necessary foi* Jen¬ 
sen to have appreciated all the advantages of his coipposi- 
tion as long as his record clearly shows that he made ^uch a 
composition and as long as there is adequate proof thalt such 
a composition as he made is effective because of its benefi¬ 
cial dermatological properties. 

Thus all the facts on which appellant bases its potion 
for reconsideration, are the very facts on which the jBoard 
rendered its decision. They are admitted by Appellee, ad¬ 
mitted by the Board and the only point in issue is whether 
the Board did not overlook the legal principle which should 
properly control its award. | 

A copy of this Memorandum has been maped to 

29 Counsel for Appellee. 

Respectfully submitted, 

JOHN JENSEN, I 

By MURRAY AND ZUGEUTER 

Counsel for Jensen, 

30 Appeal No. 15,203 Paper No. 142 Decision. 

U. S. Patent Office Board of Appeals Mar 24 1936 
Mailed 

Appeal No. 15,203 MMS 

In the United States Patent Office 

Before the Board of Appeals 
Loeenz vs. Jensen 

I 

Patent Interference No. 63,598 between the appfication 
of Anthony J. Lorenz, filed June 18, 1931, Serial No. 545,- 
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367; and the application of John Jensen, filed April 21,1930, 
Serial No. 446,175. Irradiated Soap Preparation. 


Mr. Charles W. Hills for Lorenz. 
Messrs. Murray & Zugelter for Jense. 


Petition for Rehearing 

The party Jehsen has filed a petition for reconsideration 
and rehearing of the decision dated January 31,1936. It is 
argued that the result of the decision is to award priority 
to the first man to make a written description instead of the 
man who first reduced it to practice and that the result of 
the decision is also to place the invention as between the 
parties upon the understanding of the full beneficial effects 
of the use of the invention rather than upon the invention 
itself, not coupled up with proven knowledge of the full 
beneficial effect. 

31 It was pointed out in the decision that we were 
unable to' find in the testimony anything establishing 
a reduction to practice by Jensen. The petition appears to 
be based on the theory that the party Jensen proved reduc¬ 
tion to practice. It is essential to a proof of a reduction 
to practice that the applicant shall have proved actual use 
of the invention and a successful testing in order to estab¬ 
lish its utility. As pointed out in our decision, the party 
Jensen’s testimony failed to establish any successful use of 
his alleged composition and therefore it was held that re¬ 
duction to practice thereof had not been established. 

In the case of Swan vs. Thompson et al, 28 U. S. Pat Q. 
77 called to attention by petitioner, in the quotation there¬ 
from the Court states in substance, that Swan having com¬ 
pleted the structure embodying the issue of the counts and 
disclosed it to others and found it to be useful for any 
purpose, should not be deprived of the benefits flowing 
therefrom because another entering the field later has found 
that additional beneficial results could be obtained from it. 

In the testimony in this case there does not appear to be 
any conclusive showing that Jensen completed the struc¬ 
ture and found it to be useful for any purpose prior to the 
conception date awarded the party Lorenz, October 15,1929. 
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We were unable to find that Jensen successful!;^ used 
this composition comprising a soap for any purpose even 
the beneficial effect of curing or preventing rickets, 

32 therefore it does not appear that the doctrine of the 
case of Swan vs. Thompson et al in any way ccnfiicts 

with our decision in this case. 

The position of the party Jensen appears to be a disagree¬ 
ment with our findings on the previous arguments and rea¬ 
sons which we have already considered and for which appli¬ 
cant furnishes no reason which convinces us that our deci¬ 
sion was incorrect. 

For the reasons indicated the petition is denied. 

(Third member absent on account of illness.) 

BOARD OF APPEALS 
Assistant Commissioner 
EUGENE LANDERS [ 

Examiner-in-Chief \ 

E. T. MORGAN. 

Examiner-in-C hief 

March 24, 1936 

33 F-EEG 

Letter No. 

Department of Commerce 

United States Patent Office 
Washington 

March 27,1936. 

In re Interference of 

Loeenz 

vs. 

Jensen 

Interference No. 63,598. 

Messrs. Murray and Zugelter, | 

1101 First National Bank Bldg., 1 

Cincinnati, Ohio. j 

Gentlemen: I 

Receipt is acknowledged of the appeal filed by Jensen, 
under date of March 16, 1936, to the United States Court 
of Customs and Patent Appeals. 
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A praecipe of 'the necessary papers that yon may select 
to be included in the transcript should be filed and a copy 
served upon the appellee. 

The order for the transcript should be filed promptly in 
order to give the Manuscript Division ample time within 
which to complete the certified transcript. 

In case the parties cannot agree as to the papers to be 
included, their remedy is provided by the Court rules for 
diminution. 

Very respectfully, 

' J. A. BREAKLEY 

' Chief Clerk, 

per F. 

Copy to: 

Charles W. Hills (for Lorenz), 

1414 Monadnock Block, 

Chicago, lU. 

S4 Letter No. 144 

Address only 

The Commissioner of Patents 
Washington, D. C. 

EEG 

Department of Commerce 
United States Patent Office 
Washington 

April 10,1936. 

In the matter of the Interference of 

Lorenz 


vs. 


Jensen 

Interference No. 63,598. 


Sir: 

Riordon and Riordon, of National Press Bldg., Washing¬ 
ton, D. C., have been appointed associate attorneys for 
Murray and Zugelter in the above entitled interference but 
dU correspondence for the party Jensen will be addressed to 
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said Murray and Zugelter, 1101 First National Bank 
Cincinnati, Ohio. 

Very respectfully, 

J. A. BREAELEY 

Chief Cle^rk, 
per 

Anthony J. Lorenz, 
c/o Charles W. Hills, 

1414 Monadnock Block, 

Chicago, Ill. 

35 Mail Division May 7 1936 U. S. Patent Office 

63598Ul45 

In the United States Patent Office 
Before the Board of Appeals 
Appeal No. 15203 

Docket Division May 8 1936 U. S. Patent Office 


Patent Interference No. 63598 
John Jensen, Appellant 


V. 


Anthony J. Lorenz, Appellee 
Motion for Extension of Time 


\ 

The party Jensen moves that the time be extended jwithin 
which a praecipe may be filed and within which thd tran¬ 
script may be completed in connection with this cause. In 
this regard, attention is respectfully directed to the official 
letter of March 27,1936. 

A copy of this motion has been sent by registered mail to 
Charles W. Hills, Chicago, Illinois, counsel for Lorenz. 

Respectfully, I 

MTJERAY AND ZUGELTEeI 

Counsel for Je^en 


FLZiB 
Cmcinnati, Ohio, 
May 6,1936. 
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36 Letter No. 

63598—146 

Address only 

The Commissioner of Patents 
Washington, D. C. 

F-EEG 

Department of Commerce 
United States Patent Office 
Washington 

* May 9,1936. 

hi re Interference of 

Lokenz 


vs. 

Jensen 

Interference No. 63,598. 

Messrs. Murray and Zugelter, 

1101 First National Bank Bldg., 

Cincinnati, Ohio. 

Gentlemen: 

Referring to your motion for extension of time within 
which to file a praecipe in re appeal to the United States 
Court of Customs and Patent Appeals in the above men¬ 
tioned interference, you are advised that the notice of ap¬ 
peal to the Court is dated March 16, 1936. 

Computing the time from March 16, 1936, exclusive of 
Sundays and legal holidays, (rule 149), the time for filing 
the transcript in Court expired on May 1st, 1936; conse¬ 
quently, the request was received late, (see in re Sherbondy, 
387 0. G., 968). 

A petition fbr rehearing does not necessarily extend the 
limit of appeal, (see Nulty vs. Cutler, 126 O. G., 389). 

Very respectfully, 

J. A. BREARLEY 
Chief Clerk, 
per F. 
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37 Docket Division May 11 1936 U. S. Patent Ofl^ce 

Interference No. 63,598 
John Jensen 
vs. 

Anthony J. Lobenz 

Opposition hy Lorens to Jensen^s Motion for Extensi\)n of 

Time 

Hon. Commissioner of Patents— 

The party Jensen has moved to extend the time vithin 
which a praecipe may be filed and within which the tran¬ 
script may be completed in connection with this cause. 

This motion is opposed by the party Lorenz on the gi|ound 
that it is not accompanied by any showing of the reasons 
for the delay in filing a praecipe of the necessary papers 
to be included in the transcript and in filing the orddr for 
the preparation of the transcript. No copy has as yetj been 
served upon the party Lorenz, or his attorneys, of the 
praecipe that the party Jensen intends to file. 

The setting down of this motion for hearing is further 
opposed on the ground that the motion is not certified to 
by the applicant Jensen, or by an attorney of record in his 
behalf, that the motion is not interposed for purpose bf de¬ 
lay and that it is believed to be well founded in la\l and 
fact, as required by amended Rule 153 of the Rules of |Prac- 
tice. 

A copy of this opposition has been sent by registered 
mail to Murray & Zugelter, counsel for Jensen. 

Respectfully submitted, 

ANTHONY J. LORENZ, 

By CHARLES W. HILLS 


His Attorneys 


Chicago, HI. 
May 9,1936 
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38 Letter No. 

Address only 

The Commissioner of Patents 
Washington, D. C. 

F-EEG 

Department of Commerce 

United States Patent Office 
Washington 

May 12, 1936. 

In re Interference of 
Loeenz 
vs. 

Jensen 

Interference No. 63,598. 

Mr. Charles W. Hills, 

1414 Monadnock Block, 

Chicago, lU. 

Dear Mr. Hills: 

The following is a copy of the letter mailed to Murray and 
Zugelter in answer to their motion to extend time for filing 
their transcript in the above mentioned interference: 

‘‘Referring to your motion for extension of time within 
which to file a praecipe in re appeal to the United States 
Court of Customs and Patent Appeals in the above men¬ 
tioned interference, you are advised that the notice of ap¬ 
peal to the Court is dated March 16, 1936. 

Computing the time from March 16, 1936, exclusive of 
Sundays and legal holidays, (rule 149), the time for filing 
the transcript in Court expired on May 1st, 1936; conse¬ 
quently, the request was received late, (see in re Sherbondy, 
387 0. G., 968). 

A petition for rehearing does not necessarily extend the 
limit of appeal, (see Nulty vs. Cutler, 126 0. G., 389).’’ 

Very respectfully, 

; J. A. BREARLEY 

Chief Clerk, 
per P. 

Copy to: 

Murray and Zugelter, 

1101 First National Bank Bldg., 

CincinnatL Ohio. 
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In the United States Patent Office 
Before the Commissioner of Patents 
Patent Interference No. 63598 
John Jensen 


Anthony J. Lorenz 

Docket Division May 18 1936 U. S. Patent Office 

Motion by the Party Lorenz I 

Now comes the party Lorenz, by his attorney of recojrd, 
and moves that this interference be disposed of the sam^ as 
though no notice of appeal by Jensen had ever been gi\[en. 

The reason for this motion is that the party Jensen 
failed to file his petition of appeal and a certified cop 3 [ of 
the record in this proceeding within 40 days (exclusiv^ of 
Sundays and legal holidays) from the date upon which iaid 
reasons for appeal were ffied with the Commissioner of 
Patents. The motion filed by Jensen for an extension of 
time for filing their transcript in this interference wa^ re¬ 
ceived too late, being dated May 6, 1936, whereas the time 
for filing the petition of appeal and transcript expired on 
May 1,1936. [ 

It is therefore respectfully submitted that this mption 
should be granted and in accordance with Rule XXV Iwith 
regard to appeals from the Patent Office to the U. S. (jourt 
of Customs and Patent Appeals, the Honorable Con[mis- 
sioner should take such further proceedings in the case as 
may be necessary to dispose of the same as though no notice 
of appeal had ever been given by Jensen. 

Very respectfully, I 

CHAELES W. HILLS { 

Attorneys for Lorenz | 

Approved May 19 19^36 Leslie Frazer, Asst. Coipmis- 
sioner of Patents j 

Chicago, ni. j 

May 16,1936 

No objection. 

RIORDON & RIORDON 
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40 In the United States Patent Oflice 

Before the Commissioner of Patents 
Patent Interference No. 63598 
John Jensen 


vs. 

Anthony J. Lorenz 
Affidavit of Service 

Docket Division May 18 1936 U. S. Patent Office 

State of Illinois, 

County of Cook, ss. 

Eben 0. McNair J, first being duly sworn on oath, de¬ 
poses and says that he is employed by The Firm of Charles 
W. Hills, attorneys of record for the party Lorenz in the 
matter of the hbove entitled interference; that he served a 
copy of the foregoing Motion by the Party Lorenz on. 
Murray & Zugelter, First National Bank Bldg., Cincinnati, 
Ohio, attorneys for Jensen, by placing the same in an en¬ 
velope addressed to said attorneys and deposited said en¬ 
velope in the Post Office at Chicago, Illinois, with registry 
and postage fees prepaid, on May 16, 1936, at 12.30 o ’clock 
P.M. 

' EBEN 0. McNAIE J 

Subscribed and sworn to before me, a Notary Public, this 
16th day of May, 1936. 

i EOYAL T. HANSEN 

Notary Public 


(Seal) 
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Letter No. 151 


Address only 

The Commissioner of Patents 
Washington, D. C. 

F-EEG 


Department of Commerce 
United States Patent Office 
Washington 

In re Interference of 
Loeenz 


May 19, 1936. 


Jensen j 

Interference No. 63,598. I 

Motion by Lorenz that proceedings he disposed 0(f, 

Sir: j 

The above motion has been approved by the Assistant 

Commissioner. I 

By direction of the Commissioner; 

Very respectfully, 

J. A. BREAKLEY 
Chief Clerk! 

per F. 

Anthony J. Lorenz, i 

c/o Charles W. Hills, | 

1414 Monadnock Block, 

Chicago, HI. 

John Jensen, 
c/o Murray and Zugelter, 

1101 First National Bank Bldg., 

Chicago, Ill. 
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42 In the United States Patent Office, 

Before the Commissioner of Patents 

Patent Interference No. 63598 
John Jensen 
vs. 

Anthony J. Lorenz 

Docket Division May 23 1936 U. S. Patent Office 
Petition Under Rule 149 

Now comes pdrty Jensen and represents that on or about 
the 12th day of May, 1936, he duly filed in the Supreme 
Court of the District of Columbia, together with his co¬ 
owner of his application for patent, his certain Bill in 
Equity under Sec. 4915, of the Bev. Stat., wherein the op¬ 
posing parties were Lorenz, and Wodlinger, owners jointly, 
of the application for patent of party Lorenz in the above 
entitled interference. A copy of the said Bill of Complaint 
is hereto attached. Party Jensen says further that he did 
issue notice of service in accordance with the statutes in 
such cases made and provided, to said Lorenz and Wod- 
linger, of the filing of the said Bill of Complaint. 

Accordingly party Jensen prays that issue of a patent 
to party Lorenz, and his co-owner Wodlinger, be suspended, 
pending the outcome of the said proceedings under Rev. 
Stat. 4915, his grounds being the following: 

Party Jensen filed notice of appeal in the above entitled 
interference to the Court of Customs and Patent Appeals 
on March 16th, 1936, from the decision of the Board of Ap¬ 
peals dated January 31st, 1936; that thereupon his said 
appeal became pending in accordance with the ruling of 
the case of Bakelite Corp., Weiss and Downs vs. National 
Analine Co., C. C. A. 2nd, decision handed down 

43 April 13th, 1936, that thereafter on or about the 6th 
day of May, 1936, he did file with the Commissioner 

of Patents his certain motion for extension of time to com¬ 
plete his appeal by preparing and filing his record therein, 
that on or about the 9th day of May, 1936, party Lorenz did 
file with the Commissioner his certain opposition to said 
motion, and later on the 17th day of May, 1934, his petition 
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and prayer, that the cause be proceeded with as if no aj^peal 
had been filed, that thereupon with the consent of |)arty 
Jensen the said petition was granted by the Commissioner 
of Patents by order dated May 19th, 1936. j 

Party Jensen states that party Lorenz well kn(^wing 
that time had not expired for filing a Bill in Equity under 
Rev. Stat. 4915, in said interference, in effect by his niotion 
and petition to have the notice of appeal held for naught, 
accomplished the identical end, as if he had in strict pursu¬ 
ance of Rule 149 of the United States Patent Office fil^d his 
notice of election, leaving it to party Jensen either 1|o file 
his Bill in Equity under Rev. Stat. 4915, or that the inter¬ 
ference issues be finally determined against him. 

Party Jensen further says that he so treated the said 
motion of party Lorenz and did promptly upon receipt of 
copy of the opposition of party Lorenz, proceed to file his 
said Bill in Equity, as per the attached copy. j 

Party Jensen, says further that the rule 149 of the 
United States Patent Office contains no provision fojr sus¬ 
pension of issue of patent to the successful interfer^ht ex¬ 
cept in cases where said successful interferant himself 
causes the further proceedings to be carried oja pur- 
44 suant to Rev. Stat. 4915, and that to give substantial 
effect to the rule under the present instance, all that 
it is required to establish is that it was by the volmtary 
act of the successful interferant that the appeal w’as held 
for naught, and the proceedings filed under Revj Stat. 

4915. I 

Accordingly Party Jensen has prayed as aforesaid that 
issue of patent to party Lorenz be withheld pending final 
determination of said proceeding under Rev. Stat. •felfi. 

Respectfully submitted, 

By RIORDON & RIORDON 
Asso. Attorneys for Party Jensen. 
MA*P j 

Copy of foregoing and of attached Bill of Coikplaiiit 
mailed Charles W. Hills, 1414 Monadnock Block, Cmcago, 
Illinois, this 23rd day of May, 1936. | 

EIORDON & EIOED^N 

Associate Attorneys for Jensen 
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45 In the Supreme Court of the District of Columbia, 

Holding an Equity Court 
Equity No. 61423 

John Jensen, 1^2 Wilaray Terrace, Mt. Washington, Cin¬ 
cinnati, Ohio and Mortimer Bye, 2403 Upland Place, 
Cincinnati, Ohio. Plaintiffs. 

vs. 

I 

Anthony J. Lorenz, 2980 Belden Drive, Los Angeles, Cali¬ 
fornia, and 'Mark M. Wodlinger, 930m So. Linden St., 
Highland Park, Illinois, Defendants. 

Bill of Complaint. 

To the Judge of the Supreme Court of the District of 
Columbia: 

John Jensen, 'who is a citizen of the State of Ohio, resid¬ 
ing in the city of Cincinnati in the said State, and Mor¬ 
timer Bye, who is a citizen of the State of Ohio, residing 
in the city of Cincinnati in the said State, bring this their 
biU against Anthony J. Lorenz, who is a citizen of the State 
of California, residing in the city of Los Angeles in the said 
State, and Mark H. Wodlinger, who is a citizen of the State 
of Illinois, residing in the city of Chicago in said State, and 
complain and say: 

1. That the grounds upon which the jurisdiction of this 
Court depends are that the parties defendant are residents 
of different States, and that this suit is in equity under 
Sec. 4915 R.S. of the Patent Laws. 

2. That the plaintiff, John Jensen, one of the interfering 
parties in an interference proceeding declared in the United 
States Patent Office, and being numbered 63,598, was prior 
to April 21, 1930, the first, original and sole inventor of 

the improvements described and claimed in the an- 

46 nexed specification; that he does not know and does 
not believe that the same was ever known or used 

before his invention or discovery thereof, or patented or 
described in any printed publication in any country before 
his invention or discovery thereof, or more than two years 
prior to this application, or in public use or on sale in the 
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United States on an application filed by him or hisj legal 
representatives or assigns more than twelve months!prior 
to this application, and that no application for said inven¬ 
tion has been filed by him or his legal representati^’es or 
assigns in any country foreign to the United States; that 
said application was filed in the United States on April 21, 
1930, and was given serial number 446,175; that profert 
of a duly certified copy of said application is made here¬ 
with ; that it was duly examined by the Primary Examiner, 
and on the 2nd day of April, 1932, the Commissioner of 
Patents adjudged that it interfered with defendant An¬ 
thony J. Lorenz’ application for Letters Patent Serial No. 
545,367, filed June 18th, 1931, that profert of a duly cer¬ 
tified copy is made herewith in respect to the following 
counts of claims, to-wit: j 

Count 1. A new composition of matter for use withi water 
for hygienic purposes, comprising a soap having j incor¬ 
porated therein an anti-rachitic factor having beneficial der¬ 
matological properties, the soap being compatible with the 
anti-rachitic factor to retain and make available suci. prop¬ 
erties upon use. 

Count 2. A new composition of matter for use witl. water 
for hygienic purposes, comprising a soap having incor¬ 
porated therein a sterol activated by means of ultr^ violet 
light and having beneficial dermatological properties, the 
soap being compatible with said activated sterol to! retain 
and make available such properties upon use. | 

Count 3. A new composition of matter for ube with 
47 water for hygienic purposes, comprising a soap hav¬ 
ing incorporated therein an irradiated sterol having 
beneficial dermatological properties, the soap being com¬ 
patible with said irradiated sterol to retain and make avail¬ 
able such properties upon use. j 

Count 4. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incor¬ 
porated therein an activated ergo sterol having beneficial 
dermatological properties, the soap being compatil^le with 
said activated ergosterol to retain and make available such 
properties upon use. 
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Count 5. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incor¬ 
porated therein an irradiated ergosterol having beneficial 
dermatological properties, the soap being compatible with 
said irradiated ergosterol to retain and make available such 
properties upon use. 

3. That plaintiff, John Jensen, has assigned part of said 
invention and application for patent by an instrument in 
writing, to Mortimer Bye, t4ie other party plaintiff to this 
action, and the entire right, title and interest in and to said 
invention and the letters patent to be issued therefor are 
now vested in said plaintiffs, John Jensen and Mortimer 
Bve. 

4. That defendant, Anthony J. Lorenz, has assigned 
part of said invention and application for patent by an 
instrument in writing, to Mark H. Wodlinger, the other 
party defendant to this action. 

5. That the plaintiff John Jensen was the first inventor 
of the two by reason of having first conceived and first re¬ 
duced to practice the invention stated in the above quoted 
claims, and by reason of having first applied for patent 
thereon; and plaintiff, John Jensen is entitled to the award 
of letters patent upon the said claims. 

6. That upon proceedings duly had in accordance with 
the rules of practice of the United States Patent Office, evi¬ 
dence was taken by the respective parties, and the case 
having come on for hearing before the Examiner of Inter¬ 
ferences, and having been duly argued, it was ad- 

48 justed by the Examiner of Interferences that said 
defendant, Anthony J. Lorenz, was the prior in¬ 
ventor of the aforesaid counts. 

7. That upon further proceedings duly had in accor¬ 
dance with the rules of practice of the United States Pat¬ 
ent Office, the plaintiff, John Jensen, appealed from the de¬ 
cision of the Examiner of Interferences to the Board of 
Appeals; that upon evidence and arguments submitted by 
the respective parties, the Board of Appeals affirmed the 
decision of th^ Examiner of Interferences and wrongfully 
awarded priority of said counts to the defendant, Anthony 
J. Lorenz, and wrongfully adjudged that the defendant, 
Anthony J. Lorenz, was the prior inventor thereof. 
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I 

8. That no appeal to the Court of Customs and I^atent 
Appeals is pending, and none has been taken and decid ed by 
that Court. And now, in accordance with the provisions 
of Sec. 4915 R. S., the plaintiffs bring this bill in equity to 
obtain a patent. 

Wherefore, the plaintiffs prays that John Jensen te ad¬ 
judged the first, original and sole inventor of the afoj-esaid 
counts and entitled to receive a patent therefor; an^ that 
this court authorize and order Conway P. Coe, the Coknmis- 
sioner of Patents or his successor in office, to issue the pat¬ 
ent to the plaintiffs for said invention, and that they be 
given judgment for their costs and such other reljef as 
equity may require. 


State of Ohio, 

49 County of Hamilton^ ss: 

John Jensen, being duly sworn, says that he is one of 
the plaintiffs in the foregoing bill of complaint; that he has 
read said bill and knows the contents thereof; that said 
bill is true to his own knowledge and belief. 

JOHN JENSEN 

Sworn to before me this 9th day of May, 1936. 

JOS. P. ZUGELTBR, 
Notary Public, 
Hamilton Co;, Ohio. 

State of Ohio, 

County of Hamilton, ss: 

Mortimer Bye, being duly sworn, says that he is one of 
the plaintiffs in the foregoing bill of complaint; thalJ he has 
read said bill and knows the contents thereof; that ^aid bill 
is true to his own knowledge and belief. 

MORTIMER !bYE 

Sworn to before me this 9th day of May, 1936. 

JOS. F. ZUGELTlER 
Notary Public, 
Hamilton Co. OMo 
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50 Mail Division May 28 1936 U. S. Patent Office 
Docket Division May 28 1936 U. S. Patent Office 

In the United States Patent Office 
Before the Commissioner of Patents 
Interference No. 63,598 

John Jensen 
vs. 

Anthony J. Lorenz 

Lorenz’ Opposition to Jensen*s Petition Under Rule 149 

The party Jensen has served upon the attorneys for the 
party Lorenz a copy of a petition under Rule 149’, accord¬ 
ing to which the party Jensen prays that issuance of a pat¬ 
ent to the party Lorenz, and his co-owner Wodlinger, be 
suspended, pending the outcome of proceedings under Re¬ 
vised Statutes 4915. This petition is opposed for the fol¬ 
lowing reasons: 

In approving the motion brought by the party Lorenz to 
dispose of this interference the same as though notice of 
appeal by Jensen had never been given, the Honorable Com¬ 
missioner of Patents did not, and had no authority to, dis¬ 
miss the appeal taken by Jensen to the Court of Customs 
and Patent Appeals. The effect of the granting of the 
Lorenz motion by the Commissioner was merely to dis¬ 
pose of this interference, the same as though no notice of 
appeal had been given. As a part of such disposition of 
this interference, the Honorable Commissioner of Patents 
has the right to, and is hereby requested to issue the Lorenz 
application into patent. 

The party Jensen contends that the effect of Lorenz’ 
motion to dispose of this interference ‘‘accomplished the 
identical end, as if he had in strict pursuance of Rule 149 
of the United States Patent Office filed his notice of elec¬ 
tion, leaving it to party Jensen either to file his Bill in 
Equity under Rev. Stat. 4915, or that the interference issues 
be finally determined against him.” 

Rule 149 provides that an appeal of the defeated 

51 party to an interference proceeding to the United 
States Court of Customs and Patent Appeals will be 
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dismissed if any adverse party to the interference shall, 
within twenty days after the appellant shall have fil(jd no¬ 
tice of the appeal to the court, file notice with the Commis¬ 
sioner that he elects to have all further proceedings con¬ 
ducted as provided in Sec. 4915 E.S. The party Lorehz did 
not exercise such election, hut voluntarily permitted the 
appeal to the Court of Customs and Patent Appeps to 
stand. Consequently, the appeal to the Court ofj Cus¬ 
toms and Patent Appeals was there by the voluntaW ac¬ 
tion of each of the parties. 

Sec. 4911 (U.S.C., Title 35, Sec. 59a, 35 U.S.C.A. Sec. 


59a) reads: 

‘‘If any applicant is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United States Court 
of Customs and Patent Appeals, in which case he wah es his 
right to proceed under Section 63 (4915 of the Rev. Stat.) 
of this title.’’ 

The party Jensen in his petition admits that under the 
ruling in the case of Bakelite et al vs. National Aniline Co. 
et al, C.C.A. 2nd (copy of which decision is attached here¬ 
to), he did “take an appeal” to the Court of Custonfs and 
Patent Appeals. It is therefore respectfully submitted that 
under the above quoted portion of Sec. 4911, the partV Jen¬ 
sen had waived his right to proceed under Sec. 63 (4915 of 
the Rev. Stat.). I 

As has been already pointed out hereinabove, the | party 
Lorenz, by his motion to dispose of this interferencie, did 
not exercise an election under Rule 149 to have all further 
proceedings conducted as provided in Section 4915 R.S. 
Since, as the party Jensen states in his petition, ther(p is no 
provision for suspension of issue of patent to the success¬ 
ful interferant except in cases where said successful 
52 interferant himself causes the further proce^ings 
to be carried on pursuant to 4915 R.S., and since the 
party Lorenz has not made such election in accordanc^e with 
Rule 149, therefore, the Commissioner of Patents has no 
alternative but to proceed to issue the patent to Loranz. 

The Honorable Commissioner of Patents attention is 
called to the case of Walther v. Vanderveer, Court o^ Cus¬ 
toms and Patent Appeals, 64 Fed. (2d) 540, at pa§:e 541, 
wherein Associate Judge Hatfield held: 
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“Appellant might, had he preferred, instead of appealing 
to this court, have brought a proceeding in equity in the 
District Court. He elected, however, to bring the case here. 
Appellee might have elected to have had all further pro¬ 
ceedings conducted as provided in section 4915, supra. He 
made no such election. Accordingly, the appeal is here by 
the voluntary action of each of the parties, although either 
might have chosen another forum. 

Appellant now seeks, by the dismissal of this appeal with¬ 
out prejudice, to confer upon the District Court jurisdic¬ 
tion to determine the issues attempted to be raised by his 
counterclaim-issues which each of the parties elected to 
present to this court. 

A voluminous record was made before the Patent Office 
tribunals, and a transcript thereof has been prepared and 
filed in this court. 

In the absence of a showing of inadvertence or mistake, 
or other equitable considerations, appelant is not entitled 
to a dismissal of his appeal without prejudice. United 
States V. Minnesota & Northwester Kailroad Co., 18 How. 
241, 15 L. Ed. 347; Donallan v. Tannage Patent Co. 
(C.C.A.) 79 F. 385; 4 C. J. 588, 2400. We find here no such 
equitable consideration. Furthermore, we are of opinion 
that neither the letter nor the spirit of the provisions of 
sections 4911 and 4915, supra, warrant the course suggested 
by appellant. The motion is therefore denied.” 

Also, as held by Circuit Judge Swan in the case of Bake- 
iite Corporation et al vs. National Aniline & Chemical Com¬ 
pany, Inc., above cited: 

“The statute gives an appellant no right to with- 
53 draw his notice of appeal; nor did they purport to. 

Accordingly the appeal is still pending so far as this 
record discloses. Hence no suit could be brought under sec¬ 
tion 63, and the bill was rightly dismissed.” 

In accordance with the rulings in these two cases, the 
Honorable Commissioner of Patents should find that Jen¬ 
sen did take an appeal to the Court of Customs and Patent 
Appeals, th^t he thereby waived his right to proceed under 
Sec. 63 (4915 E.S.), that the party Lorenz did not, under 
Rule 149, elect to have all further proceedings conducted as 
provided in Sec. 4915 B.S., and that therefore a patent to 
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Lorenz on his application involved in this interference 
should be issued forthwith. 

Respectfully submitted, 

CHARLES W. HILL 
Attorneys for Lorenz 

Chicago, m. I 

May 26,1936 j 

A copy of this opposition has been sent to the attorneys 
of record for Jensen, Messrs. Murray & Zugelter. 

54 Mail Division May 28 1936 U. S. Patent Office. 
Docket Division May 28 1936 U. S. Pateht Office 
United States Circuit Court of Appeals 
For the Second Circuit 

Bakelite Cobporation, John M. Weiss and Chabides R. 
Downs, Plaintiff s-A ppellants, 

vs. 

National Aniline & Chemical Company, Inc., 
and Alton D. Punnett, Defendants-Appellees. 
Defendants-Appellees. 

Before: L. Hand, Swan and Augustus N. Hand, Circuit 
Judges. 

Appeal from the District Court of the United Stjates for 
the Southern District of New York. 

From a final decree dismissing the bill of complaint in a 
suit brought under R.S. sec. 4915 (35 USCA sec. 63), the 
plaintiffs appeal. Affirmed. 

t 

Watson, Bristol, Johnson & Leavenworth, Solicitors for 
Appellants; Jos. N. Nielsen, Charles H. Potter an^ Ralph 
E. Parker, of Counsel. j 

Pennie, Davis, Marvin & Edmonds, Solicitors jfor Ap¬ 
pellees; W. Brown Morton, Forbes Silsby and G<Jorge B. 
Campbell, of Counsel. 

Swan, Circuit Judge: 

This is a suit to obtain a patent, and purports tc> be filed 
in conformity with R.S. sec. 4915 as amended (3^ USCA 
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sec. 63). The individual plaintiffs, Weiss and Downs, filed 
an application for Letters Patent. Bakelite Corporation 
is their assignee. The individual defendant Punnett 

55 also filed a patent application, and the corporate de¬ 
fendant is his assignee. These two applications were 

involved in an interference proceeding in the Patent Office 
which resulted in a decision by the board of appeals on 
February’ 13, 1934, awarding priority of invention to Weiss 
and Downs as to claims 1, 2 and 3, and to Punnett as to 
claims 4, 5 and 6. Each party filed with the commissioner 
of patents a notice of appeal and his “reasons of appeal.” 
Thereafter Weiss and Downs filed a notice, as provided in 
section 59a, electing to have further proceedings conducted 
as provided in section 63; that is, by bill in equity. In re¬ 
sponse to their election the commissioner entered an order 
dismissing Punnett’s notice of appeal. Nothing was said 
or done with respect to their own notice of appeal. On 
August 13, 1934 the plaintiffs filed their bill to obtain a 
patent as to claims 4, 5 and 6. The defendants moved to 
dismiss on the ground that the district court lacked juris¬ 
diction because Weiss and Downs had taken an appeal from 
the adverse decision of the Patent Office to the Court of 
Customs and Patent Appeals, where it was still pending. 
The motion was granted, and the correctness of that ruling 
is the sole question presented here. 

It cannot be doubted that the statute, as it now reads, 
means to give alternative remedies to an applicant to whom 
a patent has been refused. He may appeal, “in which case 
he waives his' right to proceed under section 63 of this 
title” (35 use A sec. 59a); or he may have his remedy by 
bill in equity, “unless appeal has been taken from the de¬ 
cision of the board of appeals to the United States Court 
of Customs and Patent Appeals, and such appeal is 

56 pending or has been decided, in which case no action 
may be brought under this section.” (35 USCA sec. 

63). Neither section 59a nor section 63 defines how an ap¬ 
peal is taken, but section 60 provides. 

“When an appeal is taken to the United States Court of 
Customs and Patent Appeals, the appellant shall give no¬ 
tice thereof to the commissioner, and file in the Patent 
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Office, witliin such time as the commissioner shall appoint, 
his reasons of appeal, specifically set forth in writing.” 
We entertain no doubt that this is what section 63 means 
by the phrase ‘‘unless appeal has been taken.” Section 60 
is identical with section 4912 of the Revised Statutes except 
as to the court to which the appeal may be had; and section 
4912 was derived from section 11 of the Act of M^rch 3, 
1839 (5 Stat. 354), which provided that a party “shall have 
a right to appeal * * * by giving notice thereof to thje com¬ 
missioner, and filing in the Patent Office, within sucjh time 
as the commissioner shall appoint his reasons of Appeal, 
specifically set forth in writing, * * *” This statute was 
construed in Greenough v. Clark, 10 Fed. Cas. No. 5,784 (C. 
C.D.C.) where Judge Morsell said: j 

“From a careful examination of the provisions bf this 
statute, I am satisfied that the filing of the reasons! of ap¬ 
peal must be considered as essentially the appeal! itself; 


* * * > > 


In the subsequent reenactment of the statute, substantially 
in the same form, the prior judicial construction, although 
rendered by an inferior court, is at least persuasive indica¬ 
tion of the interpretation adopted by Congress, j Becker 
V. Central Chain Co., 273 F. 419, 433 (C.C.A. 1); 
Central Paper Co. v. Southwick, 56 F. (2d) 593, p96 (C. 
C.A. 6); The Devonshire, 13 F. 39, 42 (C.C. Ore.) i Trum¬ 
bull Steel Co. V. Routzahn, 292 F. 1009, 1010 (N. DJ Ohio); 
cf. Rea V. Keller, 112 So. 211, 212 (Ala.); Citizens’ jTrust & 
Savings Bank of South Bend v. Fletcher American 
57 Co., 192 N.E. 451, 452 (Ind.); Texas Fidelity & 
Bonding Co. v. City of Austin, 246 S.W. 1026, 1028 
(Tex.). Moreover, this construction finds support in the 
analogy of an appeal from a district court to a circrlit court 
of appeals; such an appeal is “taken” when the njotice of 
appeal with assignment of errors is filed in the couift below. 
See In re Foster Construction Corp., 49 F. (2d) 2l3, 214 
(C.C.A. 2). 

The defendants rely upon the Rules of the Court of Cus¬ 
toms and Patent Appeals applicable to appeals from the 
Patent Office. Rule XXV requires a party desiring to ap¬ 
peal to file with the clerk a petition showing compliajnce with 
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sections 60 and 61 of the statute and praying that his appeal 
may be heard for the reasons assigned therefor to the com¬ 
missioner; he must also file a certified copy of the record; 
and Rule V requires the payment of a docket fee. In our 
opinion these rules have to do with perfecting the record’ 
on appeal like our own rules 13 and 14, rather than with 
what constitutes taking an appeal within the meaning of 
section 63. None of the cases cited with respect to the rules 
has held the contrary. Schmidt v. Tait, 42 App. D.C. 227; 
In re Hitchcockj 47 App. D.C. 251; In re Sherbondy, 35 F. 
(2d) 71 (C.C. P.A.); Nelson v. Berry, 59 F. (2d) 351 (C.C. 
P.A.). If we were concerned only with the rules of another 
court, we might be constrained to follow even dicta of that 
court, but in construing the statute we may exercise our 
own judgment. For the reasons already given we are con¬ 
vinced that an appeal was “taken’’. 

We are also convinced that such appeal was pending and 
had not been decided. Section 59a provides that an adverse 
party to an interference may, within twenty days 
58 after the appellant has filed notice of appeal accord¬ 
ing to section 60, file notice with the commissioner 
that he elects to have all further proceedings conducted as 
provided in section 63; thereupon the appellant must file 
his bill in equity within thirty days, and in default thereof 
the decision appealed from shall govern the further pro¬ 
ceedings in the case. The notice of election filed by Weiss 
and Downs affected only the Punnett notice of appeal. They 
were not an “adverse party” to their own notice of appeal. 
The statute gives an appellant no right to withdraw his no¬ 
tice of appeal; nor did they purport to. Accordingly the 
appeal is still pending so far as this record discloses. Hence 
no suit could be brought under section 63, and the bill was 
rightly dismissed. 

Decree affirmed. 

(Here follow photostats marked pages 59, 60, 61, 62, 63, 
and 64.) 
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65 Order for Bill of Particulars 

Filed June 9,1936 

• «•**•«* 

On motion for Bill of Particulars presented by defen¬ 
dants on June 8,1936, it is this 9tb day of June, 1936,1 
Ordered, that the plaintiffs forthwith file herein theiij Bill 
of Particulars as prayed for in said motion. j 

0 E LUHEIl^G 
Justice, 

Bill of Particulars hy Plaintiff 

Filed June 9,1936 i 


Now comes the plaintiffs and for answer to the Mption 
for Bill of Particulars says that all of the papers filed in the 
United States Patent Office in Interference 63598 appear in 
Exhibit A, attached to the Motion for Bill of Particulars, 
which papers were filed in said proceeding following the 
decision of the Board of Appeals in said interference 
The above constitutes an answer to each of the pa^rticu- 
lars propounded. | 

JENSEN and BYE j 
CHARLES E. EIORDpN 
By MARSTON ALLEN 
Attorney for Plaintiffs. 

66 Motion to Dismiss Bill of Complahvt 

Filed June 9 1936 I 


To the Judge of the Supreme Court of the District (|f 
Columbia: | 

Now come the defendants, Anthony J. Lorenz and jMark 
H. Wodlinger, by their attorneys, and move as follows: 

1. That the bill of complaint herein be dismissed for lack 
of jurisdiction; and 

2. That the time for the filing of defendants’ answer be 

suspended pending the decision of the Court on the forego¬ 
ing motion to dismiss the bill. | 
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In support of defendants motion to dismiss, the follow¬ 
ing grounds are respectfully submitted: 

On January 31,1936, the Board of Appeals of the Patent 
Office handed down a decision in Interference No. 63,598, 
between Jensen, a plaintiff herein, and Lorenz, a defen¬ 
dant herein, awarding priority to the party Lorenz. On 
March 16, 1936, the party Jensen gave notice to the Com¬ 
missioner of Patents of his intention to appeal to the Court 
of Customs and Patent Appeals, in accordance with Rule 
149 of the Rules of Practice of the United States Patent 
Office. The party Lorenz did not exercise the election sub¬ 
mitted by said Rule 149 to have all further proceedings con¬ 
ducted as provided in Section 4915 R. S. Hence the appeal 
brought by the party Jensen to the Court of Customs and 
Patent Appeals is still pending. 

Under the foregoing set of facts, it is respectfully sub¬ 
mitted that the party Jensen, in accordance with Section 
4911 (U. S. C. Title 35 sec. 59a, 35 U. S. C. A. sec. 
67 59a), has waived his right to proceed under 4915 

R. S. and this bill, purporting to be brought under 
4915 R. S., should therefore be forthwith dismissed. 

Furthermore, in accordance with the ruling laid down in 
the case of Bakelite et al v. National Aniline Co. et al, C. C. 
A. 2nd (decision handed down April 13, 1936 and not yet 
reported), the appeal to the Court of Customs and Patent 
Appeals filed by the party Jensen is still pending, and hence 
the plaintiffs herein are estopped to bring this bill under 
4915 R. S., and this Court is without jurisdiction of the 
cause. 

It is respectfully requested that this motion be set for 
hearing by this Honorable Court on June 8,1936, or as soon 
thereafter as tnay please the Court, in accordance with the 
notice attached hereto. 

ANTHONY J. LORENZ and 
MARK H. WODLINGER, 

By THOMAS J MacKAVANAGH 
' Their Attorneys 

CHARLES W HILLS 
B H SHERMAN 

Of Counsel 
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Notice I 

« * « • * • *|« 

Now come the defendants, Anthony J. Lorenz and ]^ark 

H. Wodlinger, by their attorneys, and give notice td the 
plaintiffs of the filing of their motion to dismiss the bill of 
complaint herein, filed of even date herewith, and of their 
request to this Honorable Court to have said motion to dis¬ 
miss set down for hearing on June 8th, or as soon 
68 thereafter as may please this Court. 

ANTHONY J. LORENZ and | 
MARK H. WODLINGER, I 

By THOMAS J MacKAVANAto 

Their Attorneys 

CHARLES W HILLS 
B H SHERMAN 
Of Counsel 

Dated: June 1st 1936. 

Affidavit of Service 

City of Washington, 

District of Columbia, ss: 

S. B. Emerson, being duly sworn upon oath, doth depose 
and say: that she served copies of the attached papejrs, to 
wit: I 

♦ ^ I 

Motion to Dismiss Bill of Complaint 
Notice to set said motion down for hearing, 
upon the plaintiffs herein by placing the same in an (mvel- 
ope properly addressed to plaintiffs’ attorney. Charges E. 
Riordon, National Press Bldg., Washington, D. C., aiid de¬ 
positing the same in the Post Office at Washington, p. C., 
with proper postage and registry fees prepaid, on the 1st 
day of June, 1936. I 

S B EMERSON | 

Subscribed and sworn to before me, a Notary Publit, this 
1st day of June, 1936. 

FANNIE ALLISON KRAMER 
(Notarial Seal) Notary Public 
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69 Answer to Facts Stated in Motion to Dismiss 

BUI of Complaint 

Filed June 9,1936 

Now come the plaintiffs and for answer to the facts stated 
in the “Motion to dismiss Bill of Complaint’’ filed by the 
defendants, and treating the same as an answer to the said 
Bill of Complaint, say:— 

1. They admit that on January 31,1936, the Board of Ap¬ 
peals of the Patent Office handed down a decision in inter¬ 
ference No. 63598 between the parties hereto, awarding 
priority to party Lorenz, and that on March 16, 1936, party 
Jensen gave notice to the Commissioner of Patents of his 
intention to appeal to the Court of Custom & Patent Ap¬ 
peals. The plaintiffs deny the other facts set forth in the 
said “Motion to dismiss Bill of Complaint” of the defen¬ 
dants, and say further 

2. That in accordance with Eule 149 of the United States 
Patent Office, it i was the duty of the plaintiffs to perfect 
their appeal by having prepared and filed a record of the 
proceedings aforesaid, and that within the time set forth 
by the said rule, to-wit: 40 days from the filing of notice of 
appeal that they failed to* obtain any extensions or to per¬ 
fect their said record, and thereupon, to-wit, on the 6th day 
of May, 1936, plaintiffs did file their motion in the United 
States Patent Office praying the Commissioner of Patents to 
extend the time to them for perfecting their appeal, and 
thereupon in addition to other motions, the defendants did 
file in behalf of said party Lorenz, in said interference, their 
certain motion to have the Commissioner consider the ap¬ 
peal as at an end and to proceed as if no notice of appeal 

had been filed, which motion was duly granted by the 

70 Commissioner, by an order dated May 19, 1936. 

3. Plaintiffs say that their right to file suit under 
4915 exists under three sets of facts: (a) if they elected to 
do so in the first place, following the decision of the Board 
of Appeals aforesaid; (b) if, having filed their notice of ap¬ 
peal, as was done, the defendants elected to have the cause 
proceed under Rev. Stat. 4915; (c) if, having filed their no¬ 
tice of appeal, said appeal was, in the words of the said 
statute, neither “pending nor decided” at the time the bill 
was filed under said Rev. Stat. 4915 (See also U. S. C. A. 


ANTHONY J. LOBENZ AND MARK H. WODLINGEB. 


57 


Title 35, Sec. 63, as amended Mar. 2nd, 1927 and Mar. 2nd, 
1929), and plaintiffs say that when they filed their Bill of 
Complaint in this cause, by virtue of the latter holding of 
the Commissioner of Patents that the proceedings 'yrere as 
if no notice of appeal had been filed, the appeal was no 
longer pending, nor was it decided, wherefore the filing of 
their Bill of Complaint was duly authorized by the said 
Rev. Stat. 4915 (Title 35, Sec. 63 TJ. S. C. A.). 

4. Plaintiffs say that in accordance with Rule XXY of 
the Court of Customs and Patent Appeals, the Cbmmis- 
sioner of Patents was given the right if the time within 
which appeals should be perfected, was exceeded by party 
Jensen, and his attention was called by motion of party 
Lorenz to this fact, to hold that the notice of apjDeal of 
plaintiffs in behalf of party Jensen was no longer in force, 
and that the proceedings were as if no notice of appeal had 
ever been filed. 

Wherefore, the plaintiffs say that the so-called ‘‘Motion 
to dismiss Bill of Complaint’’ of the defendants is n^t good 
in law, and prays the Court to dismiss the same, aid that 
it require of the defendants to answer promptly to 
71 the allegations in the Bill of Complaint. 

Respectfully submitted, 

CHAS. E. RIORDON 
Counsel for Jensen, 

Cincinnati, Ohio, 

June 5th, 1936. 

Copy of foregoing served on counsel for Lorenz et al this 
5th day of June, 1936. 

CHAS. E. RIORDON 
Cownsel for PUf, 


Order Dismissing Bill 
Filed June 30,1936 


This matter coming on to be heard on motion of defen¬ 
dants to dismiss the bill of complaint for lack of jurisdic¬ 
tion as shown on the face of the bill of complaint ind bill 
of particulars filed by plaintiffs pursuant to an ordej of this 
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Court and the Court being advised in the premises, it is 
ordered, adjudged and decreed that the bill of complaint be 
and the same hereby is dismissed for lack of jurisdiction 
and at plaintiffs costs. 

6/30/36. 0 R LUHRING 

Justice 

From the foregoing decree, the plaintiffs, John Jensen 
and Mortimer Bye, in open court on this the 30th day of 
June, 1936, note an appeal to the United States Court of 
Appeals for the District of Columbia, and the Court 
72 fixes the cost bond on said appeal in the sum of 
$100, or in lieu thereof the sum of $50 cash to be de¬ 
posited with the clerk of the Court. 

0 R LUHRING 
Justice 


Memoranda 

JULY 20, 1936 

$50 deposited by Chas. E. Riordon for plaintiff in lieu of 
bond on appeal. 


SEPTEMBER 21, 1936 

Time to file record in United States Court of Appeals for 
the District of Columbia extended from day to day to and 
including November 30, 1936. 


Assignment of Errors 
Filed November 7,1936 

«««***«# 

Now come the appellants (plaintiffs) by their attorneys, 
and say that the Order Dismissing the Bill made and en¬ 
tered on the 30th day of June, 1936, is erroneous and against 
the just rights of the said appellants (plaintiffs), for the 
following reasons: 

1. The court erred in granting Defendants’ Motion to 
Dismiss. 
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2. The court erred in dismissing Appellants’ (Plaiptiffs) 
Bill of Complaint on motion of the Defendants. 

73 MARSTON ALLEN j 

C. RUSSELL RIORDON | 
Attorneys for Plaintiffs\^ 

Service of the above Assignment of Errors acknowledged 
this 16th day of October, 1936. j 

THOMAS J MacKAVANAGH 
Attorney for Defendant^ 


Designation of Record 
Filed July 31, 1936 


The Clerk will please prepare the record on appeal in 
the above-entitled case, and include in the transcript the 
following: 

1. Bill of Complaint. 

2. Motion of Defendants for Bill of Particulars 

3. Documents constituting Exhibit ‘‘A” accomp^anying 
Motion for Particulars 

4. Order for Bill of Particulars by the Court 

5. Bill of Particulars by Plaintiffs 

6. Motion of Defendants to Dismiss Bill of Complaint, 
as Re-filed. 

7. Answer of Plaintiffs to Motion to Dismiss Bill c^f Com¬ 
plaint, as Re-filed. 

8. Order Dismissing the Bill of Complaint and Proceed¬ 
ings Herein, Notation of Appeal, and Order Fixing Bond 
at $100. or cash deposit of $50.00 for costs on appeal. 

9. Memorandum by Clerk of Making by Plaintiffs of 

$50.00 cash deposit on appeal. 

74 10. Assignment of errors. 

11. This designation. i 


MARSTON ALLEN ! 
Attorney for Plaintiffs\ 


CHAS. E. RIORDON 
Of counsel 
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Service of the above designation of record, to which I 
consent, acknowledge this date. 

THOS J MacKAVANAGH 
' Attorney for Defendants, 


75 District Court of the United States for the 

District of Columbia. 

United States of Amebic a, 

District of Columbia, ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 74, both inclusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 61423 in Equity, where¬ 
in John Jensen and Mortimer Bye are Plaintitfs and An¬ 
thony J. Lorenz and Mark H. Wodlinger are Defendants, 
as the same remains upon the files and of record in said 
Court. 

In Testimony Whereof, I hereunto subscribe my name 
and affix the seal of said Court, at the City of Washington 
in said District,' this 12th day of November, 1936. 

‘ C. E. STEWART, 

(Seal) Clerk. 

76 United States Court of Appeals for the District 

of Columbia. 

October Term 1936 
No. 6882 


John Jensen and Mobtimeb Bye, Appellants, 

vs. 

Anthony J. Ijobenz and Mabk H. Wodlingeb, Appellees. 


Appeal from the District Court of the United States for the 

District of Columbia. 
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District Court of the United Sates for the 
District of Columbia. 

No. 62070 in Equity 

John Jensen and Mortimee Bye, Plaintiffs, 


Anthony J. Lorenz and Mark H. Wodlinger, Defen^aMs. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-eiltitled 
cause, to wit:— j 

78 Filed July 30,1936 j 

District Court of the United States for the District of 

Columbia. 

Holding an Equity Court 
Equity No. 62,070 Patents 
John Jensen and Mortimer Bye, Plaintiff^^. 


Anthony J. Lorenz and Mark H. Wodlinger, Defei^ants, 

Bill of Complaint I 

Interference j 

To the Judge of the District Court of the United States 
for the District of Columbia: 

John Jensen, who is a citizen of the State of Ohio,! resid¬ 
ing in the City of Cincinnati in the said State, and Mopimer 
Bye, who is a citizen of the State of Ohio, residing]in the 
City of Cincinnati in the said State, bring this th^ir bill 
against Anthony J. Lorenz, who is a citizen of the State of 
California, residing in the City of Los Angeles in the said 
State, and Mark H. Wodlinger, who is a citizen of tli6 State 
of Illinois, residing in the City of Chicago in said Sta^e, and 
complain and say: I 
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1. That the grounds upon which the jurisdiction of this 
Court depends are that the parties defendant are residents 
of different States, and that this suit is in equity under 
Sec. 4915 E. S. of the Patent Laws. 

2. That the plaintiff, John Jensen, one of the interfering 
parties in an interference proceeding declared in the United 
States Patent Office, and being numbered 63,598, was prior 
to April 21,1930, the first, original and sole inventor of the 

improvements described and claimed in the annexed 

79 specification; that he does not know and does not 
believe that the same was ever known or used before 

his invention or discovery thereof, or patented or described 
in any printed publication in any country before his inven¬ 
tion or discovery thereof, or more than two years prior to 
this application, or in public use or on sale in the United 
States on an application filed by him or his legal represen¬ 
tatives or assigns more than twelve months prior to this 
application, and that no application for said invention has 
been filed by him or his legal representatives or assigns in 
any country foreign to the United States; that said appli¬ 
cation was filed in the United States on April 21, 1930, and 
was given serial number 446,175; that profert of a duly 
certified copy of said application is made herewith; that it 
was duly examined by the Primary Examiner, and on the 
2nd day of April, 1932, the Commissioner of Patents ad¬ 
judged that it ii^terfered with defendant Anthony J. Lorenz’ 
application for Letters Patent Serial No. 545,367, filed June 
18th, 1931, that profert of a duly certified copy is made here¬ 
with in respect to the following counts of claims, to-wit: 

Count 1. A hew composition of matter for use with water 
for hygienic purposes, comprising a soap having incorpor¬ 
ated therein an anti-rachitic factor having beneficial der¬ 
matological properties, the soap being compatible with the 
anti-rachitic factor to retain and make available such prop¬ 
erties upon use. 

Count 2. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incorpor¬ 
ated therein a sterol activated by means of ultra violet light 
and having beneficial dermatological properties, the soap 
being compatible with said activated sterol to retain and 
make available such properties upon use. 

Count 3. A new composition of matter for use 

80 with water for hygienic purposes, comprising a soap 
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having incorporated therein an irradiated sterol hav¬ 
ing beneficial dermatological properties, the soap being 
compatible with said irradiated sterol to retain and make 
available such properties upon use. 

Count 4. A new composition of matter for use with |water 
for hygienic purposes, comprising a soap having incor¬ 
porated therein an activated ergosterol having beneficial 
dermatological properties, the soap being compatibhj with 
said activated ergosterol to retain and make available such 
properties upon use. 

Count 5. A new composition of matter for use with water 
for hygienic purposes, comprising a soap having incor¬ 
porated therein an irradiated ergosterol having beneficial 
dermatological properties, the soap being compatibly with 
said irradiated ergosterol to retain and make available such 
properties upon use. I 

3. That plaintitf, John Jensen, has assigned part 6f said 
invention and application for patent by an instrunient in 
writing, to Mortimer Bye, the other party plaintiff lo this 
action, and the entire right, title and interest in and i:o said 
invention and the letters patent to be issued therefor are 
now vested in said plaintiffs, John Jensen and Mortimer 
Bye. 

4. That defendant, Anthony J. Lorenz, has assigned part 
of said invention and application for patent by an Jinstru- 
ment in waiting, to Mark H. Wodlinger, the other party 
defendant to this action. 

5. That the plaintiff John Jensen was the first inventor 
of the two by reason of having first conceived and first re¬ 
duced to practice the invention stated in the above Quoted 
claims, and by reason of having first applied for patent 
thereon; and plaintiff, John Jensen is entitled to the award 
of letters patent upon the said claims. 

6. That upon proceedings duly had in accordance 'with the 
rules of practice of the United States Patent Ofi&ce, e'^ddence 
was taken by the respective parties, and the case having 
come on for hearing before the Examiner of Interferences, 

and having been duly argued, it was adjudged by the 
81 Examiner of interferences that said defendant, An¬ 
thony J. Lorenz, was the prior inventor of th^ afore¬ 
said counts. I 

7. That upon further proceedings duly had in accordance 
with the rules of practice of the United States Patent Office, 
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the plaintiff, John Jensen, appealed from the decision of 
the Examiner of Interferences to the Board of Appeals; 
that upon evidence and arguments submitted by the respec¬ 
tive parties, the Board of Appeals affirmed the decision of 
the Examiner of Interferences and wrongfully awarded 
priority of said counts to the defendant, Anthony J. Lorenz, 
and wrongfully adjudged that the defendant, Anthony J. 
Lorenz, was the prior inventor thereof. 

8. That a notice of and reasons for appeal was filed by the 
plaintiffs before the Commissioner of Patents indicating 
intent on the part of the plaintiffs to take and prosecute an 
appeal from the said decision of the Board of Appeals 
dated January 31, 1936, to the Court of Customs and Pat¬ 
ent Appeals, buti that the plaintiffs failed within the time 
set by the rules of the said Court of Customs and Patent 
Appeals to perfect its said appeal by filing same, together 
with a record of the proceedings in the United States Pat¬ 
ent Office, before that Court; that plaintiffs filed with the 
Commissioner of Patents a motion for extension of time to 
perform said acts last noted, but the Commissioner of Pat¬ 
ents refused to extend the time, and thereupon that the de¬ 
fendants herein filed a motion in the United States Patent 
Office in accordance with Rule 25 of the Court of Customs 
and Patent Appeals praying the Commissioner of Patents 
to declare the said interference at an end and to issue let¬ 
ters patent upon the heretofore noted claims to the defen¬ 
dants, and the Commissioner of Patents did on the 19th 
day of May, 1936, grant the said motion and did 
82 declare the said interference at an end; that just 
prior to the said motion, but after the alDOve noted 
refusal to extend time, to-wit on May 12th, 1936, plaintiffs 
filed a like bill to the present bill before this Court, and 
motion was made by the defendants to dismiss the same on 
the ground that the Court had no jurisdiction in the prem¬ 
ises, since the plaintiffs did have an appeal still pending in 
the Court of Customs and Patent Appeals; that plaintiffs 
filed a motion in the United States Patent Office praying the 
Commissioner of Patents among other things, to stay the 
grant of patent containing the above quoted claims to the 
defendants; that subsequently, to-wit on June 30th, 1936, 
this Court did grant the motion of the defendant and did 
dismiss the said bill of complaint of like tenor hereto; that 
subsequently on^ July 7th, 1936, the Commissioner of Pat- 
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ents did refuse to withhold issuance of the letters patent to 
defendants as aforesaid; that the above proceedings show 
that no appeal is pending in the Patent Office or the Oourt 
of Customs and Patent Appeals in the above matter, ^t the 
time of filing of this Bill of Complaint, although at the time 
of filing the former bill of complaint of like tenor, the 
Commissioner of Patents had not as vet allowed defen- 
dants^ motions both declaring the interference at an end, 
and refusing to withhold issue of patent to defendants on 
the theory that there was in effect an appeal pending, al¬ 
though the decision of this Court refusing to accept the 
former bill of complaint was duly brought to the attention 
of the Commissioner of Patents, and hence this Bill of [Com¬ 
plaint is filed, same being within six months of the dhte of 
the decision of the Board of Appeals. Wherefore, in accor¬ 
dance with the provision of Sec. 4915 of the Revised. Sta¬ 
tutes of the United States, the plaintiffs bring this bill in 
equity to obtain a patent. 

WHEREFORE, the plaintiffs pray that Johiji Jen- 

83 sen be adjudged the first, original and sole in\fentor 

of the aforesaid counts and entitled to receive a pat¬ 
ent therefor; and that this court authorize and order Con¬ 
way P. Coe, the Commissioner of Patents or his suc(3essor 
in office, to issue the patent to the plaintiffs for said inven¬ 
tion, and that they be given judgment for their costls and 
such other relief as equity may require. j 

JOHN JENSEN and MORTIMER BYE 

Plaintiffs 

By C. RUSSELL RIORDON j 

Their Attorney, 

a RUSSELL RIORDON 
MARSTON ALLEN 
CHAS. E. RIORDON 

84 District of Columbia, ss: 

C. Russell Riordon, being duly sworn, deposes and says 
that he is one of the attorneys for John Jensen and Mor¬ 
timer Bye, the above named plaintiffs, that he has read the 
foregoing Bill of Complaint and that tike same is tru^ of his 
own knowledge, save as to those matters alleged to be upon 
information and belief, and as to those matters he believes 



66 


JOHN JENSEN AND MOETIMEB BYE VS. 


same to be true; and that John Jensen and Mortimer Bye, 
the plaintiffs are absent from the District of Columbia. 

C. RUSSELL RIORDON 

Subscribed and sworn to before me this 30th day of 
Julv, 1936. 

' ARTHUR P. CYR 

(Seal) ' Notary Public, 

My Commission Expires Nov. 10, 1938 

85 Motion to Dismiss Bill of Complaint 

Filed August 24, 1936 

To the Judge of the District Court of the United States 
for the District of Columbia: 

Now come the defendants, Anthony J. Lorenz and Mark 
H. Wodlinger, by their attorneys, and move as follows: 

1. That the bill of complaint herein be dismissed for lack 
of jurisdiction; 

2. That the action herein is barred because res judicata. 
In support of defendants motion to dismiss, the follow¬ 
ing grounds are respectfully submitted: 

1. On January 31, 1936, the Board of Appeals of the 
Patent Office handed down a decision in Interference No. 
63,598, between Jensen, a plaintiff herein, and Lorenz, a 
defendant herein, awarding priority to the party Lorenz. 
On March 16, 1936, the party Jensen filed with the Com¬ 
missioner of Patents a notice of and reasons for appeal to 
the Court of Customs and Patent Appeals, in accordance 
with Rule 149 of the Rules of Practice in the United States 
Patent Office. The party Lorenz did not exercise the elec¬ 
tion permitted by said Rule 149 to have all further proceed¬ 
ings conducted as provided in Section 4915 R.S. Hence 
the appeal brought by the party Jensen to the Court 

86 of Customs and Patent Appeals is still pending. 

The granting by the Commissioner of Patents of 
Lorenz’ motion in accordance with Rule 25 of the Court of 
Customs and Patent Appeals that said interference be de¬ 
clared at an end, which said motion was approved by the 
Commissioner of Patents on the 19th day of May, 1936, did 
notjmistitutea d ismissal of t he apy ^l taken bv Jensen 
the CourtoTCustoms ancTPafenTrAppeals but merely recos:- 
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nized the fact that the party Jensen had lost his remed;[^ by 
way of appeal to that court. 

Under the foregoing set of facts, it is respectfully sub¬ 
mitted that the party Jensen, in accordance with Section 
4911 (U.S.C.A. Title 35, Sec. 59a, 35 U.S.C.A. Sec. 39a), 
has waived his right to proceed under 4915 R.S. and [this 
bill, purporting to be brought under 4915 R.S., should there¬ 
fore be forthwith dismissed. j 

Furthermore, in accordance with the ruling laid dowfu in 
the case of Bakelite et al v. National Aniline Co. et al C.C-A. 
Second Circuit, 29 U.S.P.Q. Vol. 9, page 381 at page 382, 
the party Jensen did take an appeal to the Court of Cus¬ 
toms and Patent Appeals when he filed notice of and rea¬ 
sons for such appeal with the Commissioner of Patents and 
therefore plaintiffs herein are estopped from bringing this 
bill under 4915 R.S. (U.S.C. Title 35, Secs. 60 and S, 35 
U.S.C.A. Secs. 60 and 63), and this court is without juris¬ 
diction of the cause. 

2. The present action is barred because res judicata. The 
parties are the same, the cause of action the same and 
brought in the same court as the previous suit in Ec[uity 
No. 61,423. As admitted in the bill of complaint, this (fourt 
in the previous suit. Equity No. 61,423, on June 30, 
87 1936, dismissed the previous bill of complaini for 

lack of jurisdiction. The fact, as further set torth 
in the bill of complaint herein, that the Commissioner of 
Patents, at the time of filing the former bill of complaint 
in Equity No. 61,423, had not then allowed defendants mo¬ 
tion under Rule 25 of'the Court of Customs and Patent 
Appeals constitutes no new ground that would justify the 
bringing of the present bill. The present record shov'^s on 
its face the same grounds as were found sufficient by this 
court in the former suit in Equity No. 61,423 for dismissing 
that suit. Consequently the matter here is now res judicata. 

ANTHONY J. LORENZ and 

MARK H. WODLINGER, 

By THOMAS J. MACKAVANAGH 

Their Attorneys. 

BENJ SHERMAN 
Of Counsel. 

Aug 24th, 1936. 
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Stipulation 


Filed August 24, 1936 


It is hereby stipulated by and between the parties hereto, 
by their respective counsel, that the certified copies consti¬ 
tuting Exhibit A filed in this court in Equity 61,423 in an 
action between the same parties as the parties here, con¬ 
stitute true and complete copies of all papers filed in the 
Patent Office, in connection with the counts of said Inter¬ 
ference No. 63,598 subsequent to March 24, 1936, (the date 
of the decision'by the Patent Office Board of Appeals on 
plaintiff Jensen’s request for reconsideration of the Patent 
Office Board of Appeals decision of January 31, 1936) and 
prior to June 6, 1936; and that such papers constituting 
Exhibit A shall be and hereby are admitted into the record 
of the present case the same as though set forth in a bill 
of particulars by plaintiffs herein. 


August 24,1936 

i 

August 24,1936 


ANTHONY J. LORENZ and 
MARK H. WODLINGER 

By THOMAS J MACKAVANAGH 

Their Attorneys 

JOHN JENSEN and MORTIMER BYE, 

By C. RUSSELL RIORDON 

Their Attorneys 


89 Answer to Facts Stated in Motion to Dismiss 

Bill of Complaint 

Filed October 19, 1936 

• ««•*•** 

Now come the plaintiffs and for answer to the facts 
stated in the ‘‘Motion to Dismiss Bill of Complaint” filed 
by the defendants, and treating the same as an answer to 
the said Bill of Complaint, say:— 

1 . 

They admit that on January 31, 1936, the Board of Ap¬ 
peals of the Patent Office handed down a decision in Inter¬ 
ference No. '63,598 between the parties hereto, awarding 
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priority to the party Lorenz, and that on March 16, 1936, 
the party Lorenz gave notice to the Commissioner o| Pat¬ 
ents of his intention to appeal to the Court of CustonJs and 
Patent Appeals. The plaintiffs deny the other facis set 
forth in said ‘‘Motion to Dismiss Bill of Complaint” ^ de¬ 
fendants, and say further: | 

90 That no steps were taken to present an appeal as 
such to the Court of Customs and Patent Apjpeals, 

and that said notice to the Commissioner was merely an 
indication of intent, and was not, in any sense, an appeal 
from the Patent Office, but merely a notice of intent. That 
in accordance with Pule 149 of the U. S. Patent Office, it 
was the duty of the plaintiffs to perfect their appeal, if ap¬ 
peal was actually to be taken, by having prepared and filed 
a record of the proceedings aforesaid, and that within the 
time set forth by said rule to wit, forty days from the filing 
of notice of appeal that they failed to obtain any exteusions, 
or to perfect their said record, and thereupon, to wit, on 
the 6th day of May, 1936, plaintiffs did file their motion in 
the TJ. S. Patent Office praying the Commissioner of Patents 
to extend the time to them for perfecting an appeal, and 
thereupon in addition to other motions, the defendants did 
file in behalf of said party Lorenz, in said interference, a 
certain motion to have the Commissioner consider, and the 
matter noted, and to proceed as if no notice had been filed, 
which notice was duly granted by the Commissioner by an 
Order dated May 19th, 1936. 

Plaintiffs say that their right to file suit under Section 
4915 R. S. exists under three sets of facts, (a) if they elected 
to do so in the first place, following the decision of 

91 the Board of Appeals aforesaid; (b) if having filed 
their notice of appeal, as was done, the defendants 

elected to have the cause proceed under Section 4915 R.S.; 
(c) if having filed their notice of appeal, said appeal was 
in the sense of said Statutes, neither “Pending hot De¬ 
cided” at the time the appeal was filed under said Section 
4915 (See also U. S. C. A. Title 35 Section 63 as amended 
March 2, 1927 and March 2, 1929), and plaintiffs say that 
when they filed their Bill of Complaint in this cause by 
virtue of the latter holding of the Commissioner of Patents, 
that the proceedings were as if no notice of appeal hail been 
filed, the appeal was no longer pending, nor was it decided, 
wherefore the fiPng of the Bill of Complaint wa^ duly 
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authorized by the said Section 4915 R. S. (Title 35, Sec. 
63, U. S. C. A.). 

Plaintiffs say further that on May 23, 1936 the party 
Jensen tiled a Petition to the Commissioner to withhold 
issuance of patent to the party Lorenz pending determina¬ 
tion of suit under Section 4915, which petition was denied 
by Commissioner’s decision dated July 8th, 1936, to the 
effect that issuance would not be withheld, in accordance 
with Section 4911 R. S. Had there been an appeal pending 
and not determined bv the Court of Customs and Patent 
Appeals, under the Statute, issuance of patent to the win¬ 
ning party in an interference must be withheld. 

Plaintiffs say that in accordance with Rule XXV 

92 of the Court of Customs and Patent Appeals, the 
Commissioner of Patents was given the right to, if 

the time within which appeal should be perfected, was ex¬ 
ceeded by the party Jensen, and his attention was called by 
Motion by the Party Lorenz to this fact, to hold that the 
notice of appeal of plaintiffs was no longer in force, and 
that the proceedings were as if no notice of appeal had ever 
been filed. 

The granting by the Commissioner of Patents of Lorenz’ 
motion, in accordance with Rule XXV of the Court of Cus¬ 
toms and Patent Appeals that said interference be de¬ 
clared at an end, which said motion was approved by the 
Commissioner of Patents on May 19, 1936, did not consti¬ 
tute a dismissal of appeal taken by Jensen because Jensen 
had taken no appeal, and the action of the Commissioner of 
Patents recognized the fact that no appeal had been taken, 
and was in no sense an indication that the party Jensen 
had lost his remedy by way of appeal. Nothing was ever 
filed by the party Jensen that could go before the Court of 
Customs and Patent Appeals. 

An applicant, in the Patent Office, imder the Statutes, is 
allowed six mbnths within which to file a Bill in Equity 
under Section 4915 R. S., but if instead of following 

93 that remedy he choses to proceed in the Court of 
Customs and Patent Appeals, he is given but forty 

days from an adverse ruling by the Commissioner of Pat¬ 
ents within which to notify the Commissioner of his intent 
to appeal, and forty days thereafter within which to file or 
“take” his appeal. These periods cannot be extended, al¬ 
though an applicant is permitted to extend his time within 
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which to perfect an appeal, once taken, within the forty 
days. Hence, it has been the practice for years to file a 
notice with the Commissioner of Patents of intent to appeal 
within the first forty day period. Frequently, befol^e the 
appeal has actually been taken, it has been found mojre de¬ 
sirable in such cases to file a Bill in Equity under S^tion 
4915, and this has frequently been done, regardless of the 
Notice to the Commissioner. In such cases the practice 
wdth regard to a notice’ has been to withdraw same, or to do 
nothing further towards taking and perfecting the actual 
appeal, and until recently no question has ever ariser. as to 
a plaintiff’s right to action under Section 4915 E. S. in an 
Equity Court. | 

The case of Bakelite et al vs. National Aniline Cd- et al 
C. C. A., 2nd Circuit, 29 U. S. P. Q. Vol. 9, page S81 at 
Page 382, relied upon by defendants, stated flatly that its 
lack of jurisdiction was due to an appeal whi<^ was 

94 “still pending and undecided”, and would ha^e held 
differently had* it appeared that the appeal \7as no 

longer pending. In the present instance, there is no appeal 
still pending before the Court of Customs and Patem Ap¬ 
peals, since the Commissioner in denying petition !of the 
party Jensen on July 8, 1936 has decided that issuance of 
patent to the party Lorenz would not be withheld, ^nd the 
Patent Office presumably is moving towards issuanc^ of the 
Lorenz patent. The construction given to the Stamte by 
the Second Circuit Court of Apeals is exactly the same as 
is contested for by plaintiffs. The facts are different, but 
if that decision is read, and when the statement is I'eached 
that the appeal was still pending, change the words to read 
that the appeal is not pending, nor is it decided, and the 
outcome sought by plaintiffs will follow naturally, j 

2 . I 

Plaintiffs admit that a cause of action was brought in this 
court in Equity 61,423, and that the parties are thb same, 
and that the Bill of Complaint in that cause was dismissed 
on June 30,1936 for lack of jurisdiction, but denies, pat the 
facts are the same, and that the present action isl barred 
because of res adjudicata. At the time of fifing the 

95 former Bill of Complaint, the Commissioner of Pat¬ 
ents had not then allowed defendant’s Motioju under 

Eule XXV of the Court of Customs and Patent -Appeals, 
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nor liad the Commissioner denied plaintiffs’ Motion to 
withhold issuance of a patent to the party Lorenz, and the 
question of whether or not an appeal had been taken, was 
still pending, and had not been decided by the Court of Cus¬ 
toms and Patent Appeals was at that time moot. The Com¬ 
missioner’s decision refusing to withhold issuance of patent 
to the party Lorenz is dated July 8,1936, and is subsequent 
to the dismissal of the former Bill of Complaint on June 
30th, 1936. Hence, the state of facts has changed since the 
filing of said former Bill of Complaint very definitely, and 
the present Bill is based, at least in part, on a showing that 
there was no appeal “Pending and Undecided” in another 
Court, at the tihae of filing the Bill of Complaint herein. 
Clause 8 of the Bill herein sets forth the different facts 
which could not and were not set out in the former Bill of 
Complaint in Equity 61,423. In other words, the first Bill 
of Complaint was filed too early; because in fact, the Patent 
Office had not disposed of the Notice of Appeal at the date 
that the first Bill of Complaint was filed, and did not dis¬ 
pose of same until after said BiU was dismissed. Thus, the 
issue, as presented by the present Bill of Complaint, is not 
the same as the issue presented by the former one, and 
hence the present matter is not res adjudicata. 

Wherefore, plaintiffs say that the so-called “Mo- 

96 tion to Dismiss the BiU of Complaint” of the Office 
is not good in law and prays the Court to dismiss 

said motion, and require of the defendants to answer 
promptly the aUegations in the BiU of Complaint. 

EespectfuUy submitted, 

C. RUSSELL RIORDON 
Counsel for Jensen, 

Washington, D. C. 

October 19, 1936. 

97 Stipulation 

FUed October 19, 1936 

*»«*•*•••« 

It is hereby stipulated by and between the parties hereto, 
by their respective counsel, that the certified copies of 
Papers Nos. 155 and 156 in the matter of Interference No. 
63,598, Lorenz vs. Jensen, hereto annexed, shaU be and 
hereby are admitted as Plaintiff’s Exhibit No. 1, into the 
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’ I 

record of the present case the same as though set forth m a 
bill of particulars by the plaintiffs herein. | 

JOHN JENSEN AND MORTIMER BYE 

By MARSTON ALLEN 
C. RUSSELL RIORDON 

October 16th, 1936 Their Attorneys, 

ANTHONY J. LORENZ and 
MARK H. WODLINGER 

By THOMAS J MACKAVANAGH 
October 16th, 1936 Their Attorriey 

APPROVED; ! 

JOSEPH W COi 

October , 1936 Ju^ge 

98 Eq. 62070 B 

Ex. No. 1. 

380 

Department of Commerce 
United States Patent Office 
To all persons to whom these presents shall come, GreHing: 

This is to Certify that the annexed is a true copy j from 
the records this office of Papers 155 and 156, in thej mat¬ 
ter of 

Interference Number 63,598, 

Lorenz vs. Jensen, I 

Subject Matter:— j 

Irradiated Soap Preparation. I 

In Testimony Whereof I have hereunto set my hand and 
caused the seal of the Patent Office to be affixed, at the City 
of Washington, this twenty-eighth day of August, pi the 
year of our Lord one thousand nine hundred and thirty-six 
and of the Independence of the United States of Aijnerica 
the one hundred and sixty-first. 

CONWAY P. COE 


Commissioner of Patents. 


Attest: 


D E WILSON 
Chief of Division. 
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99 63598-155 

Mail Division Jul 1 1936 U.S. Patent Office. 
Docket Division July 1-1936 U.S. Patent Office 
In the United States Patent Office 
Before the Commissioner of Patents 
Interference No. 63598 
John Jensen 


vs. 

Anthony J. Lobenz. 

Supplemental Memorandum In Re Lorenz Opposition to 
Jeksen^s Petition Under Rule 149 

The Honorable Commissioner of Patents attention is 
called to the fact that in the case of Jensen et al. v. Lorenz 
et al, in Equity No. 61423, before the Supreme Court of the 
District, that Court, on or about June 26, 1936, granted the 
motion filed by Lorenz to dismiss the Bill of Complaint for 
want of jurisdiction. 

This does not mean, as the party Jensen may contend, 
that his appeal to the Court of Customs and Patent Appeals 
is still pending and that therefore the Honorable Commis¬ 
sioner of Patents is without right to issue a patent to Lorenz 
on his application involved in the above entitled interfer¬ 
ence. The decision of the Supreme Court of the District in 
dismissing Jensen ^s bill under 4915 should, it is submitted, 
be construed as meaning that the bill could not be enter¬ 
tained because Jensen had waived his right to bring the bill 
by reasons of the provisions of Section 59a, U.S.C. Title 
35. This section provides, in the first sentence thereof, that 
if any applicant appeals to the United States Court of Cus¬ 
toms and Patent Appeals he waives his right to proceed in 
equity under Section 63. 

However, even if the Court’s decision in dismissing the 
bill in equity be construed as a holding that the appeal by 
Jensen to the Court of Customs and Patent Appeals is still 
pending, the Honorable Commissioner of Patents should 
nevertheless recognize the right of the party Lorenz to have 
a patent issued to him on his application involved in said 
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interference. Under date of May 19, 1936, the I mo- 

100 tion brought by Lorenz in accordance with feule 
XXV of the United States Court of Customs and pat¬ 
ent Appeals was approved by the Assistant Commissioner. 
Consequently, the party Jensen is without right to proceed 
with his appeal to the Court of Customs and Patent Ap¬ 
peals and the Honorabl’e Commissioner of Patents should, 
in accordance with Rule XXV of the Court of Customs and 
Patent Appeals, take such further proceedings in this i]iter- 
ference as may be necessary to dispose of the same. ! The 
allowance of the Lorenz application would be one such 
‘‘further proceeding’’ within the intended meaning of this 
rule. 

It is therefore respectfully requested that the Lorenz ap¬ 
plication Serial No. 545,367 involved in this interferense be 
passed to allowance. 

Very respectfully, I 

CHARLES W HILLS 
Attorneys for Lorenz 

Chicago, HI. 

June 24, 1936 

A copy of this memorandum has been mailed to Messrs. 
Murray & Zugelter, attorneys for Jensen. 

CHARLES W HILLS 

101 District Court of the United States for the | 

District of Columbia 

In the Supreme Court of the District of Columbia 

Equity No. 61423 

John Jensen alid Mobtimeb Bye, PlaintiffSy 

vs. I 

I 

Anthony J. Lobenz and Mabk H. Wodlingeb, Defendants. 

Order Dismissing Bill | 

This matter coming on to be heard on motion of defen¬ 
dants to dismiss the bill of complaint for lack of jurisdic¬ 
tion as shown on the face of the bill of complaint and bill of 
particulars filed by plaintiffs pursuant to an order of this 
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Court and the Court being advised in the premises, it is or¬ 
dered, adjudged and decreed that the bill of complaint be 
and the same hereby is dismissed for lack of jurisdiction 
and at plaintiffs cost. 

0. E. LUHRING 
Justice 

6/30/36 

Approved as to form by: 


Attorney for Plaintiffs 

From the foregoing decree the plaintiffs, John Jensen 
and Mortimer Bye, in open court on the 30th day of June, 
1936, note an appeal to the United States Court of Appeals 
for the District of Columbia, and the Court fixes the cost 
bond on said appeal in the sum of $100.00 or in lieu thereof 
the sum of $50!00 cash to be deposited with the Clerk of the 
Court. 

0. R. LUHRING 
Justice, 

A true copy. 

Test: 

FRANK E. CUNNINGHAM, Clerh 


H. M.HULL 
Asst, Cleric, 
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102 U. S. Patent Office Commissioner's Office Jnl 8 
1936 Copy mailed 
Address only 

The Commissioner of Patents 
Washington, D. C. I 


63598-^156 


Department of Commerce 


United States Patent Office Washington 


July 8, 1936 


In re Interference No. 63,598, 
Lorenz v. Jensen, 
Irradiated Soap Preparation. 
Petition 

Recorded Vol. 161 P. 1025 


I 

The party Jensen, against whom judgment on jiriority 
was rendered by the examiner of interferences and affirmed 
by the Board of Appeals, petitions that the issuance of a 
patent to the winning party Lorenz be suspended pending 
the outcome of proceedings instituted by petitioneif under 
section 4915 R.S. 

Petitioner, within forty days following the decision of the 
Board of Appeals, filed in this Office, in accordance with 
Rule 149, his notice of appeal to the United States Court 
of Customs and Patent Appeals. Petitioner failed, how¬ 
ever, to file his petition of appeal with the clerk of the 
court within the succeeding period of forty days,! as re¬ 
quired by section 1 of Rule XXV of the court. Afjter this 
second period had expired petitioner moved for aii exten¬ 
sion of the same. This motion was opposed by Lorenz and 
was not granted. Thereupon Lorenz moved that, in accor¬ 
dance with the second paragraph of section 1 of Ruje XXV 
of the court, the interference be disposed of the ^ame as; 
though no notice of appeal had been given. Petitioner then^ 
filed a bill in equity under section 4915 R.S., and asi|s in his; 
petition that the issuance of the patent to Lorenz lj)e with-J: 










I;-: 
fe' ■ 
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held pending final determination of the proceeding in al¬ 
leged accordance with the provisions of section 4911 R.S. 

The statute is very definite in setting forth the conditions 
under which a patent to the winning party in interference 
will be so withheld. One of those conditions is that within 
twenty days after the losing party has filed his notice of 
appeal the winning party in the interference shall have filed 
notice of his election to have all further proceedings con¬ 
ducted in accordance wuth section 4915 R.S. Petitioner con¬ 
tends that Lorenz by his action in opposing petitioner’s 
motion to extend the time for perfecting his appeal to the 
United States Court of Customs and Patent Appeals ac¬ 
complished the same end as he would have by filing the no¬ 
tice of election above referred to, and that his action should 
be construed as equivalent of such notice of election. 

103 This contention can not be sustained. In the first 
place the action of Lorenz in opposing petitioner’s 

motion for extension was not taken within twenty days after 
petitioner had filed his notice of appeal, which period is 
that specified in section 4911 within which the winning party 
must fiile his notice of election to proceed in equity. In the 
second place the opposition filed by Lorenz made no refer¬ 
ence to an election to have the further proceedings in equity, 
but was merely in opposition to the extension sought by pe¬ 
titioner. 

The petition is denied. 

LESLIE FRAZER 
Assistant Commissioner. 

MR. CHARLES W. HILLS, (for Lorenz) 

1414 Monadnock Block, 

Chicago, Illinois. 

MESSRS. MURRAY & ZUGELTER (for Jensen) 

1101 First National Bank Bldg., 

Cincinnati, Ohio. 

104 Order Dismissing Bill 

Filed October 20, 1936 

m * * * * * * * 

This cause coming on to be heard upon Motion of Defen¬ 
dants to dismiss the Bill of Complaint, and on the Exhibits 
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in place of Bill of Particulars, the said motion is hereby 
granted at plaintiffs ’ costs in view of the decision of Justice 
Luhring in cause No. 61,423 in Equity, June 30, 1936,' on a 
similar motion, plaintiffs being by this order enabhid to 
prosecute appeal in this cause together with appeal now 
pending in said cause No. 61,423 in Equity. 

JOSEPH W. col 

Jusiice 

October 20, 1936 [ 

I 

Approved as to form by: j 

C. RUSSELL RIORDON j 

Attorney for Plaintiffs, j 

From the foregoing decree the plaintiffs, John Jensen 
and Mortimer Bye, in open court, on the 20th day of Oc¬ 
tober 1936, note an appeal to the United States Coijirt of 
Appeals for the District of Columbia, and the Courtl fixes 
the cost bond on said appeal in the sum of $100.00, or in 
lieu thereof the sum of $50.00 cash to be deposited wiih the 
Clerk of the Court. j 

JOSEPH W. col 

Justice 


Memorandum 

October 23, 1936 

$50 deposited in lieu of bond on appeal by Riordoni 
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Assignment of Errors 
Filed November 7, 1936 


Now comes the Appellants (Plaintiffs) by their | attor¬ 
neys, and say that the Order Dismissing the Bill made and 
entered on the 20th day of October, 1936, is erroneous and 
against the just rights of said Appellants (Plaintiffs) for 
the following reasons:— I 

(1) The Court erred in granting Defendants’ Mojion to 
Dismiss. I 
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(2) The Court erred in dismissing Appellants’ (Plain¬ 
tiffs) Bill of Complaint on motion of the Defendants. 

MAKSTON ALLEN 
i C. RUSSELL RIORDON 

' Attorneys for Plaintiffs, 

CHAS. E. RIORDON 
Of Counsel, 

Service of the above Assignment of Errors acknowledged 
this 6th day of November, 1936. 

! THOMAS J. MAC KAVANAGH 

' Attorney for Defendants, 

106 Designation of Record 

Filed November 7, 1936 

The Clerk will please prepare the record on appeal in 
the above entitled case and include in the transcript the fol¬ 
lowing :— 

(1) Bill of Complaint. 

(2) Motion of Defendants to Dismiss Bill of Complaint. 

(3) Answer of Plaintiffs to facts set up in Motion to Dis¬ 
miss. 

(4) Stipulation to utilize Defendants’ exhibit A of 
Equity 61,423 as an exhibit herein, and documents consti¬ 
tuting the exhibit. 

(5) Stip. to utilize Plaintiffs’ exhibit No. 1—certified 
copy of papers 155 and 156—^Interference No. 63,598, and 
documents constituting the exhibit. 

(6) Order dismissing Bill of Complaint and proceedings 
herein; notatic^n of Appeal; and order fixing bond at $100.00 
or cash deposit of $50.00 as security for costs on Appeal. 

(7) Memorandum by Clerk of Making by Plaintiffs of 
$50.00 cash deposit on Appeal. 

(8) Assignment of Errors. 

(9) This Designation. 

MARSTON ALLEN 

C. RUSSELL RIORDON 
Attorneys for Plaintiffs, 

CHAS. E. RIORDON 
Of Counsel. 
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Service of the above Designation of Record to wljiich I 
consent, is acknowledged this 6th day of November, 1 1936. 

THOMAS J. MAC KAVA]s|aGH 
Attorney for Defendants, 

107 District Court of the United States for the 

District of Columbia. j 

United States of America, 

District of Columbia, ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 29, both incjlusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which ii made 
part of this transcript, in cause No. 62070 in Equity, 
wherein John Jensen and Mortimer Bye are Plaintips and 
Anthony J. Lorenz and Mark H. Wodlinger are Defendants, 
as the same remains upon the files and of record in said 
Court. I 

In Testimony Whereof, I hereunto subscribe mi name 
and affix the seal of said Court, at the City of Wasnington, 
in said District, this 12th day of November, 1936. | 

C E STEWAlfT, 

(Seal) Clerk 

I 

I 

108 In the United States Court of Appeals for the 

District of Columbia 

Appeal No. 6881 
Appeal No. 6882 

John Jensen and Mortimer Bye, Appellants 

versus j 

Anthony J. Lorenz and Mark H. Wodlinger, Aj^pellees 

Motion to Consolidate 

Now come the appellants, by their attorney, ajid move 
that the above entitled appeals be consolidated land the 
Transcripts for the two appeals be printed as onel and the 
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two cases heard at the same time, and that the time for es¬ 
timating cost of printing be postponed until after action on 
this motion. 

The same identical question of law is involved in the two 
cases. 

JENSEN AND BYE, 

I Appellants 

By CHAS. E. RIORDON 

Attorney 

Motion granted. See minutes of Nov. 20, 1936. 

Attached hereto is a stipulation embodying the consent 
and agreement of attorney for Lorenz and Wodlinger. 

109 In the District Court of the United States for 

the District of Columbia 

Equity No. 62,070. 

John Jensen and Mortimer Bye, Plaintiffs 

vs. 

Anthony J. Lorenz and Mark H. Wodlinger, Defendants 

Stipulation 

In the above entitled matter, it is hereby stipulated and 
agreed, by and with the consent of the Court, that one tran¬ 
script embodying the papers for the record necessary in 
Jensen vs. Lorenz, Equity No. 61,423, and the papers neces¬ 
sary for the record in Jensen vs. Lorenz, Equity No. 
62,070, may be prepared and filed in the U. S. Court of 
Appeals for the District of Columbia; and that the two 
cases may be consolidated and heard at the same time before 
the U. S. Court of Appeals for the District of Columbia. 

C. RUSSELL RIORDON 
' Attorneys for Jensen, et al. 

THOMAS J. MAC KAVANAGH 
Attorney for Lorenz, 

Endorsed on Cover: Case No. 6881 Case No. 6882 
United States Court of Appeals for the District of Colum¬ 
bia John Jensen and Mortimer Bye Appellants vs. An- 
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thony J. Lorenz and Mark H. Wodlinger Appellees Mo¬ 
tion to consolidate and print and hear as one and to defer 
time for estimating cost of printing Chas E Ribrdon 
Attorney for Appellants United States Court of Appeals 
for the District of Columbia Filed Nov 20 1936 Moncure 
Burke, Clerk. I 

Endorsed on Cover: No. 6881-6882. John Jensen and 
Mortimer Bye, Appellants, vs. Anthony J. Lorenz, and Mark 
H. Wodlinger United States Court of Appeals for the 
District of Columbia Filed Nov. 20 1936 Moncure l^urke, 
Clerk I 












?limtel)i States Court oC llljpt^eals 

FOE THE DISTRICT OF COLUMBIA. 


Nos. 6881 and 6882. 


John Jensen and Moetimer Bye, Appellants, 

V. 

Anthony J. Lorenz and Mark H. Wodlinger, 

• Appellees. 


BRIEF FOR THE APPELLANTS. 


This cause is a suit under Sec. 4915 Rev. Stall, of 
the United States, wherein the appellants (plaintiffs 
below) seek a patent, upon the adverse outcome oi an 
interference in the Patent Office with the appellees (De¬ 
fendants below). There were two bills of complaint 
filed (Rec. p. 1 and Rec. p. 61). A motion to disMss 
was filed in like terms as to each bill and in each pase 
was sustained and the bill ordered dismissed. [The 
appeals were joined because the same issue as in [fact 
argued on the first bill was presented fully in the [sec¬ 
ond bill. ! 
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The dismissal of the second bill was placed clearly 
on the ground that the first bill had been dismissed, 
and should not be regarded as expressing the opinion 
of the justice w’ho heard the second motion on the 
merits. 

SHORT STATEMENT OF THE CASE. 

For the purpose of simplicity, we will refer to the 
parties as plaintiffs and defendants. 

This cause was brought by Jensen and Bye, inventor 
and assignee of an undivided interest in an application 
made by Jensen for the use of vitamin D as an element 
in soap, as plaintiffs, against Anthony J. Lorenz and 
Mark H. Wodlinger, his assignee of an undivided inter¬ 
est, owmers of an application for patent of the said 
Lorenz containing a like claim, as defendants, pursuant 
to Rev. Stat. 4915. The interference declared in the 
United States Patent Office was terminated against the 
plaintiffs. The dates of the various holdings and ac¬ 
tions of the parties in the Patent Office are significant. 

On January 31st, 1936, the Board of Appeals handed 
down its decision in the interference (No. 63,598) 
awarding priority to Lorenz. Within a period of forty 
days, to-wfit on March 16th, 1936, Jensen filed a notice 
of appeal (Rec. 21) in accordance with Title 35, Sec¬ 
tion 60, of U. S. Code Annotated, which reads as fol¬ 
lows: 

“Sec. 60. Same; notice of appeal. When an 
appeal is taken to the United States Court of Cus¬ 
toms an(i Patent Appeals, the appellant shall give 
notice thereof to the commissioner, and file in the 
Patent Office, within such time as the commissioner 
shall appoint, his reason of appeal, specifically set 
forth in writing. (As amended Feb. 9, 1893, c. 74, 
Sec. 9, 27 Stat. 436, Mar. 2, 1929, c. 488, Sec. 2(b), 
45 Stat. 1476.) ’’ 
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Pursuant to the above quoted section of the Statute, 
the Commissioner of Patents by Rule 149, has set forty 
days within which to file notice of appeal, and with 
this provision Jensen duly complied. 

However, the Court of Customs and Patent Appeals 
have certain requirements as to practice in presen^- 
tion of appeals to it, in particular, its Rule XXV, whjch 
reads as follows: I 

I 

‘‘Any party desiring to appeal to this Cojirt 
from a decision of the Board of Appeals or the 
Commissioner of Patents shall file in the clerps 
ofl&ce a petition, addressed to the court, in which 
he shall briefly set forth and show that he jias 
complied with the requirements of section 4912 ^nd 
4913 of the Revised Statutes of the United States 
to entitle him to an appeal, and praying that I his 
appeal may be heard upon and for the reasons! as¬ 
signed therefor to the commissioner. Said rea¬ 
sons for appeal, having been filed with the Com¬ 
missioner of Patents and made a part of the {rec¬ 
ord, shall not be repeated in the petition of apbeal. 
Said petition of appeal and a certified copy of! the 
record in the proceeding shall be filed in this c|)urt 
and the case duly docketed within 40 days |( ex¬ 
clusive of Sundays and legal holidays) from! the 
date upon which said reasons for appeal were faled 
with the Commissioner of Patents: Provided, 
That the commissioner may for special and suffi¬ 
cient cause extend such time to some definite and 
fixed date: Provided further, that in inter partes 
cases appellant shall, at the time of filing said 
petition of appeal in this court, or within 10 pays 
thereafter, serve a copy thereof upon appellee or 
his counsel. I 

If said petition of appeal and copy of said| rec¬ 
ord shall not be filed within said period cff 40 
days, unless such time be extended by the |com- 
missioner as heretofore provided, the conimis- 


I 
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sioner, upon such facts being brought to bis atten¬ 
tion by motion of the appellee in inter partes cases, 
duly served upon the appellant or bis attorney, and 
upon bis own motion in ex parte appeals, may take 
such further proceedings in the case as may be 
necessary to dispose of the same as though no 
notice of appeal bad ever been given.” 

Party Jensen failed to comply with the above rule, 
and within forty days of March 16th, 1936, did not file 
a petition for appeal in the Court of Customs and 
Patent Appeals, and did not file a certified copy of 
the record of the proceedings in the Patent Office. 
However, more than forty days after March 16th, 1936, 
to-wit on May 6th, 1936, party Jensen filed with the 
Commissioner of Patents a motion for an extension 
of time as provided for in the Rule above quoted 
(Rec. 27). To this extension of time, Lorenz filled an 
objection (Rec. 29), but more important, Lorenz in¬ 
stituted a proceeding in accordance with the second 
paragraph of the rule above quoted, and by motion duly 
filed (Rec. 31) brought to the attention of the Com¬ 
missioner the facts that party Jensen had not filed his 
petition for appeal, or a certified copy of the record, 
and served this Motion upon Jensen or his attorneys, 
whereupon the Commissioner entered an order in ac¬ 
cordance with the Rule disposing of the interference 
as though no notice of appeal had ever been given. 
This Order wras dated May 19th, 1936, approving the 
motion (Rec. 33). The prayer of the motion read as 
follows: 

‘‘It is therefore respectfully submitted that this 
motion should be granted and in accordance with 
Rule XXV with regard to appeals from the Patent 
Office to the U. S. Court of Customs and Patent 
Appeals, the Honorable Commissioner should take 
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such further proceedings in the case as maV’ be 
necessary to clispose of the same as thougli no 
notice of appeal had ever been given by Jensen”. 

The first bill of complaint in this cause was filed May 
12th, 1936, prior to said Commissioner’s Order, and 
since the order discontinuing the appeal to the CJourt 
of Customs and Patent Appeals was dated May 19th, 
1936, the second bill was filed (R. 61) setting forth this 
order. 

Now U. S. Code Annotated, Title 35, Section 63, 
which authorizes the filing of a Bill in Equity suc^h as 
has been filed herein (originally Rev. Stat. 4915), as to 
the portion thereof of importance herein, reads as 
follows; 

‘^Sec. 63. Bill in equity to obtain patent. Mlien- 
ever a patent on application is refused hy\ the 
Commissioner of Patents, the applicant, ukless 
appeal has been taken from the decision of the 
board of appeals to the United States Court of 
Customs and Patent Appeals, and such appeal is 
pending or has been decided^ in which case no ac¬ 
tion may be brought under this section, may 
have remedy by bill in equity, if filed within six 
months after such refusal. ...” 

Both bills of complaint were filed prior to tb^ ex¬ 
piration of six months, as provided by this statute. 

The question that arises here on the motion tC' dis¬ 
miss, is whether the appeal was ever filed by xlain- 
tiffs in the U. S. Court of Customs and Patent Appeals, 
and if so, whether SUCH AN APPEAL IS PENDING 
OR HAS BEEN DECIDED. It is maintained by the 
plaintiffs in this action that since, in accordance with 
the Order of the Commissioner of Patents of May|19th, 
1936, the cause was being proceeded with in the Pktent 
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Office as if no appeal had ever been filed, the appeal 
was neither pending or was it decided, at least when 
the second bill was filed on July 30, 1936. In such an 
event it seems clear that under Rev. Stat. 4915 (35 U. S. 
C. A. 63) above cited, there was no ban to filing said 
bill. The defendeiits in their motion to dismiss, take 
the opposite view. 

The mode df appealing to the Court of Customs and 
Patent Appeals is left open by the Statute, the section 
in question reading as follows: 

‘‘Sec. 59a. Same; from board of appeals. If 
any applicant is dissatisfied with the decision of 
the board of appeals, he may appeal to the United 
States Court of Customs and Patent Appeals, in 
which case he waives his right to proceed under 
section 63 of this title. If any party to an inter¬ 
ference is dissatisfied with the decision of the 
board of appeals, he may appeal to the United 
States CPurt of Customs and Patent Appeals, pro¬ 
vided th^t such appeal shall be dismissed if any 
adverse ^arty to such interference shall, within 
twenty days after the appellant shall have filed 
notice of appeal according to section 60 of this title, 
file notice with the Commissioner of Patents that 
he elects to have all further proceedings conducted 
as provided in section 63. Thereupon the appellant 
shall have thirty days thereafter within which to 
file a bill in equity under said section 63, in default 
of which the decisions appealed from shall govern 
the further proceedings in the case. If the appel¬ 
lant shall file such bill within said thirty days and 
shall file due proof thereof with the Commissioner 
of Patents, the issue of a patent to the party 
awarded priority by said board of Appeals shall 
be withheld pending the final determination of 
said proceeding under said section 63. (R. S. 

Sec. 4911; Mar. 2,1927, c. 273, Sec. 8, 44 Stat. 1336; 
Mar. 2, 1929, c. 488, Sec. 2, 45 Stat. 1476.)’’. 


7 


The only statutory provisions as to inter papes 
appeal practice other than the above is the requiren:|ient 
for notice of appeal and reasons for appeal being Aled 
with the Commissioner of Patents, and there seemi no 
question but that the Court of Customs and Patent [Ap¬ 
peals has a right to set forth rules respecting the fime 
for filing appeals, and the mode of prosecuting tliem, 
such as Rule XXV above quoted. 

The above facts were not all stated in the Biljl of 
Complaint, but were brought into the case on a bill 
of particulars filed by plaintitfs (R. 7-53). The motion 
to dismiss (R. 53) is based solely on the ground of 
jurisdiction. As to the second bill of complaint ih ad¬ 
dition to lack of jurisdiction, the defendant set up res 
adjudicata, but it is not believed that this will be urged. 

ERRORS RELIED UPON. 

It is maintained that the Supreme Court erred in| sus¬ 
taining the motions to dismiss for lack of jurisdiction. 

ARGUMENT. j 

There would be no even arguable contention i^^der 
the Statutes above quoted, and facts as stated, but| that 
Jensen and Bye, having filed their bill of complaint, 
under 35 U. S. C. A. Sec. 63, would have a rigljit to 
proceed with it, were it not for the decision in the case 
of Bakelite Corp., et al. vs. National Aniline & Cheijnical 
Company, Inc., et al., a decision handed down April 
13th, 1936, by the Second Circuit Court of Appeal^ (83 
Fed. 2nd 176); 29 U. S. P. Q., Vol. 9, p. 381 at 382. 

In that case the situation was somewhat complic^ated, 
but for the purpose of the present matter, party A filed 
with the Commissioner of Patents, a notice of appeal 
and reasons for appeal, on some of the claims of tl^e in- 


terference. Party B filed notice and reason for appeal 
as to other claims in the interference, and party A 
elected under Section 59a, to require party B to file a 
Bill in Equity. Whereupon party A also filed his bill 
in equity, without doing anything with regard to his 
notice of appeal. 

Relying on the old case of Greenough v. Clark, 10 
Fed. Cas. No. 5,784, the Court of Appeals of the Second 
Circuit found that party A had in fact instituted an 
appeal, and held that Rule XXV of the Court of Cus¬ 
toms and Patent Appeals above quoted had to do with 
perfecting the record on appeal. The Court said: 

‘‘The statute gives an appellant no right to with¬ 
draw his notice of appeal; nor did thev purport 
to.^’ 

For the reason therefore that appeal had been taken 
and it had not been withdrawn, the Court of Appeals 
dismissed the Bill under Section 4915 (Title 35, Sec. 
63), that was brought by party A. 

The distinction between that case and this is clear, 
because here the situation indicated as possible by Con¬ 
gress, to-wit: of an appeal having been taken but later 
on becoming neither pending nor decided, applies 
directly because by the very motion instituted by party 
Lorenz, the Commissioner has held that the case should 
be proceeded with as if no appeal had been filed. Under 
the facts as they stood when the first bill herein was 
filed, the order of the Commissioner of Patents of May 
19, 1936, was not handed down. This we covered by 
our second bill of complaint as already explained. 

Apparently so far as the Court of Appeals of the 
2nd Circuit knew, in the Bakelite v. National Aniline 
case {supra)\ parties Weiss and Downs still had a right 
to go ahead with their appeal pursuant to notice of 


I 

appeal. The times for perfecting the appeal are Wt 
open to order by the Commissioner of Patents (not 
order of the Court of Customs and Patent Appeals), 
and for all the Court of Appeals knew, Weiss 
Downs could still get their appeal in shape and pro¬ 
ceed with it. I 

However, in the present case, the situation is <^- 
ferent. The Court ^of Customs and Patent Appeals 
beside giving the right of extending time for perf^t- 
ing record, etc. upon notice of appeal having been fijed, 
also gives the Commissioner the right under a certain 
set of circumstances to go ahead and dispose of Ithe 
case as if no notice of appeal had ever been presented. 

Unless the act of that Court in making the Com¬ 
missioner of Patents, its officer is not within its poyer, 
which is nowhere contested by the defendants here, the 
Commissioner has control of the situation so long as 
the actual proceedings have progressed no further than 
the Patent Office. | 

The one set of circumstances noted, is where the ap¬ 
pellee appears before the Commissioner, calls attenuon 
to the fact that the notice of appeal has not been per¬ 
fected and asks that the cause be disposed of as tf it 
had never been filed. 

The action of the Commissioner in disposing of the 
cause, consists in finally refusing a patent to the foijmer 
appellant, and in issuing a patent to the former appel¬ 
lee. This is also what the Commissioner does in! the 
case of a bill such as the present one, when no attempt 
is made to appeal from the interference ruling. I 
It is maintained by the plaintiffs here, that either 
the act of the defendants before the Commissioner by 
filing its motion, serves to the same end in this instance 
as forcing the plaintiffs to file their Bill of Compmint 
here, or there is an appeal still pending. 


As long as there is an appeal pending the defendants 
have no right to the issue of a patent. Thus if this 
Court refuses to receive the present bill on the point 
that an appeal is pending, the result will be that no 
patent can ever issue to defendants. For so long as an 
appeal is pending and has not been decided, the hands 
of the Patent Office are tied, and the Patent Office in 
accordance with Rule XXV of the Court of Customs and 
Patent Appeals, has concluded that its hands are not 
tied. 

The wffiole matter comes down to this, as we see it. 
The Commissioner of Patents cannot go ahead and 
dispose of this interference as if no appeal were pend¬ 
ing, and still there be an appeal pending. One is the 
exact contradiction of the other. 

The only question as we see it, is whether the Court 
of Customs and Patent Appeals had the right to make 
its Rule XXV. There is no doubt but that the Court 
of Customs and Patent Appeals could find that no ap¬ 
peal was pending before it and thus leave the parties 
to the Commissioner of Patents without reviewing his 
decision. In such a case, if six months had not elapsed 
since the adverse holding of the Patent Office, a Bill 
under 4915 could certainly be filed. 

Can the Commissioner of Patents be delegated with 
the authority to proceed as if no notice of appeal had 
been filed, because this is a non-delegatable authority? 

We think that the answer to this is clear. The 
statutes create a preliminary proceeding before the 
Commissioner of Patents, perhaps by accident because 
this preliminary proceeding is stated as a matter of 
an applicant suing the Commissioner, and not with re¬ 
lation to inter partes cases. Still letting it apply to 
inter partes cases, it is clear that part of the appellate 


procedure, as in District Courts, is to be carried on? 
before the Commissioner. 

The rules of most Circuit Courts of Appeals provide 
for dismissal of appeals only by docketing them in the 
Court of Appeals and moving then, to dismiss them. 

The rules of the Court of Customs and Patent j^p- 
peals make another provision. They say that the 
Commissioner of Patents may dispose of the casesj as 
if no notice of appeal had been filed, if the appe^ee 
brings the fact to his attention that the notice of ap¬ 
peal has not been perfected. 

Thus by analogy to usual rules of appellate i:iro- 
cedure the defendants here have docketed the appeal 
and had it dismissed, as effectively as if the esact 
words appeared in the statute. 

Since the Court of Customs and Patent Appeals is 
merely a part of the Patent Office, it is quite natural, 
we maintain, that such a procedural arrangement 
should be made. 

Unless they have lost their rights by lapse of time, 
the unsuccessful party to an interference can file a 
bill in equity under 4915 and maintain it, if they Ijiave 
not a pending appeal in the Court of Customs and 
Patent Appeals. One instance in which an appeal can 
be “not pending’’ and yet rights denied under 4915, is 
where the appeal has been decided. This means a 
determination of the appeal, not a proceeding as if it 
had never been filed. The other instance is where the 
appeal has been dismissed without decision as |f it 
had never been filed. This is the exact situation Ijiere. 


It is, therefore, maintained by plaintiffs that at least 
their second bill is good, and should not have been dis¬ 
missed. 


Respectfully submitted, 

Jensen and Bye, 

I By Maeston Allen, 

' Attorney. 

Charles E. Rioedon, 

C. Russell Rioedon, 

Of Counsel. 
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UNITED STATES COURT OF APPEALS 

For the District of Columbia. 



Nos. 6881 AND 6882. 


JOHN JENSEN and MOETIMER BYE, I 

Appelllints, 


ANTHONY J. LORENZ and MARK H. WODLING^ER, 

Appeilees, 


BRIEF FOR THE DEFENDANT-APPELLEE! 


Statement of the Case. | 

The statement of the case as presented by the plaijatiff- 
appellants, hereinafter referred to as the plaintiffsL ap¬ 


pears to he largely correct in so far as it goes. Thp de- 
fendant-appelles, hereinafter referred to as the defendants, 
however, desire to point out that the plaintiffs have n<j)t set 
forth all of the facts pertinent to a decision in this| case 
nor have the plaintiffs properly interpreted the effect of 
certain papers here in evidence. 

The first, and most important, fact is that the plaintiffs, 
pursuant to Title 35, Section 60, IT. S. Code, ‘‘took an ap¬ 
peal” to the Court of Customs and Patent Appeals by 
filing with the Commissioner their notice of appeal, to¬ 
gether with their reasons of appeal. It is undisputed here 
that an appeal was taken to the Court of Custom^ and 
Patent Appeals. j 
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The second pertinent fact is that the plaintiffs failed to 
file in the Clerk’s office a petition of appeal and a certified 
copy of the record in the proceedings within the forty days 
(exclusive of Sundays and legal holidays) permitted from 
the date upon which the reasons for appeal were filed with 
the Commissioner of Patents. This fact is also undisputed. 

The third fact, which the plaintiffs strenuously urge 
favors their cause herein, is that the defendants, after the 
plaintiffs’ failure to file their petition of appeal and rec¬ 
ord, as above stated, filed a motion (R. 31) pursuant to the 
second paragraph of Rule XXV of the Court of Customs 
and Patent Appeals, calling the Commissioner’s attention 
to such failure on the part of the plaintiffs to file their 
petition of appeal and record, and asking the Commissioner 
to “take such further proceedings in the case as may be 
necessary to dispose of the same as though no notice of 
appeal had ever been given by Jensen”. This motion was 
approved (R. 33) on May 19,1936, subsequent to the filing 
of the first bill of complaint herein but prior to the filin g 
of the second bill of complaint herein. 


Questions Involved. 

We desire to present the questions involved in a some¬ 
what different manner than presented in plaintiffs’ brief. 

The broad questions raised by defendants’ motion to 
dismiss are: 

1. Did the plaintiffs, by proceeding under U. S. Code 
Title 35, Section 59a, waive their right under Section 63? 

The pertinent part of Section 59a reads: 

“If any applicant is dissatisfied with the decision of 
the board of appeals, he may appeal to the United 
States Court of (5ustoms and Patent Appeals, in which 
case he waives his right to proceed under section 63 
of this title.” 


2. Did the approving of defendants’ motion to dispose 
of the proceedings under Kule XXV (R. 33) confei: any 
rights on the plaintiffs to proceed under U. S. Code Title 
35, Section 63? 

This second general question involves the collateral ques¬ 
tion of whether the plaintiffs appeal to the Court of Cus¬ 
toms and Patent Appeals ‘‘was pending or has be^n de¬ 
cided”. The pertinent portion of Section 63 is as follows: 

“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant, unleps ap¬ 
peal has been taken from the decision of the bo^rd of 
appeals to the United States Court of Custon^s and 
Patent Appeals, and such appeal is pending dr has 
been decided, in which case no action may be bifought 
under this section, may have remedy by bill in Equity, 
if filed within six months after such refusal • 

I 

The Opinion of the District Court. 

The District Court (R. 57, 75) granted the defendants’ 
motions to dismiss the two bills herein. WTiile no 'viritten 
decisions were handed down in either instance, th^ facts 
and arguments were fully presented to the Court b^ both 
coimsel. ! 
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ARGUMENTS. 


1 . 

PLAINTIFF-APPELLANTS TOOK AN APPEAL TO THE UNITED STATES 
COUET OF CUSTOMS AND PATENT APPEALS AND ABE BABEED 
IN ACCOBDANCE WITH SECTION 59a FBOM PBOCEEDING UNDEB 
SECTION 63 OF U. S. CODE, TITLE 35. 

Since the plaintiffs have admitted that they took an ap¬ 
peal to the Court of Customs and Patent Appeals, they are 
barred by the clear and unequivocal language of Section 
59a of U. S. Code, Title 35, which provides that: 

“If any applicant is dissatisfied with the decision of 
the board of appeals, he may appeal to the United 
States Court of Customs and Patent Appeals, in which 
case he waives his right to proceed under section 4915 
of the Revised Statutes (U. S. C. Title 35 Sec. 63).” 

The plaintiffs have nowhere in their brief presented any 
facts or arguments tending to show why the above quoted 
portion of Section 59a is not applicable to them and does 
not, of itself, afford sufficient grounds for barring both of 
the bills herein. The plaintiffs have chosen to disregard 
this portion of the statutes entirely. 

Since it may be that the plaintiffs will contend at the 
argument that the above quoted provision of Sec. 59a ap¬ 
plies only in ex parte cases, this Honorable Court’s atten¬ 
tion is respectfully directed to the decision in American 
Fomon Company and R. M. TJrquhart v. Amdyco Corpora¬ 
tion, District Court, Southern District New York, 15 U. S. 
Pat. Q. 205 (not reported elsewhere). In that case, the 
unsuccessful party to an interference filed an appeal to the 
Court of Customs and Patent Appeals, whereupon the 
other parties dtily elected to have further proceedings con- 


ducted by a bill in equity under Section 63, 35 XJ. S. 0. A., 
and the appeal was dismissed. The appellant, more |than 
thirty days after the defendant had filed notice of |such 
election but within six months after the Commissioner’s 
refusal to issue the patent, filed his bill in equity, jjudge 
Patterson, after quoting Section 59a and Section $3 of 
Title 35, held as follows: 

‘‘The effect of the two statutes, as to the time when 
a suit in equity must be brought, seems to be thjis: if 
the dissatisfied applicant elects initially to hav^ his 
rights determined in a suit in equity, he is allow^ six 
months from the commissioner’s refusal within 'i^hich 
to file his bill; if on the other hand he elects inMially 
to take an appeal to the Court of Customs and Patent 
Appeals and his adversary blocks this road by filing 
an objection, then the suit in equity must be availed 
of within thirty days from the filing of the objection. 
This seems to have been the intent of Congress, and 
only upon this construction can full effect be giyen to 
the words in section 59a. | 

The plaintiffs’ argument is that there is in all| cases 
a six months period for commencing a suit in ^qnity. 
This argument is derived from the exceptive claluse in 
section 63, ‘unless appeal has been taken * *1 * to 
the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought under this sec¬ 
tion.’ It is true that this prohobition does not! apply 
to a case like the present one, where the plamtiffs’ 
appeal was dismissed on the defendant’s objection. 
But the clause does not say and does not meanthat in 
all other cases the suit may he brought in six months. 
The specific provision in section 59a in respect \>f time 
qualifies the general provision as to time in Section 
63.^^ (Italics ours.) I 

The foregoing decision, it is respectfully sutjmitted, 
clearly establishes that Section 63 cannot be interpreted as 
standing alone, but must be construed as modifiedj by the 
provisions of Section 59a. In the decided case, th^re was 
admittedly no appeal pending or decided within th^ mean- 


ing of Section 63, but nevertheless Judge Patterson held 
that because of his failure to comply with the provisions of 
Section 59a, the plaintiff-appellant there was without any 
right of action to proceed with the bill of equity under R. S. 
4915. 

The facts in the instant case are somewhat different in 
that the defendants did not elect in accordance with Sec¬ 
tion 59a to have the appeal to the Court of Customs and 
Patent Appeals dismissed. The plaintiffs, however, ap¬ 
parently maintain that the defendants’ motion under Rule 
XXV to have the interference proceeding disposed of be¬ 
fore the Commissioner of Patents amounted to the same 
thing as the filing of an election under Section 59a and 
that the defendants have therefore had the appeal to the 
Court of Customs and Patent Appeals dismissed. The ob¬ 
vious fallacy in the plaintiffs’ reasoning along this line 
will be clearly pointed out hereinafter. It is submitted, 
however, that regardless of what determination is made 
upon this point, the first provision of Section 59a, above 
quoted, bars the plaintiffs’ action here for the reason that 
by virtue of the plaintiffs’ appeal to the United States 
Court of Customs and Patent Appeals, they have waived 
their right to proceed under Section 63. 

The defendants did not attempt to bring this case into 
equity in accordance with provisions of the second part of 
Section 59a, which reads as follows: 

‘‘If any party to an interference is dissatisfied with 
the decision of the board of appeals, he may appeal to 
the United States Court of Customs and Patent Ap¬ 
peals, provided that such appeal shall he dismissed if 
any adverse party to such interference shall, within 
twenty days after the appellant shall have filed notice 
of appeal according to section 60 of this title, file notice 
with the Commissioner of Patents that he elects to 
have all further proceedings conducted as provided in 
section 63.” (Italics ours.) 
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The defendants herein did not give notice within twenty 
days after the plaintitfs filed their notice of appeal to the 
Court of Customs and Patent Appeals of their election to 
have further proceedings conducted as provided in Section 
63. Since the defendants did not avail themselves of this 
provision of Section 59a, the plaintiffs cannot now success¬ 
fully urge that the defendants forced the plaintiifs into 
equity. The defendants’ motion under Rule XXV,, above 
referred to, was not an action taken in accordance with 
the provisions of Section 59a and cannot be construed as 


having the same effect. Assistant Commissioner 
held with this view (R. 77, 78). 


Frazer 


TO THE 


The Appeal Takex by the Plaintiff-Appellants 
United States Court of Customs and Patent Appeals 
Was Pending at the Time Appellants Filed TheJoi First 
AND Second Bills in Equity. 

So far as defendants are aware, there are oiily two 
methods by which an appeal to the Court of Customs and 
Patent Appeals may be terminated, (1) by decision, and 
(2) by dismissal. Section 63 provides that an ajpplicant 
for patent shall not have remedy by bill in equity if his 
appeal to the Court of Customs and Patent Appeals is 
pending or has been decided. This leaves to the pjlaintiffs 
here only the one possible justification for bringing the 
bills herein, namely that the plaintiffs ’ appeal to tl^e Court 
of Customs and Patent Appeals is not still pending. Ob- 
viouslv, it has not been decided. ! 

Although the plaintiffs in their bills of compla^t have 
alleged that ‘‘no appeal to the Court of Customs and Pat¬ 
ent Appeals is pending” (Rec. 4, 65), such allegalions are 
merely rebuttable conclusions of law, as held by District 
Judge Cathy in Bdkelite Corporation et al, v. National 
Aniline & Chemical Company, Inc, This case mx^st be de- 
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termined by consicieration of the bill of particulars, pre¬ 
cisely as if the statements therein contained were alleged 
in the bill. Consequently, if the bill of particulars, com¬ 
prising Exhibit A (E. 7 to 52), and Exhibit 1 (E. 74 to 78), 
do not establish on their face that no appeal to the Court 
of Customs and Patent Appeals was pending, the plaintiffs 
are without right to bring this action. 

The plaintiffs apparently admit that unless defendants’ 
motion under Eule XXV (requesting the Commissioner to 
dispose of the interference as though no appeal has been 
taken) and the Commissioner’s approval of such motion 
amount to a dismissal of their appeal to the Court of 
Customs and Patent Appeals, this case is governed by the 
ruling in BahelitS Corporation et al, v. National Aniline & 
Chemical Company, Inc. et al. (83 Fed. (2d) 176). The 
decision of the Circuit Court of Appeals for the Second 
Circuit in that case appears in full in the record, pages 
43 to 46. This Honorable Court’s attention is directed to 
that portion of the decision wherein the Court holds that: 

‘‘The statute gives an appellant no right to with¬ 
draw his notice of appeal; nor did they purport to. 
Accordingly the appeal is still pending so far as this 
record discloses.” 

The question here is whether the Commissioner’s ap¬ 
proval of defendants’ motion under Eule XX V (E. 31, 33), 
constituted a dismissal of the appeal filed by plaintiffs to 
the Court of Customs and Patent Appeals. The pertinent 
portion of the motion in question reads as follows: 

“It is therefore respectfully submitted that this 
motion should be granted and in accordance with Eule 
XXV with regard to appeals from the Patent Office to 
the TJ. S. Court of Customs and Patent Appeals, the 
Honorable Commissioner should take such further pro¬ 
ceedings in the case as may be necessary to dispose of 
the same as though no notice of appeal had ever been 
given by Jensen.” 
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The action of the Commissioner on said motion reajds as 
follows: 

‘‘The above motion has been approved by the As¬ 
sistant Commissioner. | 

By direction of the Commissioner.’’ | 

It is significant to note that the motion was merely ap¬ 
proved and that no order dismissing the appeal wa^ ever 
issued by the Commissioner. There is nothing in the rec¬ 
ord showing any action on the part of the Commissio|n er or 
on the part of the Court of Customs and Patent Ajppeals 
dismissing plaintiffs’ appeal to that court. 

The plaintiffs contend that the Commissioner of Ifatents 
cannot go ahead and dispose of this interference a^ if no 
appeal were pending, if there be an appeal pending. The 
only effect, however, of the Commissioner’s approval of 
the motion brought under Eule XXV was to establish on 
the record in the interference official recognition of the fact 
that the plaintiffs herein could no longer prosecufe their 
appeal to the Court of Customs and Patent Appeal^, there¬ 
by permitting the Patent Office to issue the patent to the 
defendants. The plaintiffs have pointed to no decided case 
that attributes any different effect to such a motioij as was 
prosecuted by defendants under Eule XXV, nor h^ve they 
pointed to any authority holding that the Commisbioner’s 
approval of such motion amounted to a dismissal of the 
appeal. | 

Obviously, if defendants ’ action in proceeding in accord¬ 
ance with Eule had the effect of subjecting deiendants 
to these suits in equity, the rule would indeed be a hlarsh one 
against the very ones whom the rule purports to pr<|)tect and 
favor. 


The plaintiffs herein have entirely overlooked j the fact 
that their present position results from their owp failure 
to live up to the itdes as prescribed for the taking of an 
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appeal to the United States Court of Customs and Patent 
Appeals. The situation finds a parallel in the case of ^ 
Grigsby v. Purcell et ah, 99 U. S. 505, where the plaintiff 
had filed his appeal in the lower court but had done noth¬ 
ing further within the time prescribed by the court rules, 
the Supreme Court there holding that while it had jurisdic¬ 
tion of the case, it would dismiss the appeal because: ^ 

‘^To entertain the cause under such circumstances 
would be to encourage an addition to the already bur¬ 
densome delay necessarily attendant upon litigation in 
this court on account of the crowded state of the 
docket. Instead of this, we should, as we do, insist on 
promptness and activity by all who come here to obtain ^ 
a re-examination of judgments and decrees against 
them.” >. 

In this case, the defendants took no steps to have the <* 
plaintiffs’ appeal to the United States Court of Customs 
and Patent Appeals dismissed, but instead, took the short 
cut provided by Eule XXV to have their patent issued. 

The defendants know of no other way by which they could ^ 
have brought to the Commissioner’s attention the plain¬ 
tiffs’ failure to perfect their appeal to the Court of Cus- 
toms and Patent Appeals and no other way by which the 
defendants could have secured the issuance of their patent. 
Certainly, the defendants should not now be penalized for y 
taking advantage of a rule obviously made for the express 
purpose for which the defendants used it. 

The plaintiffs argue that the rules of the Court of Cus¬ 
toms and Patent Appeals, apparently referring to Eule 
XXV, make another provision for dismissing an appeal 
than by docketing and then moving to dismiss. What the 
plaintiffs say in this regard might have more force if they 
had pointed to any authority in support of their conten¬ 
tion, but none is given. The very words of Eule XXV, 

‘‘as if no notice of appeal had been filed”, recognize that ,, 
an appeal has been filed but imply nothing with respect 
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to the dismissal of the appeal. The more logical constijuc- 
tion of the rule, it is submitted, would be that the rule itec- 
ognizes the filing and pendency of an appeal that can no 
longer be pursued by the appellant because of laches on 
his part. ! 

While the rules of the Court of Customs and Parent 
Appeals apparently do not expressly provide for the Idis- 
missal of an appeal, by analogy with the rules of the T?[ari- 
ous circuits, one would expect that a dismissal of an appeal 
could be effected by the appellee only upon docketingl the 
cause and producing a certificate from the Commissioner 
of Patents showing that the appeal was duly taken. Tpere 
is no showing here that the defendants took any such steps, 
nor is there any logic in the plaintiffs’ contention thaj; de¬ 
fendants ’ action under Rule XXV constituted an equivalent 
of the steps usually provided for the dismissal of an ajlpeal 
by an appellee. The plaintiffs have pointed to no pjrece- 
dent and none is known that would support their position. 


The Second Action Is Babred Because Res JuDiCAjTA. 

Admittedly the cause of action in both of the suitd con¬ 
solidated herein is the same. The parties are the sam^, the 
cause of action is the same and the second suit is brought 
in the same court as the previous suit. In view of th^ fact 
that the first suit was dismissed for lack of jurisdictioln (R. 
57), such decision bars the second suit. 

The only point that the plaintiffs here urge as (iistin- 
guishing the present suit from the previous suit i^ that 
the earlier suit was filed before the Commissioner of Pat¬ 
ents, granted defendants’ motion made in accordanc^ with 
Rule XXV of the Court of Customs and Patent Appeals. 
The effect of this motion and the Commissioner’s approval 
thereof have already been fully discussed and it is clearly 
evident that such did not amount to a dismissal of thelplain- 
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tiffs’ appeal to the Court of Customs and Patent Appeals. 

In the first place, the Commissioner of Patents did not 
purport, in ruling upon Lorenz’ motion (R. 33) or in ruling 
upon Jensen’s petition (R. 77 and 78) to dismiss the plain¬ 
tiffs’ appeal to the Court of Customs and Patent Appeals, 
nor did the Commissioner state nor his language infer that 
such appeal was no longer pending. All that these actions 
on the part of the Commissioner of Patents amount to is 
a recognition of the fact that plaintiffs herein have lost 
their right to perfect their appeal to the Court of Customs 
and Patent Appeals. 

Since there is therefore no new cause of action involved 
in Equity No. 62,070 over the prior suit in Equity No. 
61,423, the second suit is barred because res judicata. 


Conclusions. 

It is respectfully submitted that (1) Section 63, L. S. 
Code Title 35 did not confer upon the appellants herein, 
under the specific circumstances presented by this case, the 
right to maintain either of their bills in equity; (2) that if 
Section 63 U. S. Code Title 35 conferred any rights upon 
plaintiffs herein to file a bill in equity, they waived those 
rights by proceeding under Section 59a U. S. Code Title 
35. It is accordingly respectfully submitted that the de¬ 
cision of the court below in both cases should be affirmed 
and the decree sustained. 

' Thomas J. MacKAvanagh, 

' Solicitor for Defendant-Appellees, 

Chaeles W. Hills, 

Benjamin H. Sheeman, 

Of Counsel, 
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REPLY BRIEF FOR APPELLANTS. 

The brief for the defendants (Appellees) charges the 
plaintiffs (Appellants) with having admitted that they 
‘Hook an appeal” to the Conrt of Customs and Pat¬ 
ent Appeals in this matter. The facts show that what 
they did was file notice and reasons for appeal ’vdth 
the Commissioner. Nothing was filed nor transmitted 
to the Court. 

It was held in the case of Bakelite, etc. v. NcUicfnal 
Analine, etc., 83 Fed. 2nd, 176, that this notice 
amounted to the taking of an appeal. However, the 
statutes recognize that a situation may exist wherej an 
appeal is taken within the meaning thereof, and yet 
may become neither pending nor decided, within I the 
six months period allowed for bringing a suit in! the 


Supreme Court of the District. (The two provisions 
are Title 35, Secs. 59a and 63 U. S. C. A.) , 

These two provisions must surely be read together. 
Sec. 59a says that if a party appeals to the Court of 
Customs and Patent Appeals he waives the right to 
proceed under Section 63. However, Sec. 63 indicates 
a condition wherein this waiver no longer holds good. 
That condition is where the appeal is no longer pend¬ 
ing and has not been decided. 

There is another section of the statute forming part 
of 59a, which states conditions which directly over¬ 
come any ‘‘waiver”. If a party files notice of appeal 
and then the opposing party states his election to pro¬ 
ceed by Bill in Equity, the appellant must drop his 
appeal notice and within thirty days file his Bill in 
Equity. Thus any w’aiver can be overcome under cir¬ 
cumstances set forth in the very section which uses 
that term. 

It cannot be presumed that the law makers were un¬ 
informed of Rule XXV of the Court of Customs and 
Patent Appeals when they enacted Sec. 59a. That 
rule provides for another way of disposing of a notice 
of appeal by the opposing party under certain cir¬ 
cumstances. These circumstances are the failure of 
the party who has filed his notice, to complete his ap¬ 
peal by taking the necessary steps following the notice, 
the motion of the opposing party to have the matter 
dropped, and the order of the Commissioner dropping 
or vacating the notice of appeal and proceeding “as 
though no notice of appeal ever had been given”. 

All of these events took place in the present matter, 
and hence the condition of the statutes has been satis¬ 
fied, and any so-called “waiver” has come to an end. 

The Couri of Appeals of the 2nd Circuit, recognized 
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that even if a notice of appeal had been filed, that I a 
Bill in Equity, if within time, could still be prosecuted, 
provided the appeal became neither pending nor (de¬ 
cided. We quote the full passage of the decision: | 

“We are also convinced that such appeal wjas 
pending and had not been decided. Section 59a 
provides that an adverse party to an interference 
may, within twenty days after the appellant h(as 
filed notice of appeal according to section 60, file 
notice with the commissioner that he elects to halve 
all further proceedings conducted as provided! in 
section 63; thereupon the appellant must file his 
bill in equity within thirty days, and in default 
thereof the decision appealed from shall govern 
the further proceedings in the case. The notice 
of election filed bv Weiss and Downs affected only 
the Punnett notice of Appeal. They were nof an 
‘adverse party’ to their own notice of appeal. 'jChe 
statute gives an appellant no right to withdraw 
his notice of appeal; nor did they purport to. |Ac- 
cordingly, the appeal is still pending so far as Ihis 
record discloses. Hence no suit could be brought 
under section 63, and the bill was rightly [dis¬ 
missed.” 


It will be noted that the Court says that the Stat¬ 
ute gives the appellant no right to withdraw his n<f>tice 
of appeal. However, the rules of the Court of Customs 
and Patent Appeals provide a way, before the [case 
ever gets before them, to have the notice of aijpeal 
quashed in the Patent Office on motion of the appellee. 
This is rule XXV as already indicated, in whiclji the 
move must be made by the defending party to the no¬ 
tice of appeal, if there is one. 

Thus while it may be true as the above quotjation 
states that the party filing the notice of appeal cannot 
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withdraw it of his own motion, still the opposing 
party may, by timely motion before the Commissioner, 
bring about just this result. 

Neither the appellant nor the appellee has any au¬ 
thority on the point in question. We feel that the 
reason for this is, that until the decision in the Bahe- 
lite V. National Analine case, it was the practice for 
many years to permit a party who had given notice 
of appeal to drop the notice of his own accord and file 
a Bill in Equity. The decision in question, if correct, 
changes this position, and the instant case, so far as 
we know, is the first case which has arisen since then. 

Courts are normally unwilling, unless strongly im¬ 
pelled to do so, to construe acts of parties as dis¬ 
enabling them from resort to the Courts for protec¬ 
tion. It was a radical departure from principles of 
the Patent Law to enact section 59a, because it re¬ 
sulted in depriving a party of the opportunity to go as 
far as he could in the Patent Office tribunals, and then 
go into the Courts to have a review of the whole situ¬ 
ation, which up to then had been the basic principle 
of the law. 

The Court * of Customs and Patent Appeals, in its 
actions as an appellate tribunal to decisions of the 
Commissioner of Patents, is not a Court in the sense 
that certiorari can be had froni its judgments, or that 
its judgments are res adjudicata. 

There is a move among counsel to contend that sec¬ 
tion 59a in some way results in making the decisions 
of the Court of Customs and Patent Appeals res 
adjudicata, but so far very little success has been had, 
and the Supreme Court has steadfastly refused to re¬ 
view its appellate decisions on the ground that it is 
not a Court of Record but is merely an administrative 
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tribunal, whose decisions have no more force and ef¬ 
fect than those of the Commissioner itself. 

Thus on general public policy, it should require very 
strong reasons for this Court to hold that when section 
59a speaks of a waiver of right to proceed in a co^rt 
of equity, this waiver is without chance of modification 
or withdrawal. The statutes Sec. 63, give this Cohrt 
positive jurisdiction under circumstances which are 
directly found in the present matter, i. e,, where witpin 
six months of the Patent Office decision, a bill in equity 
is brought, and at the time of bringing it there is! no 
appeal to the Court of Customs and Patent Appeps, 
or if one has been brought, it is no longer pending and 
is undecided. 

There can be no question whatever that in the pi'es- 
ent matter, in accordance with rules within the boi^nd- 
ary of the administrative tribunals of the Patent 
Office, (including the Court of Customs and Parent 
Appeals) there is no appeal pending, and of course 
the Patent Office is proceeding as if none had ever l^een 
taken. As we have pointed out in our main brief, ttere 
cannot at one and the same time be an appeal pencling 
and one not pending. 

If there be a conflict in the statutes, this Court will 
surely follow the rule of failing to find a waiver on 
the part of a litigant to ask for its jurisdiction, under 
circumstances w^here by statute the Court is givim a 
clear right to proceed. We do not believe that the 
statutes are in conflict or should be so construed, as 
already noted, but if they are the section 59a must be 
construed as providing for a waiver only to th^ ex¬ 
tent that other conditions in the statutes permit of 
over-riding it. 
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EES ADJUDICATA. 

It will be noted that on the points of res ad judicata, 
the appellee takes the position that the motion and 
ruling of the Commissioner that the notice of appeal 
no longer had any effect and that the cause should be 
proceeded with as if it had never been filed, did not 
change the situation as between the parties on the two 
bills of complaint. 

This is but part and parcel of its main argument, 
and is not really directed to res ad judicata. If the 
motion and ruling in question have any effect, then 
the second bill is good and not based on a matter ad¬ 
judicated as to the first bill. If the motion and ruling 
do not make a change in the situation, then the second 
bill is unnecessary. An argument that in a second 
cause the parties are no better off than in the first is 
not an argument which would prevent the parties in 
the second cause having a right to an adjudication of 
whether or not the changed condition gives rise to 
different rights. 

Respectfully submitted, 

Marston Allen, 

Solicitor for Plaintiff- 
Appellants. 

Charles E. Riordon, 

C. Russell Riordon, 

Of Counsel. 
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IN THE 


Court ot ^[ppeals 

FOR THE DISTRICT OF COLUMBIA. 


Nos. 6881 and 6882. 


John Jensen and Mortimer Bye, Appellants, 

V. 

Anthony J. Lorenz and Mark H. Wodlinger, [ 

Appellees, 

• I 

PETITION FOR REHEARING. | 

Now come the appellants in the above entitled C8|nse 
and petition the Court to grant a rehearing hereinj for 
the reason that vital questions of law and fact, ofi far 
reaching importance to the public and involving ihter- 
pretations of Statutes and Court Rules, apparently 
were not considered nor decided in the Court’s Oppiion 
and Findings herein, as set out in the following par¬ 
ticulars : 

L 

The Court found that an appellant to the U. S. pourt 
of Customs and Patent Appeals cannot dismiss iti ap¬ 
peal, to confer jurisdiction on a District Court, either 


by voluntary action or by omission, but apparently did 
not consider nbr decide whether an affirmative act by 
the appellee under tlie provisions of Eule XXV of the 
Court of Customs and Patent Appeals can have the 
effect of dismissing such appeal. 

n. 

The Court found that proceedings before the Com¬ 
missioner of Patents constituted a taking of appeal, 
but apparently did not consider nor decide whether the 
Commissioner, acting under the authority delegated 
to him by the Court of Customs and Patent Appeals, 
Rule XXV, can dismiss an appeal, which has gone no 
further than said proceedings, under circumstances 
set out bv said Rule XXV, and in view of motion bv 
the appellee, notifying the Commissioner of such cir¬ 
cumstances. 


m. 

The Court found that proceedings before the Com¬ 
missioner of Patents constituted taking an appeal to 
the Court of Customs and Patent Appeals, but appar- 
entlv did not consider that the Court of Customs and 
Patent Appeals has recognized in the wording of its 
own rules the fact that no appeal has been taken by 
virtue of mere proceedings before the Patent Office, 
nor until a petition addressed to the Court has been 
filed with its Clerk. 

IV. 

The Court, in stating what constitutes the taking of 
an appeal to the Court of Customs and Patent Appeals 
apparently overlooked the fact that the proceedings 


before the Commissioner of Patents, which are stajfced 
to constitute the taldng of an appeal, are at no ti^e 
before that Court, oior filed with the Clerk of that 
Court, but are merely matters intended to form a part 
of a record which may be certified to the Court sjt a 
subsequent time. 

V. I 

The Court, in holding that proceedings before the 
Commissioner of Patents constituted the taking of an 
appeal to the Court of Customs and Patent Appeals, 
did not determine positively and definitely whethej: or 
not such appeal is s.till pending and not decided, on the 
facts herein, thus giving appellant an opportunity^ of 
continuing such appeal, if he has no right in a couijt of 
equity, although Title 35, Sec. 63 U. S. C. A. reqtdres 
that such appeal must not only have been taken, but 
must also be pending and not decided, before a jifiris- 
dictional bar arises. 


VI. 


elec- 
Cus- 
Sec- 
it is 
nor 


The Court found that the Statutes require an 
tion of two remedies, to wit: appeal to Court of 
toms and Patent Appeals, or suit in equity under 
tion 4915 R. S. and that when election is made, 
final. But the Court apparently did not consideil 
decide whether finulity of such election is affectejd by 
acts of an appellee, or of the Commissioner of Parents. 

I 

vn. 

The interpretation of the Statutes, and Rules of the 
Court of Customs and Patent Appeals, as set out in 
the opinion herein, affect the practice of Patent Law 


and Federal Procedure throughout the entire country, 
and such interpretation is diametrically opposed to 
the practice a^ it has existed since the amendment to 
the Statutes creating the U. S. Court of Customs and 
Patent Appeals March 2, 1929. 

Respectfully submitted, 

Marston Allen, 

Attorney for Appellants. 

Charles E. Riordon, 

C. Russell Riordon, 

Of Counsel. 

\ 

I hereby certify that in my opinion this Petition for 
Rehearing is'well founded in law and fact and not 
made for the purpose of delay. 


Marston Allen. 
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MEMORANDUM IN SUPPORT OF PETITION FOR 

REHEARING. 

This petition for rehearing is filed herein because it 
appears that certain facts, including acts of the aj^pel- 
lee, and of the Commissioner of Patents, either Wre 
not considered, or their effect upon the circumstajnces 
surrounding this case were not treated. These acts 
of appellee and the Commissioner place this ca4e in 
quite a different category from the case of Bakelite 
Corporation v. National Aniline and Chemical Co., 83 
Fed. (2nd) 176, and also take the instant suit ouf of 
the doctrines considered in Walther v. Vanderveer, 63 
Fed. (2nd) 540. 

Further, there appears to have been a misappre¬ 
hension as to the nature of such proceedings before 
the Patent Office, which proceedings have been re¬ 
garded as the taking of an appeal to the Court of Cus¬ 
toms and Patent Appeals, though no papers ever were 
filed, nor transmitted as a result of such proceedings, 
with the Clerk of that Court. j 

It is conceded that the Statutes do not providje for 
dismissal of an appeal to the Court of Custom^ and 
Patent Appeals, either by voluntary action or omission 
on the part of an appellant who has once takei^ such 
an appeal. However, the Statutes do provide (Title 


35, U. S. C. A. Sec. 59a) for at least one way in iwhich 
an appellee can cause such appeal to be dismisscjd for 
the purpose of transferring jurisdiction of the subject 
matter to a Court of Equity under Section 4915 R. S., 
thus showing that Congress did not intend the mei e tak¬ 
ing of an appeal to the Court of Customs and Patent 
Appeals to be forever binding from a standpoint of 
jurisdiction. 


Nowhere in the Statutes is there any provision for¬ 
bidding dismissal or withdrawal of such an appeal 
once taken, anil the Court of Customs and Patent Ap¬ 
peals in its Rule XXV seems to provide a second mode 
of removing an appeal for the purpose of conferring 
jurisdiction upon a Court of Equity, by delegating au¬ 
thority to the Commissioner of Patents to proceed as 
though no appeal had ever been taken, providing: 

‘‘If such petition of appeal and copy of said 
record shall not he filed (in the Clerk’s office) 
within said period of 40 days . . . , the Com¬ 
missioner, upon such facts being brought to his 
attention by motion of the appellee . . . may 
take such further proceedings as though no notice 
of appeal had ever been given. (Emphasis and 
parenthesis ours) 

In the present case, no petition of appeal, nor copy 
of the record was filed in the Clerk’s office of the Court, 
and such facts were brought to the attention of the 
Commissioner of Patents by motion of the appellee, 
and following such motion the Commissioner of Pat¬ 
ents took further proceedings as though no notice of 
appeal had ever been given, and issued the patent to 
the appellee. Thus if there was an election to appeal, 
proceeding further with it was prevented and its dis¬ 
missal, before it got to the stage of actually constitut¬ 
ing an appeal, was the result, not of positive acts or 
acts of omission of appellants, but of the affirmative 
acts of the appellee and of the Commissioner under 
his delegated authority. 

Assuming that the appellant had failed to file his 
petition of appeal, and nothing further had been done 
by the Commissioner or by the appellee, then it might 


7 


be considered that the appeal had been taken and 'vyas 
still pending. But ii this case it was the overt act I of 
the appellee coupled with the affirmative act of the Com¬ 
missioner which resulted in the dismissal, before the 
appeal could ever become pending before the Court of 
Customs and Patent Appeals or be decided by it. | 

It cannot be foun’d from the opinion of this cojurt 
whether or not such affirmative act by the Comnpis- 
sioner and the party notifying the Commissioner pan 
act as a dismissal,; although this question was jlre- 
sented in Clause 8 of the Bill of Complaint (Rec. jpp. 
64, 65), and discussed in appellant’s main brief at 
pages 4, 9 and 10, .and in appellant’s reply brier on 
page 3. The opinion apparently turns solely on acts, 
omissions, or an election of the plaintiffs-appellajiits. 

The proceedings before the Commissioner of pat¬ 
ents under which appellant is held to have takeh an 
appeal had gone no, further than the Patent Office, land 
were solely before, the Commissioner of Patents. It 
was under these Circumstances, as set out in Rule 
XXV, C. C. P. A. that the Commissioner acted. 

It is conceded that the Statutes (Title 35, U. S. C. A. 
Sec. 60) require that a notice of appeal be givep to 
the Commissioner,(accompanied by reasons of apbeal, 
and that same shall be filed in the Patent Office, But, 
Rule XXV states at its very beginning that, 

‘‘any party desiring to appeal to this court . . . 
shall file in the clerk’s office a petition, addressed 
to the court, . . . praying that appeal majy be 
heard upon and for the reasons assigned to the 
Commissioner, said reasons for appeal, having 
been filed with the Commissioner of Patent^ and 
made a part of the record, shall not be repeated 
in the petition of appeal.” (Emphasis ours)I 
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It is quite clear then from the foregoing that the no¬ 
tice of appeal to the Commissioner is merely a part of 
the record below which is to be certified if and when 
appeal is taken, along with other papers relating to 
proceedings in the Patent Office. It is not an appeal. 
The Court of Customs and Patent Appeals recognizes 
that such notice is not an appeal when it states that 
anyone desiring to appeal shall file in the Clerk’s office 
a petition, and when it refers to the reasons of appeal 
filed with the Commissioner as being made a part of 
the record, and when it further states in its rule that 
a certified copy of the record, plus the petition of ap¬ 
peal, shall be filed in the court, and the case docketed. 
If appeal had actually been taken by the proceedings 
before the Commissioner, then Rule XXV would not 
say ‘‘anyone desiring to appeal”. 

Again Rule XXV would not have said in its last 
line that the proceedings might be disposed of as 
though no notice of appeal had been given, but would 
undoubtedly have said “as though no appeal had been 
given”. 

We cannot emphasize too much the fact that the pro¬ 
ceedings before the Patent Office are not on file, nor 
in any manner before the Court of Customs and Pat¬ 
ent Appeals until after a petition for appeal is actually 
filed with the Clerk of that court. The notice to the 
Commissioner, and the reasons of appeal, are all made 
a part of a record in the Patent Office, which is duly 
certified to the court with or subsequent to a petition 
of appeal, and that court has absolutely nothing before 
it until a petition is filed. 

There is still another section of the Statutes which 
must be fully considered, assuming but not conceding 
that the proceedings before the Commissioner amount 
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to an appeal to the Court. Title 35 U. S. C. A., Sec¬ 
tion 63, states that an applicant for patent may ha[sre 
remedy by bill in equity 

‘‘unless appeal has been taken ... to the U.|S. 
court of Customs and Patent Appeals, AND su|ch 
appeal is pending or has been decided/' (Empha¬ 
sis ours). j 

From the wording of this section of the Statute, ir is 
clear that more than the mere taking of an appeal is 
necessary to bar jurisdiction under Section 4915 R. S., 
in an equity court. The opinion in the instant ckse 
does not determine definitely whether an appeal is still 
pending and not decided, as required by the Statuses, 
nor does it determine whether, if an appeal has I ac¬ 
tually been taken to the Court of Customs and Patent 
Appeals, an appellant has the right of continuing \\dth 
such appeal after an equity court refuses jurisdiction. 

The wording of Title 35 U. S. C. A., Section 6^ of 
the Statutes also makes it clear that before an election 
has been made, there must be not only the taking of 
an appeal to the Court of Customs and Patent |Ap- 
peals, but that such appeal must still be pending or 
not decided. In other words, the appeal must have 
been decided or be still pending in order to bar ji|iris- 
diction in an equity court. In the instant case, th^ ap¬ 
peal is not pending in the U. S. Court of Customs! and 
Patent Appeals, and no appeal was decided by jthat 
Court. The Commissioner of Patents, by his acfion, 
pursuant to the motion of the appellee, forever! dis¬ 
posed of the possibility of the appeal ever being either 
pending or decided by the U. S. Court of Customs and 
Patent Appeals. Hence, there cannot have been an 
election which is a final bar to the “appellant’’ and 


the acts of the' appellee which resulted in the Commis¬ 
sioner of Patents granting a patent would seem to 
wipe out any question of election. 

It has been the practice throughout the entire United 
States, ever since creation of the U. S. Court of Cus¬ 
toms and Patent Appeals, to take cognizance of the 
shortness of time (40 days) for notifying the Commis¬ 
sioner of intention to appeal, and then if it is deter¬ 
mined that proceedings under Section 4915 R. S. are 
advisable, to file a bill in equity and fail to petition 
for appeal to the Court of Customs and Patent Ap¬ 
peals. This is because six months are allowed for the 
filing of such bill in equity as contrasted with the forty 
davs wdthin which to advise the Commissioner of a 
straight appeal. Hence it follows that the entire pat¬ 
ent field is affected by the opinion in the instant case, 
which opinion is diametrically opposed to the practice 
under the Statutes and court rules as they have ex¬ 
isted. 

We realize' that this Court in its opinion seemed to 
believe that the appellants by mere delay sought to de¬ 
feat the statute. This is far from the case. Appel¬ 
lants were attempting to get an extension of time for 
filing their petition for appeal in the Court of Customs 
and Patent Appeals, and were met by a ruling of the 
Commissioner of Patents that he would not make such 
an extension, and instead would proceed as if no No¬ 
tice of Appeal had ever been given. 

This withdrew from existence the notice of appeal. 
Appellants had nothing to do with the withdrawal. 

What the decision of this Court accomplishes is to 
excise completely from the statute the words ‘‘and 
such appeal is pending or has been decided’’ leaving 
it as a positive election whenever a notice of appeal is 
filed, irrespective of any other proceedings whatever. 
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Thus it would be impossible to get the appeal djis- 
missed by the Court of Customs and Patent Appels 
without presenting it to the Court of Customs and 
Patent Appeals. AS soon as it is presented to tljiat 
Court the step which consists in merely filing a notice 
has been carried through to the perfecting of an Ap¬ 
peal. We maintain that since the appeal proceedings 
at the least is in two parts and the Commissioner! of 
Patents is made the arbiter of the first part, then that 
a rule of the Court of Customs and Patent Appeals 
delegating to him the duty of determining the pjen- 
dency of the first part is binding on the Court and (Con¬ 
stitutes exactly the same thing as a dismissal of jthe 
appeal by that Court. The dismissal of the appeal 
does not bring the case within the statutory category 
of a case which is either pending or which has been 
decided. 

The decision in this cause does not decide the above 
points. 

CONCLUSION. 

It is accordingly felt that a rehearing should be 
granted to determine: 

First, whether the affirmative acts of the Commis¬ 
sioner and appellee, before a case reaches the Court 
of Customs and Patent Appeals, do not prevent an 
appellant ever prosecuting an appeal, and whether 
such facts do not dispose of the possibility of suc|h an 
appeal being either pending or not decided by I that 
court; ‘ ! 

Second, whether an appeal has been taken when no 
petition, required by court rule, has actually been (filed, 
and no papers have reached the court, and whei the 
only proceedings had before the Commissioner ijelate 
to completion of a record prior to appeal; | 


Third, whether or not a plaintiff in an equity court 
who is held barred for lack of jurisdiction still has an 
appeal pending in the Court of Customs and Patent 
Appeals under which he can proceed; 

Fourth, whether or not an election is final when ac¬ 
tion is taken by an opposing party to wipe out such 
election; 

Fifth, whether or not purely Patent Office proceed¬ 
ings constituting the starting of an appeal can be va¬ 
cated by the Commissioner pursuant to a rule of the 
Court of Customs and Patent Appeals thus resulting 
in said proceedings ceasing to be pending, before the 
appeal ever gets to the said Court; 

Sixth, whether or not there is reason and authority 
in the decision of the case of Bakelite v. Aniline, 83 
Fed. (2d) 176 as applied to the facts of this case; 

Seventh, whether or not under the present circum¬ 
stances the Commissioner of Patents by issuing patent 
to Lorenz in this matter has not completely disposed 
of any rights of appellants to proceed with their ap¬ 
peal, which pursuant to the decision of this Court is 
still pending; and 

Eighth, what is the meaning of the words “and such 
appeal is pending or has been decided’’ in Title 35 
U. S. C. A. Section 63. 

We pray most earnestly to present this matter on 
rehearing. 

Respectfully submitted. 
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MEMORANDUM ON BEHALF OF LOEENZ BT AL 
IN OPPOSITION TO APPELLANTS’ PET^ON 
FOR REHEARING. I 


In answering the appellants’ petition for rehearing, 
it has seemed best to take up the queries raised in the 
petition in the same order in which they there Appear. 
For this Honorable Court’s convenience, the sujbstance 
of each query will be set forth as a caption, with the 
discussion thereof and appellees’ answer thereto imme¬ 
diately following. I 
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1 . 

Query: Whether an Affirmative Act by the Appellees 
Under the Provisions of Rule XXV of the Court of 
Customs and Patent Appeals Can Have the Effect of 
Dismissing an Appeal to That Court. 

The appellants are attempting to have this Honorable 
Court decide that the appellees, by taking advantage of 
the provisions of Rule XXV in order to obtain the issu¬ 
ance of appellees’ patent, have effected the dismissal of 
appellants’ appeal to the Court of Customs and Patent 
Appeals. Thus, the appellants would like to have the 
action taken by appellees to appellees^ supposed advan¬ 
tage work here to the advantage of appellants. Appel¬ 
lants would like to see appellees penalized for making 
use of the provisions of Rule XXV that were so obvi¬ 
ously intended solely for the purpose of enabling a suc¬ 
cessful interfering party to obtain his patent after the 
taking of an appeal by the unsuccessful party and the 
failure on the part of the unsuccessful party to comply 
with the other provisions of Rule XXV. 

The portion of Rule XXV in accordance with which 
appellees acted reads as follows: 

“If said petition of appeal and copy of said record 
shall not be filed within said period of 40 days, un¬ 
less such time be extended by the commissioner as 
heretofore provided, the commissioner, upon such 
facts being brought to his attention by motion of the 
appellee in inter partes cases, duly served upon the 
appellant or his attorney, and upon his own motion 
in ex parte appeals, may take such further proceed¬ 
ings in the case as may he necessary to dispose of 
the same as though no notice of appeal had ever been 
givenJ^ (Emphasis ours.) 

While the above quoted portion of Rule XXV does not 
explicitly so state, one of the “further proceedings 
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• • • necessary to dispose” of an inter partes case is 
tlie issuance of the patent to the winning party. li is 
axiomatic that after an appeal has been taken to |the 
Court of Customs and Patent Appeals in an interferepce 
case, no patent can be issued to the winning party below 
until the appeal has been decided by the Court of (jus- 
toms and Patent Appeals, dismissed, or disposed of. 
The rules of the Court of Customs and Patent App(5als 
do not delegate to the Commissioner any authority to 
dismiss an appeal to that court. The above quoted por¬ 
tion of Rule XXV, however, does delegate the Commis- 
sioner the right to ‘‘take such further proceedings in 
the case as may be necessary to dispose of the same as 
though no notice of appeal had ever been given.” j 

If this part of Rule XXV were intended to cojafer 
upon the Commissioner the authority to dismiss an ap¬ 
peal to the Court of Customs and Patent Appeals, |it is 
believed that the rule would have used the word ‘"dis¬ 
miss”. The term, “to dispose of”, is obviously nojfe in¬ 
tended to have the same meaning as “to dismiss”, ^ince 
that would be inconsistent with the modifying clause, 
“as though no notice of appeal had even been given”. 
The words of such modifying clause would be meailiing- 
less if the term “to dispose of” were synonymous jwith 
“to dismiss’’’. If the “further proceedings”, referred 
to in the rule, included a right on the part of the Com¬ 
missioner to dismiss the appeal, that right was ifever 
here exercised. In no paper of record here has the Com¬ 
missioner stated that the appeal to the Court of Cudtoms 
and Patent Appeals was dismissed. 

Had the appellees, instead of bringing their motion 
under Rule XXV, timely acted under Rule 149 of the 
Rules of Practice of the U. S. Patent Office, appellees 
might have brought about a dismissal of the appellants’ 
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appeal to the Court of Customs and Patent Appeals. 
The portion of Rule 149 referred to reads as follows: 

“If a defeated party to an interference proceed¬ 
ing, who is an applicant, appeals to the U. S. Court 
of Customs and Patent Appeals, his appeal will be 
dismissed if any adverse party to the interference 
shall, within twenty days after the appellant shall 
have filed notice of the appeal to the court, file notice 
with the Commissioner that he elects to have all fur¬ 
ther proceedings conducted as provided in section 
4915 R. S. The notice of election must be served as 
provided in rule 154 (b).” 

The above quoted portion of Rule 149 sets forth the 
exact manner, and the only manner known to appellees, 
in accordance with which appellees might have dismissed 
appellants’ appeal to the Court of Customs and Patent 
Appeals. Appellees obviously did not act in accordance 
with the above quoted portion of Rule 149, as was recog¬ 
nized by Assistant Commissioner Frazer in ruling upon 
the petition of the appellants to have the issuance of a 
patent to the appellees suspended pending the outcome 
of proceedings instituted by appellants under Section 
4915 R. S. (R. 77-78). Assistant Commissioner Frazer 
there said as follows: 

“Petitioner (appellants here) contends that Lor¬ 
enz by his action in opposing petitioner’s motion to 
extend the time for perfecting his appeal to the 
United States Court of Customs and Patent Appeals 
accomplished the same end as he would have by 
filing the notice of election above referred to, and 
that his action should be construed as equivalent of 
such notice of election. This contention can not be 
sustained. In the first place the action of Lorenz 
in opposing petitioner’s motion for extension was 
not taken within twenty days after petitioner had 
filed his notice of appeal, which period is that speci¬ 
fied in section 4911 within which the winning party 
must file his notice of election to proceed in equity. 
In the second place the opposition filed by Lorenz 
made no reference to an election to have the further 
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proceedings in equity, but was merely in opposition 
to the extension sought by petitioner.’’ 

Enle 149 of the Bnles of Practice of the U. S. Patent 
Office goes on to state that: | 

‘‘If the appella4t files a bill under section 4^15 
R. S. within thirty days after the notice of election, 
and files due proof thereof with the Commissioiier 
of Patents, the issue of a patent to the party awarded 
priority by the board of appeals will be withheld 
pending final determination of the proceeding under 
section 4915 R. S.” 

That appellees did not make an election in accordance 
with Rule 149 and thus make it possible for appellants 
to withhold the issuance of appellees’ patent is cleajrly 
evidenced by the fact that Assistant Commissioner 
Frazer refused to suspend the issuance of appellees’ 
patent. That patent has now issued. There was, the|re- 
fore, no dismissal of appellants ’ appeal to the Courtj of 
Customs and Patent Appeals by any act taken by appel¬ 
lees in accordance with Rule 149. j 

If there were some other way in which appellees copld 
have effected a dismisi^al of the appeal taken by appel¬ 
lants to the Court of Cfistoms and Patent Appeals, surely 
appellants would have pointed to the rule covering the 
same. Appellants have done nothing of the sort jbut 
have resorted to a specious argument with respectj to 
appellees^ action under Rule XXV that requires that iWe 
to be interpreted as though the term “disposed of’|^ is 
synonymous with the term “to dismiss”. No cited (jase 
has been advanced in support of appellants’ contention 
on that point. i j 
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II. 

Query: Whether the Commissioner, Acting Under the 
Authority Delegated to Him by the Court of Customs 
and Patent Appeals, Rule XXV, Can Dismiss an Ap¬ 
peal, Which Has Gk>ne No Further Than the Noticing 
of an Appeal to the Commissioner, Under Circum¬ 
stances Set Out by Said Rule XXV, and in View of 
Motion by the Appellees, Notifying the Commissioner 
of Such Circumstances. 

It is respectfully submitted that the answer to this 
query must be found in the language of Rule XXV itself. 
As already pointed out hereinabove. Rule XXV does not 
use the word ‘‘dismiss’’ and that word could not be sub¬ 
stituted for the term “to dispose of” without rendering 
the rule in this respect inconsistent. 

Furthermore, other portions of Rule XXV require a 
construction definitely excluding any possibility that the 
Commissioner of Patents is clothed with authority to 
dismiss an appeal to the Court of Customs and Patent 
Appeals. We refer to that part of the rule that states 
that: 

“upon his (the commissioner’s) own motion in ex 
parte appeals, (he) may take such further proceed¬ 
ings in the case as may be necessary to dispose of 
the same as though no notice of appeal had ever 
been given.” 

It seems quite obvious from the wording of the above 
section of Rule XXV that this provision is made for the 
benefit of the Commissioner of Patents in order to sim¬ 
plify the carrying out of his duties in the Patent Office. 
In the case of ex parte appeals, if the applicant’s appeal 
were not perfected to the Court of Customs and Patent 
Appeals, the Commissioner, in the absence of this pro- 
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vision of Enle XXV, would have no authority to regain 
jurisdiction of the application and dispose of it. | 

. If the appellants ^ position were sound, then in the! case 
of ex parte appeals, under the provisions of Rule XXY, 
if the Commissioner upon his own motion took “such 
further proceedings in the case as may be necessary to 
dispose of the same as though no notice of appeal had 
ever been giventhen the appellant, in such ex \parte 
case, could thereupon turn around and file a bill in Equity 
under 4915 against the Commissioner for the issuance of 
a patent on his application. If that were the result], then 
the Commissioner could not “dispose of the saijne as 
though no notice of appeal had ever been givens, but 
would be put to the burden of defending the suit brought 
against him under R. S. 4915. The interpretation blaced 
upon Rule XXV by the appellants here thus reduces the 
rule to an absurdity. | 

From the wording of the rule it is clear that tte act 
of a successful interfering party confers no greater 
power upon the Commissioner than the Commissioner 
may confer upon himself by his own motion injan ex 
parte appeal. Since it is obvious that in an parte 
appeal, where the Commissioner acts upon his o\tm mo¬ 
tion in accordance with this provision of Rule X3V, the 
appellant has no right to proceed under 4915 R[ S., it 
should be equally obvious that in the present instance, 
by virtue of appellees’ motion, the rule does not|confer 
upon the Commissioner the right to dismiss appellants’ 
appeal to the Court of Customs and Patent Appeils, but 
merely the right to dispose of the case “as thojugh no 
notice of appeal had ever been given”. 
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ni. 

Query: Whether the Court of Customs and Patent Ap¬ 
peals Has Recognized in the Wording of its Own Rules 
the Fact That No Appeal Has Been Taken by Virtue 
of Mere Proceedings Before the Patent Office, Nor 
Until a Petition Addressed to the Court Has Been 
Filed With its Clerk. 

Appellants call the attention of this Honorable Court 
to the beginning words of Rule XXV, reading: 

“Any party desiring to appeal to this court from 
a decision of the Board of Appeals or the Commis¬ 
sioner of Patents shall file in the clerk’s office a peti¬ 
tion, addressed to the court * * 

Appellants argue from the use of the word “desiring”, 
that the Court of Customs and Patent Appeals recognizes 
that mere notice to the Commissioner is not an appeal. 

It is respectfully submitted that the taking of an ap¬ 
peal by the filing of a notice of appeal with the Commis¬ 
sioner, together with their reasons of appeal specifically 
set forth in writing, constitutes the taking of an appeal, 
as held in BaJcelite Corporation v. National Aniline and 
Chemical Co., 83 F. (2d) 176 (2d C. C. A.). No case has 
been cited by the appellants either in conflict with, or 
overruling this decision of the Second Circuit Court of 
Appeals. The manner in which an appeal may be taken 
to the Court of Customs and Patent Appeals is set forth 
in Title 35 U. S. C. A. Sec. 60, as follows: 

“When an appeal is taken to the United States 
Court of Customs and Patent Appeals, the appellant 
shall give notice thereof to the commissioner, and 
file in the Patent Office, within such time as the com¬ 
missioner shall appoint, his reasons of appeal, spe¬ 
cifically set forth in writing.” 

This is what appellants did here. After giving such 
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I 

notice to the Commissioner, the appellants here undoubt¬ 
edly constituted a “party desiring to appeal” to the 
Court of Customs and Patent Appeals. The wording (|)f 
Rule XXV merely recognizes that there are other stejis 
required of the appellant to perfect his right to proceed 
with his appeal. The wording is not inconsistent wi^h 
the view of this Honorable Court, and also of the Second 
Circuit Court of Appeals in the Bakelite case supra, that 
an appeal is taken, in accordance with Title 35 U. S. C. JA.. 
Sec. 60, when notice thereof is given to the Commissioner 
and the reasons of appeal, specifically set forth in writ¬ 
ing, filed in the Patent Office. Any such party, after t4k- 
ing an appeal in accordance with Sec. 60, would bel a 
party ‘‘desiring to appeal”, or having a continuing de¬ 
sire to appeal. I 


IV. 


Query: Whether the Court, in Stating What Constitt^tes 
the Taking of an Appeal to the Court of Customs 4nd 
Patent Appeals, Overlooked the Fact That the ifro- 
ceedings Before the Commissioner of Patents, Wljich 
Are Stated to Constitute the Taking of an Appeal, Are 
At No Time Before That Court, Nor Filed With jthe 
Clerk of That Court, but Are Merely Matters Inten|ded 
to Form a Part of a Record Which May Be Certified 
to the Court at a Subsequent Time. j 

This Honorable Court obviously did not overlook | the 
necessity of other steps in order to perfect an appeal to 
the Court of Customs and Patent Appeals, since it states 
in its decision that: 

“Other steps were necessary to be taken in the 
Court of Customs and Patent Appeals to perfeci the 
appeal, but insofar as the Patent Office was con¬ 
cerned the appeal had been taken by the actio|n of 
the appellants as above set out. Bakelite Corpora¬ 
tion V. National Aniline and Chemical Co,, 83 P. |(2d) 
176 (2d C. C. A.).” I 
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It is clear from the wording of Rule XXV that the 
Court of Customs and Patent Appeals delegated to the 
Commissioner of Patents certain duties that might have 
been, and generally are, in other courts, conferred upon 
the Clerk of that court. Thus, the mere fact that no peti¬ 
tion of appeal, or other papers, had physically reached 
the Court of Customs and Patent Appeals in no way pre¬ 
vents the notice to the Commissioner from constituting 
an appeal to the Court of Customs and Patent Appeals. 
The Commissioner was delegated to receive such notice 
and the reasons for appeal specifically set forth in writ¬ 
ing and to that extent was thereby made an agent of the 
Court of Customs and Patent Appeals. 

The Commissioner of Patents was likewise made an 
agent of the Court of Customs and Patent Appeals to the 
extent that he might dispose of the proceedings as though 
no appeal had been taken, in the event that the appellants 
failed to perform the other duties incumbent upon them 
to perfect their appeal. 

The wording of the rule, it is respectfully submitted, 
clearly indihates a recognition of the taking of an appeal 
by the filing of notice and reasons in writing with the 
Commissioner, notwithstanding the use in the rule of the 
term ‘‘notice of appeal” instead of the word “appeal’jj 
by itself. Such use of the term “notice of appeal” recog-j 
nizes the failure on the part of the appellant to take all 
of the steps necessary to perfect his appeal, but is not 
inconsistent with the wording of Sec. 60. In fact, the 
use of the term “notice”, at this point in Rule XXV, 
without any previous use of the word in the rule, clearly 
indicates that the framers of the rule had in mind Sec. 60 
and were making reference back to it. Sec. 60 provides 
that an appeal is taken to the U. S. Court of Customs and 
Patent Appeals when notice thereof is given to the Com¬ 
missioner and the reasons of appeal, specifically set forth 
in writing, are filed in the Patent Office. 
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V. j 

Query: Whether the Appeal Taken by the Appellants 
Here to the Court of Customs and Patent Appeals| Is 
Still Pending and Not Decided, Thus Giving Appellaints 
an Opportunity of Continuing Such Appeal, If They 
Have No Right in a Court of Equity, Although Title 
35, Sec. 63 U. S. C. A. Requires That Such Apppal 
Must Not Only Have Been Taken, But Must Alsol Be 
Pending and Not Decided, Before a Jurisdictional par 
Arises. | 

The question of whether the appellants here havq an 
opportunity of continuing their appeal to the Court of 
Customs and Patent Appeals is not one before this Cojurt. 

If the question is restricted to whether or not the I ap¬ 
pellants’ appeal to the Court of Customs and Patent jAp- 
peals is still pending and has not been decided, then ^t is 
a question that this Court has decided. The decisioia of 
this Court states: 

‘‘The appeal taken by appellants was not dismijssed 
by voluntary action on their part but was rendered 
nugatory insofar as relief was concerned by| the 
omission of the plaintiffs to file the papers required 
to be filed in the Court of Customs and Patent Ap¬ 
peals for the taking of such an appeal. Inasmuch as 
it is held by the Court of Customs and Patent Ap¬ 
peals that dismissal of the appeal by the voluntary 
action of the appellants cannot be effective it cannot 
be believed that the same result could be reached by 
the appellants simply failing to file the necessary 
papers after the appeal was taken.” f 

The decision of this Court also quotes with approval 
the opinion in Bdkelite Corporation v. National Aniline 
and Chemical Co,, supra, wherein the Second Cjircuit 
Court of Appeals held: 

“We are also convinced that such appeal was pend¬ 
ing and had not been decided. • ♦ • The statute 
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gives an appellant no right to withdraw his notice of 
appeal; nor did they purport to. Accordingly, the 
appeal is still pending so far as this record discloses. 
Hence no suit could be brought under section 63, and 
the bill was rightly dismissed. ’ ’ 

It is respectfully submitted that the adoption by this 
Court of the opinion in the Bakelite case “positively and 
definitely” determines that the appeal of the appellants 
here “is still pending and not decided” by the Court of 
Customs and Patent Appeals. 


VI. 

Query: Whether the Finality of the Election of One of 
Two Eemedies, to-wit: Appeal to Court of Customs and 
Patent Appeals, or Suit in Equity Under Section 4915 
E. S., Is Affected by Act of an Appellee, or of the Com¬ 
missioner of Patents. 

Title 35 U. S. C. A. Sec. 59a provides: 

^ “If any applicant is dissatisfied with the decision 

of the board of appeals, he may appeal to the United 
States Court of Customs and Patent Appeals, in 
which case he waives his right to proceed under sec¬ 
tion 63 of this title.” 

The appellants, consisting of an applicant and his as¬ 
signee, in accordance with the foregoing portion of 
Sec. 59a, have waived their right to proceed under Sec. 
63 (4915 K. S.). Apparently appellants concede that this 
is so, but urge that the waiver is not final and contend 
that the affirmative acts of the Commissioner or of the 
appellee may affect such waiver. 

The second part of Sec. 59a provides the one way in 
which an appellee may have an appeal to the Court of 
Customs and Patent Appeals dismissed and leave the 
appellant free to have all further proceedings conducted 
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as provided in Sec. 63 (4915 R. S.). This second part of 
Sec. 59a reads as follows: 

‘‘If any party to an interference is dissatisfied 
with the decision of the board of appeals, he may bp- 
peal to the United States Court of Customs and 
Patent Appeals, provided that such appeal shall be 
dismissed if any adverse party to such interference 
shall, within twenty days after the appellant shall 
have filed notice of appeal according to section ^ of 
this title, file notice with the Commissioner of Pat¬ 
ents that he elects to have all further proceedings 
conducted as provided in section 63. Thereupon the 
appellant shall have thirty days thereafter within 
which to file a bill in equity under said section 63, in 
default of which the decisions appealed from spall 
govern the further proceedings in the case. If | the 
appellant shall file such biU within said thirty dpys, 
and shall file due proof thereof with the Comjnis- 
sioner of Patents, the issue of a patent to the pirty 
awarded priority by said board of appeals shall be 
withheld pending the final determination of said 
proceeding under said section 63. ’ ’ 

Since it is obvious here that the appellee did not, 'v^th- 
in twenty days after the appellants filed notice of I ap¬ 
peal with the Commissioner of Patents, make any ^uch 
election as here provided, the right of appellants tp file 
this suit in equity under 4915 R. S. does not spring ^rom 
ec. 59a above quoted. j 

So far as is known. Sec. 59a contains the only bro- 
vision in the statutes whereby an appellee may elect, 
after the appellant has taken an appeal to the Couift of 
Customs and Patent Appeals, to force the appellant I into 
a court of equity. ! 

As defined by Chief Justice Holmes in Williarri W. 
Biercej Limited v. Hutchms, 205 U. S. 340, at page 346: 

“Election is simply what its name importjs; a 
choice, shown by an overt act, between two ificon- 
sistent rights, either of which may be asserted at 
the will of the chooser alone.’’ 
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Thus, appellees at one time did have a right of elec¬ 
tion, as provided for in Sec. 59a, but they did not exer¬ 
cise that right of election within the time provided for 
by said sectibn. Instead, appellees chose to let the ap¬ 
peal of appellants to the Court of Customs and Patent 
Appeals stand. No subsequent acts on the part of ap¬ 
pellees indicated a desire to repudiate their preference 
to have the appeal heard by the Court of Customs and 
Patent Appeals. 


Not having elected within the time provided by said 
section to have the case transferred to equity, appellees 
could not subsequently have brought about the dismissal 
of the appeal to the Court of Customs and Patent Ap¬ 
peals in order to force appellants to file their bill in 
equity. It is only now, after appellants, because of laches 
have lost their right to continue the appeal to the Court 
of Customs and Patent Appeals, that appellants, finding 
a bill in equity under 4915 R. S. their only recourse, at¬ 
tempt to have the subsequent acts of the appellees con¬ 
strued as the equivalent of an election under said sec¬ 


tion 59a. It cannot for one moment be supposed, had 
appellees at their own incentive come in late and filed 
notice of their election in accordance with. Sec. 59a, that 
appellees would have been entitled to the effect of sucl; 
election. Now, however, when the appellants find it U 
their advantage, they waive aside the matter of timeliness 
and urge tha^ appellees have made an election, obviously 



to appellees^^ own detriment, that is the equivalent of the 


election provided for by Sec. 59a. 
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vn. 

Under this section, appellants state that the interpre¬ 
tation of the statutes and rules of the Court of Custon^s 
and Patent Appeals, as set out in the Court’s opinioja 
herein, affect the practice of patent law and federal pro¬ 
cedure throughout the entire country. That much of ap¬ 
pellants ’ statement is obvious, but appellants go on to 
state that; 

‘‘Such interpretation is diametrically opposed Ifo 
the practice as it has existed since the amendment Ito 
the statutes creating the U. S. Court of Customs auld 
Patent Appeals March 2, 1929.” 

As to what constitutes “the practice as it has existed”, 
the record herein is silent. The practice obviously 
should be in accordance with the rules of the Court (j)f 
Customs and Patent Appeals and the statutes. An in¬ 
terpretation and application of the rules and the stat¬ 
utes is to be found in the opinions of the courts. ISb 
decisions of the courts have been cited by appellants th^ 
are “diametrically opposed” to the interpretation of tl^e 
mles and the statutes laid down by the Court herein. C^n 
^e contrary, the only cases that have been called to this 
yurt’s attention have been favorable to appellees. 

Lppellants here adopt an aggrieved attitude, in effect 
Eying to this Court that they are doing only what others 
in the practice have done and “got away with”. Apped- 
lants further say that it was not they, but appellees, aid^d 
and abetted by the Commissioner of Patents, who ma^e 
it impossible for appellants to proceed with their appeal 
to the Court of Customs and Patent Appeals. The facts 
are, however, that the appellants noticed their appeal to 
the Court of Customs and Patent Appeals and then, l^- 
cause of laches on their part and not because of any elic- 
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tion upon appellees part within the time provided for by 
Sec. 59a, appellants lost their right to pursue the appeal. 

Appellants further contend that the decision of this 
Court nullifies the w'ords in the statutes, ‘‘and such ap¬ 
peal is pending or has been decided”. This is not so. 
Under Sec.' 59a, appellees could have elected to have all 
further proceedings conducted as provided in Sec. 63, 
that is, in equity under 4915 E. S. Had appellees so 
elected, then the appeal taken by appellants to the Court 
of Customs and Patent Appeals would no longer have 
been pending; it would have been dismissed and appel¬ 
lants would have had the right to file their bill in equity. 
Undoubtedly the wording of the statutes with respect 
to the use of the words “and such appeal is pending or 
has been decided”, was intended to take care of the pos¬ 
sibility of an election being made by the appellees under 
Sec. 59a, resulting in a dismissal of the appeal to the 
Court of Customs and Patent Appeals. 


If, as is here the case, the appeal to the Court of 
Customs and Patent Appeals has not been dismissed, the 
only alternative is that it is still pending. The Court 
here has clearly recognized this in stating that: 

“The appeal taken by appellants was not 
missed by voluntary action on their part but 
rendered nugatory insofar as relief was c, 
cerned * * *” 


The status of appellants’ appeal to the Court of Cus 
toms and Patent Appeals is simply this: the notice of ap 
peal and the reasons of appeal are on file in the Patent 
Office but the appellants are prevented from continuing 
with their appeal because of laches on their part. The 
appeal is thus still pending, in the sense that it has not 
been dismissed. 


I 


Conclusions. 


It is respectfully submitted that a rehearing should 
not be granted, for the reason that the questions pro¬ 
pounded by the appellants have been answered definixely 
and clearly by this Court where answer was necessary 
to the deciding of the issue. The petition is without 
merit and should be denied. 

EespectfuUy submitted, 

' Benjamin H. Sherman, | 

Attorney for Appellees, 

Charles W. Hills, 

Thomas J. MacKavanagh, 

Of Counsel, 


